Dilution in the United States and European Union (and Beyond) Compared.

INTRODUCTION

This paper compares the protection against dilution
 offered in the United States and the European Union. It asks what the jurisdictions have to learn from each other and whether the two regimes meet the jurisdictions’ trade mark obligations under international law. The way in which blurring is tested for will receive particular attention, being one “micro” example in which the many detailed similarities between the dilution provisions of the two jurisdictions can be examined.

With regard to the US law, the focus will be on the upcoming Trademark Dilution Revision Act 2005 and, on the EU side, particular attention will be paid to the jurisprudence of the European Court of Justice, OHIM (the body responsible for administering the Community trade mark) and the UK. 

First though, it is necessary to identify what international law requires in the way of protection for well-known marks. 

DILUTION PROTECTION UNDER INTERNATIONAL LAW

The Paris Convention

Bespoke protection for well-known trade marks first appeared in Art.6bis of the Paris Convention. However, the protection envisaged by that article rests on a traditional confusion-based conception of infringement, since it calls upon the countries of the Paris Union to refuse to register, prohibit the use of and to cancel a later mark which creates confusion with the earlier well-known mark.  Moreover, its protection is limited to situations in which the later use is on goods which are identical or similar to those for which the earlier mark is well-known. Instead, the great novelty under Art.6bis is that protection is afforded to marks that are well-known in a particular jurisdiction, even when they have not been used and are not registered in that jurisdiction.

Thus the Paris Convention imported no obligation to provide dilution protection. Instead, it merely extended traditional trade mark protection to well-known but unregistered marks. 

TRIPs

The TRIPs Agreement, by which all member of the WTO are bound, provides protection that is a little closer to what we understand by dilution protection.
 Under Art.16(3), TRIPs extends Art.6bis of the Paris Convention so that it applies to later use on goods which are dissimilar to those for which the earlier mark is well-known. This brings international trade mark law closer to the conventional view of dilution, which has focused on use of the later marks on goods which are dissimilar to those on which the earlier mark has been used or registered for.
 

The type of harm to the earlier well-known mark called for in Art.16(3) is

that use of that trademark in relation to those goods or services would indicate a connection between those goods or services and the owner of the registered trademark and provided that the interests of the owner of the registered trademark are likely to be damaged by such use [emphasis added]

might suggest a form of protection that is more akin to dilution, since the word “connection” is used, rather than “confusion”. As will be seen below, the term “connection” and its close cousin “association” play a crucial role in dilution law in both the US and the EU. However, the form of “connection” called for in Art.16(3) is between the later goods or services and the owner of the earlier mark. This is more akin to traditional confusion (where consumers believe that the later goods were made by or under the authority of the earlier user) than the type of connection between the two parties’ marks that is necessary for dilution to occur. Furthermore, Art.16(3) provides these words as an explanation of how Art.6bis Paris can apply to a dissimilar goods situation. Ultimately though, its purpose is to apply Art.6bis and Art.6bis is an expression of traditional, confusion-based infringement. 

Art.16(2) of TRIPs provides further clarification on various aspects of well-known mark protection, but does not add anything on the subject of the type of protection that is offered.

The TRIPs Agreement merely sets down the minimum standards for the protection of intellectual property that WTO members must provide.
 There is nothing to prevent its signatories from providing greater protection than that laid down in TRIPs so, while TRIPs does not oblige members to provide dilution protection, it does not prevent them from doing so. 

The Joint Recommendation

While there is no “hard” international law mandating dilution protection, there is “soft law” to this effect. The WIPO Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT) has adopted a Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks.
 The recommendation is not binding. Instead, it takes the form of a recommendation to the members of the Paris Union that they consider using the provisions contained therein as guidelines for well-known mark protection and bring the recommendation to the notice of any intergovernmental organisation with trade mark competence of which they are a part.
 

In Art.2, the Recommendation provides an expansive definition of when a mark can be considered to be well-known. 

Art.3 forms the “operative” part of the Recommendation, in that it contains the recommendation that members should provide protection for well-known marks against “conflicting” marks, business identifiers and domain names. It is in the definition of what constitutes a “conflicting” mark that dilution protection comes into play. 

This definition can be found in Art.4. Traditional confusion-based infringement where the later mark is used on identical or similar goods, can be found here,
 but so can dilution protection. Art.4(1)(b) offers three situations where, irrespective of the goods on which the later mark is used, the later mark can be considered to be conflicting. 

First, where

the use of that mark would indicate a connection between the goods and/or services for which the mark is used, is the subject of an application for registration, or is registered, and the owner of the well-known mark, and would be likely to damage his interests.

This virtually identical to the protection afforded by Art.16(3) of TRIPs, except for the absence of the reference back to Art.6bis of Paris. 

Secondly, where

the use of that mark is likely to impair or dilute in an unfair manner the distinctive character of the well-known mark

Here protection against dilution is expressly mentioned, although there is no attempt to explain what exactly it takes to dilute the distinctive character of a well-known mark. The concept of the impairment of the distinctive character of a well-known mark is also introduced, but there is no explanation as to how this differs from dilution. 

Finally, where

the use of that mark would take unfair advantage of the distinctive character of the well-known mark

This provision goes further than even traditional dilution protection, calling for protection against the misappropriation of the distinctive character of the earlier well-known mark. 

Similar provisions are recommended where the conflict is between a well-known mark and a later business identifier.
 Even less stringent recommendations are made where the conflict is with a later domain name.

The Recommendation certainly envisages the granting of protection against dilution against uses on both similar and dissimilar later goods. However, it does not tell members what form this protection should take. It is notable that there is no mention of protecting the reputation of the earlier well-known mark. This means that tarnishment does not appear to be within the scope of the Recommendation and the type of unfair advantage identified is unfair advantage of the distinctiveness of the earlier mark, rather than of its reputation, even though it is far easier to see how a later user might be able to make use of an earlier mark’s reputation, rather than the distinctiveness of the earlier mark. It is notable also that dilution is mentioned in addition to the type of harm that is mentioned in Art.16(3) of TRIPs. This suggests that Art.16(3) does not provide any form of dilution protection since, if it did, the separate mention of dilution in the Recommendation would be unnecessary.

In conclusion

To sum up, there is no international obligation to grant dilution protection to the owners of well-known marks. Instead, the obligation is limited to the provision of protection from confusion caused by later use on both similar and dissimilar goods. However, there is “soft law” that recommends both dilution and misappropriation protection against the use of marks and business identifiers on both identical and similar and dissimilar later goods and services.  

THE LEGAL FRAMEWORK IN THE UNITED STATES

The FTDA

Protection against dilution first became part of federal trade mark law in 1995. Before that date, dilution protection had been available under state law in a number of locations.
 The Federal Trademark Dilution Act 1995 (FTDA) made this protection nationwide by introducing a new §43(c) into the Lanham Act. This provision provides

The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the court deems reasonable, to an injunction against another person's commercial use in commerce of a mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality of the mark, and to obtain such other relief as is provided in this subsection.

The harm that is identified is the dilution of the distinctive quality of another person’s mark. The protection is limited to famous marks though, and instructions on how to test for fame are laid out in a non-exhaustive multi-factor test that forms part of the subsection. A number of defences are also set out in the subsection. 

The FTDA also amended §45 of the Lanham Act to introduce a definition of the term “dilution”. This states that

The term "dilution" means the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of-- 
(1) 

competition between the owner of the famous mark and other parties, or 

(2) 

likelihood of confusion, mistake, or deception.

The meaning and scope of much of the FTDA has proved controversial. In particular, the following questions have arisen:

(i) Which earlier marks are granted protection? Clearly, a mark must be famous to be protected, but the FTDA introduces a degree of ambiguity by describing the test for fame as being to determine whether a mark is “distinctive and famous”. This has led some courts to find that not only must a mark be famous to be protected, but it must also be inherently distinctive.

(ii) What is needed to prove dilution? While a definition of dilution is provided, this is largely in the negative, informing undertakings that confusion and competition between the parties is not required. §43(c) does suggest that, in order to fall within the definition of dilution, the later use must impair the distinctiveness of the earlier mark. Also, the §45 definition does make it clear that the ability of the earlier mark to act as a trade mark, i.e. to identify and distinguish the goods of its owner, must be damaged. However, the FTDA provides no guidance on how to identify when such harm has taken place.

(iii) §45 states that dilution can take place “irrespective” of whether the parties’ goods or services are in competition with each other. However, because historically dilution developed as a remedy where goods are dissimilar, some courts have resisted the notion that federal dilution protection applies to both dissimilar and identical and similar goods situations.

(iv) Likewise, §45 states that dilution applies without regard to the presence of confusion. This too has met with judicial resistance
 since dilution has traditionally been seen as an alternative to traditional confusion-based infringement. 

(v) §43(c) states that the earlier mark-owner is entitled to relief where the later mark “causes dilution”. Read literally this suggests that, in order for the famous mark-owner to obtain relief, the dilution of his mark must already have taken place i.e. there must be “actual dilution”. There are two main difficulties with this proposition. First, considering the fact that the definition of dilution is unclear, it is difficult to show that such dilution has actually taken place. Secondly, by the time dilution has taken place, the harm to the earlier mark has already been done. It has therefore been argued that earlier mark-owners should be given the opportunity to prevent dilution from occurring once the “danger signs” which are indicative of likely dilution are in place, rather than having to stand by and watch while their marks are irreparably harmed. The issue of likely dilution culminated in a decision of the Supreme Court which found that actual dilution was the relevant standard.
 

(vi) No mention was made of dilution by tarnishment or damage to the reputation of the earlier mark.

This protection was expanded to enable the owners of earlier marks to oppose the registration of marks that would dilute their marks and to apply for the cancellation of such marks once they had been registered under the Trademark Amendment Act 1999. 

The Trademark Dilution Revision Act 2005

In an attempt to redress some of the identified issues, particularly that of the actual dilution standard, a new bill, the Trademark Dilution Revision Act of 2005
 is currently being considered by Congress. The Act was passed by the House of Representatives in April 2005 and is awaiting approval by the Senate. It is expected that the Act will be passed some time around the turn of the year (2005/6).

The Revision Act completely overhauls the scheme for federal dilution, substituting a fresh §43(c)
 and introducing conforming amendments to implement the same changes with regard to registration, opposition and cancellation.
 The §45 definition of dilution is also removed.
  

The Revision Act makes it clear that, where either dilution by blurring or dilution by tarnishment of a famous mark takes place, injunctive relief will be available. This is so whether there is (i) confusion (ii) competition or (iii) actual economic injury.
 

A relatively narrow approach to what constitutes a famous mark is taken, with the requirement that it must be widely recognised by the general consuming public. In other words, fame in a niche area of commerce will not suffice.
 

Most importantly for our purposes, dilution by blurring is defined and a non-exclusive multi-factor test for dilution by blurring is set out. This will be discussed in further detail below. 
 Dilution by tarnishment is also defined
 and a number of defences to dilution are laid out,
 together with a revised remedies system.
 Finally, the clause that causes ownership of a valid registration to be a complete bar to action is re-enacted.
  

This paper will focus primarily on the impact (assuming it is eventually passed) of the Revision Act and how it compares to European anti-dilution provisions, though references to the earlier law will be made where they are helpful. 

THE LEGAL FRAMEWORK IN THE EUROPEAN UNION

EU trade mark law can be described as a delicate layer-cake, thanks to the number of legislators and pieces of legislation involved. In a nutshell:

(i) the European Union – Directive 89/104,
 the document that harmonises the trade mark law of the EU Member States, was adopted at the EU level, although it only became directly applicable (in the sense that individuals could rely on its provisions) once it was implemented into the national laws of the Member States. The judicial body of the EU, the European Court of Justice (ECJ) provides guidance to the Member States as to the correct interpretation of the Directive, and hears appeals from decisions of OHIM.

(ii) the Member States – the Member States were obliged to implement Directive 89/104 into their national laws, although the form in which they did so was at their discretion. The Members are now responsible for the day-to-day running of their trade mark laws although, where a problem of interpretation arises for which the solution is unclear, the court of final resort
 of that state must refer the issue in the form of a question to the ECJ.
 

(iii) the Office for Harmonisation in the Internal Market (OHIM) – OHIM is charged with the administration of the Community trade mark (CTM). This is a unitary right that gives the holder of a CTM a single right which covers every state of the EU. The way in which the CTM system operates is set out in Regulation 40/94
 which, to a large extent, mirrors Directive 89/104. In order to appreciate EU jurisprudence, it should be understood that OHIM has an internal appeal body, the Boards of Appeal; upon the conclusion of Board of Appeal proceedings, parties may appeal to the ECJ. Initially the appeal is to the Court of First Instance, which is the lower court within the ECJ but, should the parties desire it, a further appeal to the ECJ proper can be made. 

Directive 89/104 and Regulation 40/94 have almost identical anti-dilution provisions. In essence, both identify the following components as required for a successful claim:

(i) the earlier mark must have a reputation;

(ii) the later mark must be identical with, or similar to, the earlier trade mark;

(iii) the use of the later mark must (a) cause detriment to the distinctive character of the earlier mark; OR (b) cause detriment to the  reputation of the earlier mark; OR (c) take unfair advantage of the distinctive character of the earlier mark; OR (d) take unfair advantage of the reputation of the earlier mark

(iv) the use of the later mark must be without due cause.

Such provisions exist both with regard to opposing the use of a later mark
 and opposing the registration of a later mark that, if used, would have the effect described in (iii).
 Such provisions also apply to cancellation of an invalid mark.
 

Member States had the option of not adopting anti-dilution protection when implementing the Directive, but all chose to do so. Now that they have, although they have the choice of form that the protection takes, they are obliged to interpret the law that they have in a way that meets the requirements of Directive 89/104 set out above. 

COMPARING DILUTION IN THE EU AND US: THE BIG PICTURE

From the discussion above, it should be obvious to readers that, while the wording is different, a number of the basic requirements for successfully showing dilution in the two jurisdictions are very similar. This can be most easily seen when the proposition is demonstrated in tabular form. For ease of reference, the Joint Recommendation requirements are also set out alongside. 

	FACTOR
	EUROPEAN UNION
	UNITED STATES
	JOINT RECOMMENDATION

	Fame of the earlier mark
	Earlier mark with a reputation
	Earlier famous mark
	Earlier well-known mark

	Similarity between the marks
	Identical/similar earlier and later marks
	This was not  stated to be a prerequisite under the FTDA but a number of cases have stressed its importance.

Under the Revision Act blurring is defined as “arising from the similarity between a mark or trade name and a famous mark”, which suggests that similarity of marks is a prerequisite. 
	Later mark or essential part thereof reproduces, imitates, translates or transliterates earlier mark

	Type of injury I
	Use that causes detriment to the distinctive character of the earlier mark
	Dilution by blurring
	Impairment or dilution in an unfair manner of the distinctive character of the earlier mark

	Type of injury II
	Use that causes detriment to the repute of the earlier mark
	Dilution by tarnishment
	Absent

	Type of injury III
	Use that takes unfair advantage of the distinctive character of the earlier mark
	Absent
	Use that would take unfair advantage of the distinctive character of the well-known mark

	Type of injury IV
	Use that takes unfair advantage of the repute of the earlier mark
	No US equivalent, though a comparison may be drawn with the Revision Act, which identifies an intention to create an association with the earlier mark as a factor which will be helpful in showing blurring
	Absent

	Defence
	Use that is without due cause
	Bespoke dilution defences, including fair use defences. 
	Absent


Although there is not 100% parity between the laws of the two jurisdictions, the similarities are certainly significant. Moreover, if one looks it detail at the way in which these requirements have been treated by the courts, it can be seen that the coincidence between the two laws does not just occur at the macro level but also occurs in the detailed implementation of the two dilution regimes. These types of “micro” similarities will be considered in the next section with respect to the approach that the two jurisdictions have taken to blurring. On the US side, the focus will be on the likely effect of the Revision Act, though illustrations will be brought from the FTDA case law where appropriate, while on the EU side illustrations will be brought from ECJ, OHIM and national case law. 

DEFINING BLURRING

The United States

The definition of dilution by blurring under the Revision Act
 can be divided into three parts:

(i) similarity of the earlier famous and later marks that

(ii) leads to association between the two marks

(iii) which results in the distinctiveness of the famous mark being impaired
This reads as much as a mini-test for blurring as a definition of it, despite the fact that a further list of factors that constitute indications of blurring is also given in the subsection. The real definitional element is the fact that the prohibited result is damage to the distinctiveness of the famous mark and the other two elements tell you that the situation is one of a sort where such harm may take place. No guidance is given as to how much damage must be caused to the distinctiveness of the earlier mark and as to whether we are concerned with distinctiveness in the abstract, or with regard to the goods or services for which the earlier mark has been used and/or registered. 

The European Union

The term “blurring” is not used in the EU statutory regime. Instead, the term that is used, “detriment to distinctive character”, which is self-defining, is conceptually identical to “impairment to the distinctiveness of the famous mark”, the third part of the US definition. 

Moreover, while similarity of marks and association between marks are not part of the definition of detriment to distinctive character as such, they both play a crucial role in the EU regime. Similarity of marks is expressly mentioned in the statutory provisions as a prerequisite for a successful dilution claim, but association is not. Yet there can be no doubt that association between the marks is necessary because, if consumers do not associate the two parties’ marks, the causal link that allows one to identify the later mark as the thing which caused damage to the earlier mark is missing.
 

The ECJ case of Adidas v Fitnessworld
 demonstrates that the relationship between association, similarity of marks and detriment to distinctive character is identical in the EU and the US. There the ECJ stated

The infringements referred to in Article 5(2) of the Directive, where they occur, are the consequence of a certain degree of similarity between the mark and the sign, by virtue of which the relevant section of the public makes a connection between the sign and the mark, that is to say, establishes a link between them even though it does not confuse them.

As in the Revision Act definition of blurring, it is the similarity of marks that causes the marks to be associated and that association leads to the infringements referred to in Art.5(2), which include detriment to distinctive character.

Summary

It is clear that in both jurisdictions ”blurring” refers to activities on the part of the later user that attack the distinctiveness of the earlier mark. There is agreement in both jurisdictions that the means by which this harm is caused is through an association between the two marks. Thus in the test for blurring we would expect to see factors addressed to both of these elements. Whether this is the case will be discussed in the next section. Similarity of marks is also present in the general level requirements for blurring in both jurisdictions but, as will be discussed below, its primary role is as a factor that causes the marks be associated. 

TESTING FOR BLURRING

Six factors are identified in the Revision Act as being particularly relevant to testing for blurring. These factors will form the framework of the discussion of testing for blurring, although European factors which may be helpful in testing for blurring, but which are not mentioned in the Revision Act will also be discussed. 
The Revision Act factors

The FTDA defined dilution, but gave no clue as to how test for whether such dilution was present. The courts stepped in, providing tests of their own, but there has been no consensus as to the correct test among the Circuits
 and the role of the multifactor test under the FTDA has been put into doubt by the Supreme Court’s finding
 that actual, rather than likely, dilution is necessary. The Revision Act addresses this issue with regard to blurring
 by introducing a non-exclusive list of relevant factors,
 which are:

(i) The degree of similarity between the mark or trade name and the famous mark.

(ii) The degree of inherent or acquired distinctiveness of the famous mark.

(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name intended to create an association with the famous mark.

(vi) Any actual association between the mark or trade name and the famous mark.

These factors can be split into three categories: factors indicating an association between the earlier and later marks; factors indicating the strength of the earlier mark and factors pertaining to the later user’s bad faith. 

Association

As has been noted above, association is a vital element of blurring – without it, since consumers will not link the two marks,use of the later mark cannot cause harm to the earlier mark or any element of it. 

Similarity of marks

The United States

The degree of similarity between the two marks forms the first Revision Act factor. Its place in the test for blurring is not really open to doubt because, unless the marks are similar, why would consumers make the link between the later and earlier marks that allows the harm to the earlier mark to take place? However, the mere fact that a second mark exists in the marketplace that is similar to the earlier mark should not be considered to be, of itself, harmful to the distinctiveness of the earlier mark unless we are concerned with the distinctiveness of the mark in the abstract. This is highly unlikely since trade mark law has always focused on the effectiveness of a mark for denoting specific goods or services.

 There is a degree of “double accounting” occurring here since similarity of marks appears both in the list of factors and in the definition of blurring. A similar phenomenon is visible in the EU, where similarity of marks is both mentioned as a prerequisite for a successful detriment to distinctive character claim and has been used separately as a factor that is helpful in showing that detriment to distinctive character has occurred or is likely to occur. This double accounting highlights a wider issue in EU law, about the correct way in which to treat the factors identified in the statute. Should the factors listed be treated as a checklist, in the sense that each factor must be satisfied before one can go on to verify if the next factor is present on the basis that, if any one factor is deficient, the entire claim for detriment to distinctive character fails? Alternatively, should a “global appreciation” of all of the circumstances be taken, meaning that all of the circumstances are considered at once in a giant dilution “melting pot”, so that a weakness in any one factor can be made up for by strengths in the other factors?

By mentioning similarity of marks twice it appears that, under the Revision Act, similarity of marks in relevant in both ways. First of all, it is a prerequisite – without it, the definition of blurring is not satisfied and so a claim cannot succeed. Secondly, mentioning similarity of marks in the multifactor test means that it enters the blurring “melting pot” and is one factor among many that can help to show blurring. Presumably, to this end, the more similar the marks are, the greater the chances of their being associated and so the more likely it is that the later mark will impair the distinctive character of the earlier mark. However, since association alone does not amount to blurring and it is hard to see how the mere fact of similarity between the marks can impair the earlier mark’s distinctiveness, similarity of marks can only form part of the test for blurring. 

The European Union

As mentioned above, similarity between the marks is a statutory prerequisite to a successful detriment to distinctive character claim in Europe. However, it is not just a “gate-keeping” factor to dilution protection. Like the position under the Revision Act, similarity between marks appears twice in the European analysis of detriment to distinctive character: once as a prerequisite and a second time as a factor that makes detriment to distinctive character more likely. This “double accounting” has been made particularly clear in the UK in Audi-Med,
 where the Hearing Officer of the UK Trade Marks Registry has said that, although it might appear from the relevant section that this factor should be a preliminary point, in fact similarity of the marks should be considered “globally” with the other factors. Thus, the Hearing Officer used similarity of marks as the first factor in his multifactor test for detriment to distinctive character. 

A similar “global” approach is inherent in the ECJ’s approach in Fitnessworld, described above. By linking together similarity of marks, association and detriment to distinctive character, the Court is intimating that similarity of marks cannot be merely treated in isolation as a prerequisite for detriment to distinctive character protection: it is an integral part of the blurring analysis. 
Actual association

The United States

Actual association between the later and earlier marks forms the sixth factor of the test for blurring set out in the Revision Act. Its place in the test is unsurprising since blurring is defined as being a result of association. One note of caution is needed though. The importance of this factor should not be overstressed since it talks about actual association, whereas the required standard is likely dilution. If courts insist on requiring actual association, a large number of likely dilution cases would be undermined. This would go against one of the purposes of the Revision Act, which is to undo the effect of the Supreme Court’s finding of the need for actual dilution in Victoria’s Secret. 

The European Union

As discussed above, association between the marks plays as important a role in the EU as it does in the US. However, even though the prevailing standard as far as infringement is concerned appears to be actual dilution,
 evidence of an actual association between marks is unlikely to be particularly helpful. When examining relationships between marks, the tendency of the ECJ is to look at objective factual indicators that suggest that consumers will link the marks, rather than looking at evidence that, in the case before them, consumers actually have linked the marks. 

Thus in Fitnessworld, instead of telling us to look at evidence of an actual association between the marks, the ECJ tells us to look at the similarity between the marks that leads to association and the factors that will show that the marks are similar: their visual similarity, their phonetic similarity and their conceptual similarity.
 Although the ECJ does also tell us to look at all the factors which would be relevant to establishing a link between the marks,
 it does not specify whether evidence of actual consumers making an actual link between two marks will be helpful. It would be surprising though if clear evidence of actual association proved unhelpful to a claimant’s case and the low profile that this factor has had in the ECJ’s jurisprudence may be explained by the fact that the ECJ cannot find facts independently. Instead it must rely on the facts it is notified of in the Member States’ Art.234 references. As a result, the court may often not have notice of actual association between marks on the part of consumers. 

Actual association has been used as a factor that favours a finding of detriment to distinctive character in the UK.
 However, UK courts tend to take a broadly sceptical view of survey evidence and, since survey evidence would be needed to show that consumers had associated the two marks, the role of actual association may be relatively limited.
 

The strength of the earlier mark

A number of the Revision Act factors appear to be addressed at demonstrating the strength of the earlier mark. It is understandable that the owners of strong marks have more to lose, and therefore there may have been a feeling at the time of drafting that strong earlier marks are more worthy of protection. Also, in order for there to be an impairment of a mark’s distinctive character, it is necessary to show that the mark has a distinctive character in the first place. On the other hand, one might expect strong marks to be more resilient. Because they have such highly developed distinctive characters, it would take more to harm them to such an extent that their ability to function as a trade mark would be affected. 

Distinctiveness of the earlier mark

The United States

The degree of inherent or acquired distinctiveness of the earlier mark constitutes the second factor of the Revision Act test. This is significant because it expressly answers the question (discussed above) that arose under the FTDA of whether only inherently distinctive marks could benefit from blurring protection. Also, in as much as the FTDA description of the fame test in fact imported an entry-level requirement that the mark be distinctive, as well as famous,
 the Revision Act has altered the situation by making the distinctiveness of the earlier mark one factor amongst a number used for tested for dilution, rather than singling it out as a prerequisite for dilution protection. 

Providing blurring protection for marks which have acquired distinctiveness can lead to inequitable results though where the earlier mark has a descriptive or laudatory primary meaning across a range of goods. For example, the mark GREAT may have acquired a trade mark meaning through use for confectionary but retained its laudatory meaning for all other goods and services. Therefore, a later user in a completely different field, say clothing, could choose to use that mark in all innocence. In fact, there may be an argument for keeping such marks free for others to use on different goods.
 Such reasoning applies a fortiori where the mark in question is inherently distinctive for the earlier goods because it is fanciful but is descriptive for the later goods e.g. APPLE is fanciful for computers but descriptive for fruits. There it makes little sense if the inherent distinctiveness of the earlier mark is helpful to a dilution claim where the later use won’t be viewed by consumers as having any connection with the earlier use because it will be viewed as a mere description. 

As is discussed immediately above, although the owner of a particularly distinctive trade mark has more to loose, and therefore there is an intuitive appeal to granting him greater protection against blurring, a strong mark should be less susceptible to damage of a kind that will impair its ability to maintain the level of distinctiveness that is needed to it to function as a trade mark. 

The European Union

The ECJ
 has taken the same approach towards the distinctiveness of the earlier mark, finding that 

the stronger the earlier mark's distinctive character and reputation the easier it will be to accept that detriment has been caused to it.

Attributing this effect to both the distinctive character and the reputation of the earlier mark means that both acquired and inherent distinctiveness will be covered. This is treated as a self-evident proposition, with no attention being paid to the mechanism by which greater distinctiveness makes detriment more likely.

The OHIM Board of Appeal has applied the “flip side” of this reasoning and found that, in a case where the mark had an allusive meaning, it was not sufficiently distinctive for detriment to distinctive character to result.
 In other words, marks with weaker inherent distinctive character will be less likely to benefit from protection against blurring. 

The presence of strong inherent and acquired distinctive character has been used as a factor that favours a finding of detriment to distinctive character in the UK.
 Perhaps the most interesting example of this took place in LE XV DU PRESIDENT,
 where the Lord Chancellor’s Appointed Person
 found that, because PRESIDENT was not a particularly distinctive mark, it would not call to mind the mark-owner’s goods when consumers saw it used on other goods. In other words, consumers would not associate the mark with the mark-owner whenever it was seen and so the causal link between the later mark and any damage to the earlier mark would be missing. On the strength of this reasoning, it appears that the degree of inherent or acquired distinctiveness of the earlier mark may be relevant not only to the strength of the earlier mark, but also to whether consumers will associate the two marks. 

Recognition of the famous mark

The United States

The degree to which the famous mark is recognised forms the fourth blurring factor under the Revision Act. There is a significant overlap between such recognition of the mark by consumers and acquired distinctiveness, which is mentioned in the second factor. Anne Gundelfinger,
 in her testimony to the House of Representatives on the Revision Act explains the role of recognition as follows

Factor four, the degree of recognition, is another way of asking, “just how famous is the famous mark?” The more famous the mark, the more likely it will be memorable and the more likely that the association will impair the distinctiveness of the mark, i.e., its association with a single source and/or a single set of brand attributes.

This suggests that the distinction between acquired distinctiveness and recognition is a matter of degree. Acquired distinctiveness asks whether, because of the use made of the mark, it will be viewed as a trade mark that indicates the origin of goods. Recognition also looks at the way in which the mark is perceived as a result of the way in which the mark has been used but looks for something more significant than the ability to designate source. In theory, the concept of recognition could operate in the abstract with the issue being just whether consumers are familiar with the mark as a word or image.
 This seems unlikely though because trade mark law is traditionally concerned with marks as they relate to specific goods or services, for fear of granting trade mark rights “in gross”. Moreover, Ms Gundelfinger places recognition in the context of the way in which a mark is associated with a single source or set of brand values, rather than its meaning in the abstract. 

Assuming that the Revision Act is not concerned with recognition in the abstract, perhaps the difference between acquired distinctiveness and recognition is one of degree. Acquired distinctiveness can be measured by recognition of the mark as a trade mark by consumers while recognition can be measured by recognition of the mark as a trade mark that they are instantly familiar with by consumers. 

To the extent that recognition is a very strong form of knowledge of the mark by consumers, there is also a significant overlap with fame, which is needed as a prerequisite before dilution protection will be granted and, in fact, actual recognition is the third factor identified in the Revision Act as suitable for measuring fame.

The European Union

The closest analogy to the recognition of the earlier mark in EU law is the reputation of the mark. What is important here is not whether the earlier mark has a good or bad reputation. Instead, what matters is the degree to which the mark is known by the public.
 Like the concept of “recognition”, “reputation”, according to the ECJ’s reading of it is a neutral term. 

Sharp-eyed readers will have spotted that, like the US treatment of recognition, there is a degree of “double accounting” going on here. A mark must be shown to have a reputation before it qualifies for EU dilution protection.  However, the reputation of a mark has a second role. According to the ECJ, 

[I]t should be observed that the stronger the earlier mark's distinctive character and reputation the easier it will be to accept that detriment has been caused to it.

As is the case with distinctive character, no explanation is given as to why marks which are stronger in terms of reputation should be more susceptible to harm. One explanation is suggested though in an OHIM Opposition Division case, where the Division notes that the well-known nature of the OLYMPIC mark would make it stand out more to consumers in the later mark, increasing the chance that consumers would associate the later mark and the earlier mark. This would make reputation an association factor rather than a strength of mark factor, although it is equally possible that the ECJ in General Motors was adopting a policy that strong marks are more worth of protection.

The reputation of the earlier mark has also been used to show a greater likelihood of blurring in the UK, either as a factor in a multifactor test for detriment to distinctive character,
 or in applying the ECJ’s statement in General Motors.
 For the most part though, no satisfactory explanation is given as to why a greater reputation should make blurring more likely. One notable exception is Loaded Trade Mark, where the LCAP stated that 

Where a mark has become a household word, there will plainly be a greater propensity for the public to associate a similar mark used on dissimilar goods with the mark enjoying the reputation than in cases where the reputation is of a less extensive.
 

Once again, this would mean that the reputation of the mark would be a factor that is relevant to whether the marks are associated. 

Exclusivity of use of the earlier mark

The United States

“The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark” is the third factor in the Revision Act test for blurring. This factor is relevant to blurring in at least two ways. First, if a mark is exclusive on the market, its distinctive character is likely to be stronger (unless perhaps it is a highly descriptive mark that, for some reason, no one else has chosen to use) which means that there will be more for the earlier mark-holder to lose. Once again though, it should be noted that the fact that the earlier mark-holder has more to lose means that there is less chance of his mark being damaged to an extent where the mark’s ability to function as a trade mark will be put in jeopardy. The second issue is one of causation - if there are a lot of marks on the market which are similar to the earlier mark then it will be difficult to show that it is the later user’s mark, rather than any of the other marks on the market, that has damaged the distinctiveness of the earlier mark. The converse should be true if there are very few  marks which are similar to the earlier mark on the market.

This factor brings with it a number of definitional issues, the most important of which being (i) what counts as the market – are we concerned merely with the good and services that one or both of the parties have been trading in or are we looking across the board at all goods and service? and (ii) what counts as “use” on the market? Both of these issues have been considered in the EU

The European Union

OHIM has relied on the exclusivity on the market factor in TIC TAC TOE,
 drawing attention to the fact that there were a number of marks on the market as well as the later mark in question that contained the term TIC TAC and so the mark was not as exclusive as the earlier user made out. It is notable that the Board of Appeal in that case did not limit its attention to the goods and services for which the parties used their marks. 

The uniqueness of the mark on the market has been used as a factor which favours detriment to distinctive character in the UK.
 However, a strict approach to the types of use are relevant to exclusivity has been taken, For example, the loss of exclusivity on the Trade Marks Register was said in Audi-Med to only have a de minimis effect on detriment to distinctive character and registration on the company names register was not thought to have any effect on exclusivity on the market in Premier Brands since there was no guarantee that a registered company name had been used. Use on the internet could be relevant though, according to the latter case, as long as the term in question was used on a site that offered goods for sale in the UK. Thus, the general rule appears to be that only use that comes to the attention of consumers will be relevant to the mark’s exclusivity. 

There have been differing approaches in the UK to how widely one should draw the market when examining the exclusivity of the mark on the market
 but, since dilution-type harm focuses on use on dissimilar goods, it makes sense to take a wide view of which lines of goods are relevant.

Bad faith

Intention to create an association

The United States

Whether the later use of the famous mark or trade name was intended to create an association with the famous mark forms the fifth factor of the Revision Act test for blurring. The focus here must be on the bonos mores of the later user, rather than whether the association is likely to come to pass since the impact of an association is covered both by the actual association factor and the other factors, such as similarity of marks, that point towards association. 

It is unlikely that the later user’s subjective intention in selecting his mark will, of itself, have any impact on whether consumers make an association between the two marks, let alone on whether the distinctiveness of the earlier mark will be impaired. When looking for the effect that the later user’s intention has on the distinctiveness of the earlier mark, at most one might adopt the English law principle that a trader is presumed to know his trade and so, if he selects a mark expected to derive a benefit from it, it should be presumed that, unless he produces benefit to the contrary, his plan worked and he did actually derived that benefit from it. 

It is understandably why the US would want to include the subjective intention of the later user in its dilution test. It is unappealing to stand by and watch while a trader sets out to deliberately “free ride” on another’s trade mark. There is no bespoke US trade mark provision that deals with such attempts at misappropriation.
 Caution is needed though. There is a fine line between an unfair attempt to associate oneself with another’s trade mark for the later user’s own benefit and being inspired by another’s ideas in a way that allows the earlier user to develop a new and subtly different product that may be an improvement on the earlier product and thus serves the interests of consumers through competition. Although lending a good deal of weight to the prevention of the use of marks that are meant to be associated with the earlier mark may not lead to serious competitive consequences
 when it results in a limitation on the use of similar word or figurative marks, where the marks in questions are the shape of goods or their packaging (i.e. their get-up) this could suppress the development of new types of goods. 

In predicting how the later user’s intention to create an association with the earlier mark will be used under the Revision Act, it may be helpful to consider the way in which a similar situation has been treated in OHIM and the UK. OHIM and UK judges and officials tend to take a restrictive approach to when consumers will associate signs which are used on different goods. There are two reasons for this: (i) the European dilution provisions are not meant to grant in gross rights in trade marks across the whole spectrum of goods. Instead, later use should only be prohibited where the earlier mark is harmed or the later user actually will or is likely to receive a benefit from the association with the earlier mark
 and (ii) consumers are unlikely to associate two marks if they are used on goods which are completely unconnected with each other.
 

Since both consumer perception and the desire to not grant trade mark rights in gross are not particularly different in the US from in the EU, one might expect similar considerations to enter into the use of the intended association factor under the Revision Act. 

The European Union 

In as much as there is a desire to outlaw the behaviour of later users who engage in misappropriation, there is not the same need to use the blurring legislation to catch such behaviour in the UK. This is because the EU legislation has separate provisions to cover later use that takes unfair advantage of the distinctive character or repute of the earlier mark. The advantage element presupposes that the marks will be associated for such an advantage to be taken by the later user and the unfairness element potentially introduces a subjective element, just as the US intention to create an association does. 

Despite the presence of the unfair advantage clauses though, bad faith has been used to some extent in testing for detriment to distinctive character in the UK. Sometimes it has been used as an evidential principle – as described above, where a later user chooses a mark that corresponds to an earlier mark, it is presumed that he will reap the benefit from making that choice of mark since the trader [in this case the later user] is presumed to best know the secrets of his trade.
 

In one case,
 the fact that there was no evidence that the applicant had selected his mark with any past or prospective use of the opponent’s use in mind weighed against there being detriment to distinctive character. This suggests that, had the opponent’s use of his mark been a factor in the applicant’s choice of his mark, this would have favoured a finding of detriment to distinctive character. This converse situation is close to the Revision Act factor in that both involve an intention for a link to be made between the earlier and later mark.  Likewise, in Intel v Sihra,
 the judge noted that the applicant stated that he had no intention to copy the INTEL mark. Presumably, if he had had an intention to copy, this would have worked to his disadvantage under the detriment to distinctive character provision of the UK Act.

Despite its use in the UK, it appears that the later user’s bad faith has a far more limited role where the later mark is a Community trade mark. This is because, under Regulation 40/94, bad faith is not a ground under which the registration of a mark can be opposed. Instead, bad faith only becomes relevant after the mark has been registered, as a ground for invalidating the mark. The correctness of this approach with regard to dilution proceedings has been confirmed by the OHIM Board of Appeal.

SUITABILITY OF THE REVISION ACT TEST

As has been demonstrated, the factors used to test for blurring under the Revision Act can be divided into three categories: (i) those which indicate an association between the earlier and later marks; (ii) those which indicate the strength of the earlier mark and (iii) factors which pertain to the later user’s bad faith. The discussion above has shown that, where an earlier mark is strong, it is at less of a risk of suffering from blurring than a weaker mark. Likewise, while it may be morally attractive to punish later users who act in bad faith, the intention of the later user should have precious little effect on the distinctiveness of the earlier mark. 

Only the first category of factors, those which demonstrate that the two parties’ marks are associated is truly relevant to blurring because the later mark must be associated in the minds of consumers with the earlier mark in order for the later mark to have an effect on the earlier mark. Mere association though does not amount to blurring. Association means that the marks are linked together. It does not mean that the later mark has had any detrimental effect on the earlier mark. As much is acknowledged in the Revision Act definition of blurring, which is divided into two parts: (i) association between the marks and (ii) and impairment of the distinctiveness of the earlier mark. The Revision Act factors are only relevant to the first part of the Revision Act definition of blurring. The second part remains untested. 

LESSONS FROM THE EU?

The discussion above has demonstrated that the each of the Revision Act factors has been used to a greater or lesser extent in the EU. However, the Revision Act factors are insufficient. The test though is not exhaustive, which leaves room for us to look further afield in our search for a test for blurring. One option would be to look at the tests for dilution that grew up around the FTDA. However, since the US legislator has easy access those tests, but chose to create a new test, rather than codifying all or part of one or more of the tests that grew up under the FTDA, it may be against the legislative intent to revert to any of the old tests. 

One thing though which is clearly missing from the Revision Act test is any consideration of the nature of the later use.  In particular, later use which has a descriptive or suggestive element to it has been held in the EU
 to lessen the possibility of detriment to distinctive character. This is because the descriptive or suggestive meaning will be the primary meaning attached by consumers to the later mark and this primary meaning will “step in” to stop consumers from associating the later mark with the earlier mark. Similar reasoning was used under the FTDA in the Second Circuit’s Nabisco decision. However, since it concentrates on consumer perception, it would be wrong to discount it as a factor. 

Likewise, the EU has tended to find a connection between the parties goods as a helpful (though not necessary) factor for showing blurring.
 Again this comes down to consumer perception, the argument being that where there is some sort of link between the two parties’ goods, they are more likely to share a group of consumers, increasing the possibility that consumers will have come into contact with the two marks. This would make it more likely that consumers would associate the two marks. Such a connection though does not always need to amount to strict similarity of goods. It should be sufficient if the goods are sold through the same channels or are targeted at the same group of consumers (for example whisky and cigars). 

AN UNSOLVABLE PROBLEM?

The suggested addition of descriptive use to the test for blurring provides yet another example of when blurring will not take place. However, it does not bring us much closer to understanding under what circumstances blurring will take place. As a logical proposition, it sounds reasonable that a mark’s ability to function as a trade mark will be weakened by later use that harms the earlier mark’s distinctiveness. However, no test to date, including those developed under the FTDA, those used in Europe and even that proposed under the Revision Act has successfully showed the circumstances in which a later use will weaken the distinctiveness of an earlier mark. This poses a fundamental question – do we want to outlaw an activity that we are relatively sure occurs, but that we have no idea how to test for? Even if we do, do we have the linguistic capacity to phrase a test that will be precise enough to test for such harm without chilling legitimate trade? 

DO THE JURISDICTIONS LIVE UP TO THEIR INTERNATIONAL OBLIGATIONS?

Although the focus of this paper has been on the US Revision Act, the factors involved also form the backbone of the EU test for dilution. As has been argued, the position in both jurisdictions is both relatively similar and unsatisfactory. 

Does this insufficiency mean that the two jurisdictions are not living up to their international obligations to protect well-known marks? The answer to this is almost certainly negative, because international obligations in this area are not particularly exacting. 

As discussed above, Art.6bis of the Paris Convention merely imposes the obligation to offer tradition confusion-based protection to well-known marks that have not been registered and/or used in the jurisdiction in question. This has little to do with dilution protection. 

Art.16(3) of TRIPs appears to require confusion, in so far as it refers back to Art.6bis of TRIPs. Such protection for well-known marks would be available in the US through the ordinary scope of protection under §43(c) since that section has no limitation as to the type of goods that the later user has been made on. EU compliance with this article may not be so clear though, since confusion-based protection is only offered where the goods are identical or similar, whereas Art.16(3) calls for it to be offered where the goods are dissimilar as well. However, some EU Member States have offered such protection under their national trade mark laws and in some cases, EU dilution protection has been interpreted in such a way that, where the use of a later mark on goods which are dissimilar those on which the earlier mark is used leads to confusion, this is considered to be an example of detriment to distinctive character.

There is also a parallel between the way that Art.16(3) calls for a connection between the marks and injury and the two elements of the Revision Act, which also amount to an association or connection between the marks and a specific type of injury, but one cannot forget that the reference to Art.6bis means that confusion is never far away. 

The nearest that international law comes to a dilution provision is in the “soft law” of the Joint Recommendation. All that this suggests though is that countries should grant protection against dilution. It provides no guidance as to how countries should test for this. Both the US and the EU have at least attempted to provide dilution protection and this should definitely meet the Recommendation. Even though neither jurisdiction’s test is perfect, the Recommendation provides no standard against which such legislation could be tested. One disparity exists between the Recommendation and US dilution protection. The Recommendation calls for protection against later uses which take unfair advantage of the earlier mark. The EU has express provisions to this effect but the US does not. It may be possible to read the Revision Act factor that focuses on the later user’s intent as going part of the way to meeting this recommendation, but it could not be considered to completely meet it because impairment to the distinctiveness of the earlier mark would be needed as well in the US. However, the Joint Recommendation is merely guidance and therefore the US could not be considered to be in breach of any international obligation in failing to meet the standards laid down therein. 

� There is little consensus on the precise meaning of “dilution”. It is widely acknowledged though that there are at least two types of dilution – dilution by blurring, which involves harm to the distinctiveness of the earlier mark, possibly to the extent that its ability to act a trade mark for its owner’s goods is impaired and dilution by tarnishment, which involves damage to the image of the mark by associating it with unsavoury or low quality goods. See further McCarthy, McCarthy on Trademarks and Unfair Competition (West, St Paul, MINN, 1996 and updates) §§24.67-24.70. 


� See further Bodenhausen, Guide to the Application of the Paris Convention for the Protection of Industrial Property (BIRPI, 1969, reprinted WIPO, Geneva, 1991) pp 90-91. 


� Daniel Gervais in The TRIPs Agreement: Drafting History and Analysis (Sweet & Maxwell, London, 2003), p.174 argues that Art.16(3) actually does protect against the dilution of a trade mark. He argues that the reference to Art.6bis is an alternative to the connection plus injury use identified in the article, but a close reading of the article shows that connection plus injury qualifies the reference to Art.6bis, so that, on a literal interpretation, both the confusion identified in Art.6bis and the connection plus injury elements are required. He adds that the intention was to replace the requirements of Art.6bis with a “double test of connection and likely damage”. However, the reference to Art.6bis remains and thus imports the notion of confusion into TRIPs well-known mark protection. Moreover, as is argued in the text above, the connection identified in Art.16(3) is not of the sort that would amount to dilution. 


� This has always been the conventional reading of Frank Schechter’s seminal article on dilution, ‘The Rational Basis of Trademark Protection’ 40 Harv L Rev 813 (1926-1927).


� Art.16(2) expands Art.6bis Paris to encompass service marks, as well as trade marks, and provides guidance as to the relevant public when assessing whether a mark is well-known. 


� TRIPs Art.1(1). 


� Available from � HYPERLINK "http://www.wipo.int/about-ip/en/development_iplaw/pub833-toc.htm#TopOfPage" ��http://www.wipo.int/about-ip/en/development_iplaw/pub833-toc.htm#TopOfPage�. 


� Third and fourth recital of the Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks.


� Art.4(1)(a). 


� Art.5(1)(a). 


� Art.6(1), which recommends that a later domain name should be recognised as a conflicting domain name where the later domain name constitutes a reproduction, imitation, translation or transliteration of the well-known mark and it has been registered or used in bad faith. 


� Anti-dilution law remains on the statute book of a number of states. In fact, there was some talk of it regaining its usefulness in the wake of the Victoria’s Secret litigation since state anti-dilution laws tend not to require actual dilution. However, this role may have been overtaken by the introduction of likely dilution into the Trademark Dilution Revision Act 2005 (discussed further below). 


� See for example Nabisco Inc v PF Brands Inc51 USPQ 1882, 191 F 3d 208 (2d Cir, 1999)


� See for example IP Lund Trading ApS and Kronin Inc v Kohler Co & Robern Inc 163 F 3d 27 (1st Cir 1998). 


� See for example Autozone v Tandy Corp (6th Cir 2004).


� Victor Moseley and Cathy Moseley dba Victor’s Little Secret v V Secret Catalogue Inc 123 Sup Ct 1115 (Sup Ct 2003).


� This was also mentioned by the Supreme Court in the Victoria’s Secret case. 


� H.R. 683. 


� §2 of the Revision Act. 


� §3 of the Revision Act. 


� Ibid 


� Amended §43(c)(1) of the Lanham Act. 


� Amended §43(c)(2)(A). 


� Amended §43(c)(2)(B). 


� Amended §43(c)(2)(C). 


� Amdended §43(c)(3). 


� Amended §43(c)(4). 


� Amended §43(c)(5). 


� First Council Directive 89/104/EEC to approximate the laws of the Member States relating to trade marks. 


� Lower courts are also able to, but are not obliged to, make Art.234 references. 


� Art.234, EC Treaty. 


� Council Regulation 40/94/EEC on the Community trade mark. 


� Directive 89/104, Art.5(2); Regulation 40/94, Art.9(1)(c). 


� Directive 89/104, Art.4(4)(a); Regulation 40/94, Art.8(5). 


� Directive 89/104, Art.4(4)(a); Regulation 40/94, Art.52(1)(a).  


� The full text (§43(c)(2)(B) as amended) reads





[D]ilution by blurring' is association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark.





� The necessity of a “link” between the two marks has been confirmed by the CFI in Spa Monopole, compagnie fermière de Spa SA/NV v OHIM Case T-67/04, 25 May 2005 (unreported) para.41. 


� Adidas-Salomon AG and Adidas Benelux BV  v Fitnessworld Case C-408/01, [2003] ETMR 91 (ECJ), see also CHEVY 


� Para.29.


� For a good overview see Welkowitz, Trademark Dilution: Federal, State and International Law (BNA Books, Washington DC, 2002) pp 246-257. 


� In Victor Moseley and Cathy Moseley dba Victor’s Little Secret v V Secret Catalogue Inc 123 Sup Ct 1115 (Sup Ct 2003). It has however been suggested that multifactor tests are not incompatible with an actual dilution standard in AutoZone Inc and Speedbar Inc v Tandy Corp373 F 3d 786 (6th Cir 2004).


� But not with regard to tarnishment. 


� Amended §43(c)(2)(B).


� Inlima’s Application [2000] R.P.C. 661


� Audio-Medical Devices Ltd’s Application [1999] ETMR 1010.


�See for example Mastercard International Inc. v Hitachi Credit (UK) plc [2005] ETMR 10. 


� para.28.


� para.30. 


� Premier Brands UK Ltd v Typhoon Europe Ltd & Another [2000] ETMR 1071


� Such a sceptical view is present in Premier Brands, where a survey showing actual association was said to be helpful but flawed on the ground that the survey public were shown the parties signs independently of the goods on which they were used. 


� By describing the list of factors used to test for fame as determining whether the earlier mark is “distinctive and famous”.  


� The need to keep certain marks free for others to use is recognised in European trade mark law – see Phillips, “Trade Mark Law and the Need to Keep Free” 36 IIC 389 (2005). However, this need is counterbalanced with the need to prevent consumer confusion where the mark has acquired secondary meaning. When looking at marks from a dilution point of view, this interest in preventing confusion which overrides the need to keep free will often be absent, particularly where the marks are used on unconnected goods or services. 


� In General Motors Corp v Yplon SA Case C-375/97 [1999] ETMR 122 (AG); [1999] ETMR 950 (ECJ) [1999] ETMR 950, para.30. 


� Ferrero oHG mbH v Duplo Corporation (DUPLO/DUPLO) (First Board of Appeal, 5 June 2000, unreported). The mark was DUPLO and it was said to allude to the concept of “two in one”. 


� It was used as a factor in the multifactor detriment to distinctive character tests set out in Oasis Stores Ltd’s Application; Opposition of Ever Ready plc [1999] ETMR 531 and Audi-med and was mentioned in Premier Brands. 


� Direct Wines Limited’s Application to Register LE XV DU PRÉSIDENT (13 October 2003, unreported).


� The individual who hears internal appeals from the decisions of the UK Trade Marks Registry. 


� Testimony of Anne Gundelfinger, President, International Trademark Association


H.R. 683, Trademark Dilution Revision Act of 2005, Before the Subcommittee on Courts, the Internet and Intellectual Property Committee on the Judiciary United States House of Representatives, February 17, 2005, p.12. 





� See for example the article in the Scotsman (Fiona MacGregor, “Sign of times as children aged two recognise brand logos”, 20 July 2005), reporting on a Dutch study showing that children are familiar with the logos of two-thirds of popular brands, even though, in many instances they do not know what goods or services are sold under those logos.  Article available from � HYPERLINK "http://news.scotsman.com/uk.cfm?id=1653742005" ��http://news.scotsman.com/uk.cfm?id=1653742005�. 


� General Motors, paras 20-22. 


� General Motors, para.30.


� See for example Oasis Stores and Audi-Med. 


�  See for example Premier Brands and  Pebble Beach Co v Lombard Brands Ltd [2003] ETMR 21. 


� Loaded Trade Mark 2000 WL 33116440


� Ferrero oHG mbH v Tiger Electronics Limited (TIC TAC TOTAL/Tic Tac) Case R 193/2003-1, (First Board of Appeal, 3 November 2003, unreported)


� See  for example Audi-Med and Oasis Stores. 


� In Premier Brands, the court focused on uses that were close to the field on goods in which the earlier use had been made, while in Pebble Beach, the court was prepared to look at the wider market.


� Unless perhaps a third party use is on a line of goods that would never come to the attention of either the earlier or later user’s customers. For example, if the third party use was on industrial hydraulics equipment and the earlier and later users’ uses were on consumer goods. 


� Although it has been suggested that there may be a residual form of protection against free riding under a head of dilution by Judge Posner – see further McCarty §24.27. 


� Competitive consequences would result though where the mark is either descriptive and has acquired distinctiveness or is suggestive, particularly considering that dilution applies to use on dissimilar goods, as well as similar goods. 


� See for example DaimlerChrysler AG v Javid Alavi t/a MERC [2001] ETMR 98. 


� See for example LE XV DU PRESIDENT, where wine and cheese were not thought to be closely connected enough for the use on one to have an effect on the use on the other.  The same reasoning on opposite facts can be seen in Premier Brands, where tea and kitchenware were closely connected enough for the later use of a similar mark on kitchenware to be connected with the earlier use on tea.  The OHIM Opposition Guidelines state at §3.3.1 





[I]t will be difficult to accept that the attractiveness of the earlier mark risks being diluted if its inherent distinctiveness is not very strong…This will be particularly true where the respective goods are so far removed from each other that a possibility of association between them is even less probable.





� CA Sheimer (m) Sdn Bhd’s Trade Mark Application [2000] RPC 484.


� Direct Wines Limited’s Application to Register LE XV DU PRÉSIDENT (13 October 2003, unreported)


� [2004] ETMR 44. 


� In Advance Magazine Publishers Inc v Neuer Geselleschaft mbH THE NEW YORKER (FIG MARK) /THE NEW YORKER (FIG MARK) Case R 958/2000-3 (Third Board of Appeal, 30 October 2002), para.28. 





� See for example the CFI’s Spa Finders case.


� See for example Intel Corporation v Intel-Internazionale Elettrotecnica Associazione R 769/2002-1, 22 October 2004, First Board of Appeal (unreported), where the Board found that even though the goods in question were dissimilar, there was a “nexus between the goods and the market” because the earlier mark-holder’s computer chips could be used in various household and general electrical products, such as those for which the trade mark owner was seeking registration. As a result, the two parties’ goods could be exhibited in the same trade fairs where the same market-players interacted. Thus, the image of a brand in the computer field could extend into the electrical and technolighting fields, presumably caused consumers to associate the two marks.


� This approach has been particularly popular in the UK but has been roundly condemned by OHIM – see for example Ferrero SpA v KinderCare Learning Centers Inc [2005] ETMR 37. 





