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The Linguistic Turn in Patent Law(
Introduction

This project involves juxtaposing basic patent issues with basic issues in the philosophy of language.  In this initial stage of the project I am not going to do much more than lay out some of the patent issues and suggest why I think it will be illuminating to correlate them with philosophical issues.

 Items that are patented belong to the world of material objects (or tend to be thought of that way).
  But the property rights granted by a patent are formulated in words; they belong to the world of discourse.  Every patent ends with one or more (usually a lot more) claims; and the claims are supposed to delineate the property right; not the description of the invention that is written in the body of the document, and not the physical embodiment that the inventor possesses, or the drawing of it.
  The patentee’s property right is delineated by the claim(s) of the patent, by words, not by a material object.  

In order for a patent owner to prevail against an alleged infringer, the patent owner must show that at least one of its patent claim (a set of words) “reads on” defendant’s device (an object in the world).
 Therefore, the central issue for a patent infringement case is whether the words that constitute the claim appropriately apply to the object that is defendant’s device.
  Lots of money hinges on doing this. It is an urgent practical problem, by no means merely theoretical.

The problem of figuring out how a set of words "reads on" something in the world is the same one that language philosophers have thought of as the problem of reference.  They might phrase the question,  Whether a word or set of words (an expression) refers to an object (has the object as its reference)? Or, Whether the object is within the extension of the word or set of words? Traditionally,  it has been thought that what mediates between the expression and the reference is  something called “sense” or “meaning”. 
 Thus, in the traditional view, “sense” or “meaning” is correlated with individual language units.  Because of the correlation with individual language units (words, phrases, sentences), the traditional view has been called atomistic.

The issue of reference has caused a lot of debate in philosophy in the last 100 years.  The meaning of meaning remains a live issue, at least for some.  Various thinkers of the twentieth century developed views that undermined the traditionalist idea that meaning is atomistic, to be understood in terms of individual language units.
  To oversimplify, one could say that language philosophers seem to divide along two different axes.  One axis focuses on affirming versus opposing atomism, dividing philosophers into those who think that meaning is attached to linguistic units individually, word by word or clause by clause or sentence by sentence versus those who think that meaning is holistic, only to be understood in the context of an entire language or indeed in the context of the form of life in which the language is embedded.  Another axis focuses on the ontological status of meaning, dividing philosophers into those who think that meaning is objective and “real” versus those who think that meaning is socially constructed or depends upon agreement in forms of life. Many traditionalists are also realists, as was Frege himself, and many holists are also social constructivists, as was Wittgenstein.  Yet it seems important not to conflate these axes (more than I have done already).  One can be a holist, looking to find meanings in the context of language as a whole or the totality of practices including language, and yet think that meanings are ultimately real, even if it is a reality that we cannot ever completely delineate.
  One can be a traditionalist, believing that meaning is a phenomenon attaching to individual linguistic units, and yet be a social constructivist about what gives rise to those meanings.

The “linguistic turn” in philosophy refers to the 20th century propensity to analyze in terms of language many fields—such as science-- that had not been thought of linguistically before.
  The specific linguistic turn in patent law that motivates my title happened in a recent Supreme Court case, Festo,
 that has achieved a good deal of notoriety, but not for its linguistic turn.  The case involved the intersection of the doctrine of equivalents and prosecution history estoppel (as I will explain).  But I don’t think it has yet been noticed that insofar as it is based on an implicit theory of language it is not limited to these doctrines.  Nor has anyone yet made much of the fact that this is the first time language has explicitly been part of the basis of a Supreme Court patent opinion.  

Before reviewing the Court’s linguistic turn in Festo, I will review the general approach to claim interpretation that is espoused by the Court of Appeals for the Federal Circuit (CAFC), the specialized US court that is the court of last resort for most patent cases.
  The CAFC has had considerable difficulty arriving at a unified approach, and I hypothesize that its doctrinal strife over the guidelines for interpreting patent claims will be found to relate at least in part to judges' unexamined commitments to different theories of reference.  In broader outline the project is to map some of the knotty issues in the philosophical problems of language to the real world controversies and fractures we see in patent law.  The thesis of the project, in other words, or at least the thread running through it, is that closet commitments to theories of language underlie various doctrinal puzzles or difficulties at the CAFC and in patent law generally.  

I must say at the outset, though, that discordant closeted language commitments is only one of three possible explanations for the kinds of doctrinal puzzles I will investigate.  Another explanation, more of a political economy approach, endorsed by many practitioners and some scholars, is that the CAFC just wants to arrogate to itself as much power as possible.  A third explanation, more popular among scholars, is that the central policies of patent law--fostering disclosure and notice to the public, on the one hand, and increasing rewards to the patentee who creates innovation, on the other--engender a dialectic, and judges’ stronger inclination to one aspect or the other of this dialectic pull their commitments to one or the other side of a doctrinal dispute.  I am not opposed to the political economy approach, but even if arrogation of power is the best explanation for the CAFC’s behavior, its output would still imply a view of language.  The dialectic between notice/disclosure versus rewards to inventors is central and always in need of more exploration, but I think it does not account for all the puzzles we observe in patent jurisprudence, and my intuition is that the questions it raises will not in the end be entirely separable from questions of language commitments.

One more prefatory remark.  In statutory interpretation and application, it is of course true that words must “read on” objects (or events or actions), and the same problem occurs in contracts too.  (Witness the famous case that begins, “The issue is, What is chicken?”
)  Doctrinal troubles can be correlated with language philosophy across the board, whenever words have to be interpreted as applying to things in the world.  The problem of the relationship of patent claims to the objects they cover is therefore not unique.  Yet patent deals with invention, so words must continually be used to describe and delineate emergent evolving objects; objects that count as innovative.  It seems that this aspect of the problem might well set patent apart from other circumstances where words must be applied to things in the world--trying to make “old” words describe “new” things may turn out to pose special problems.  Also, if we assume that meaning tends to evolve with innovation (an assumption that a thoroughgoing language atomist and realist might not grant), this aspect of patent makes it important to consider at what point in the history of an invention and its patent the meaning of the words associated with it is to be fixed. While there are similar threads of inquiry running throughout legal interpretation—because law is formulated in words and must somehow apply to things and actions in the world—there are therefore two reasons for focusing on patent in particular.  One is that the issue of reference is always front and center in the field of patent law.  The other is that patent law may profitably be a separable category for analysis because of particular issues that surface when language is being used to describe innovation.

I. Claim Construction: the Battle over How to Apply Words to Things  


 Given that the issue of whether or not a claim reads on an object in the world is likely to be dispositive on the issue of patent infringement, claim construction is a central jurisprudential issue in patent law.  The  CAFC has arrogated to itself much of the power to decide the issue (as opposed to leaving it to the trial courts).
   The CAFC finds itself in disarray about how to formulate doctrines and criteria and guidelines for claim interpretation.  I suggest that by taking power to itself to decide, the CAFC at least iimplicitly rejects the idea that meaning is local and dependent on contextual thick description of practices, which would require explicit and perhaps broad-ranging fact-based inquiries at the trial court level.  The disarray in doctrine at the CAFC level has to do instead with whether interpretation should proceed by giving primacy to dictionaries and other repositories of “plain meaning” or by giving primacy to the particulars of the patent document and its immediate textual context.   The debate over whether meaning is local and practice-dependent has been almost (but not entirely) submerged. 


In the central case of Markman v. Wesview Instruments
, the CAFC pronounced that the process of determining literal infringement is a completely separable two-step process: first, determine what the claim means; second, compare this meaning with the object and see whether the objection is within the meaning of the claim.  Step 1, determination of meaning, aka claim construction, was held—and continues steadfastly to be held—to be a matter of law for the court, reviewable de novo by the CAFC.
  Step 2, application of the meaning to the object in question (the alleged infringing device) was held—and continues to be held—to be a matter of fact for the trier of fact, reviewable only for clear error.   


In the time since Markman was decided there has been a great deal of argument about exactly how the judge should proceed in interpreting a claim, but the continued adherence to the notion of a neatly divisible two-step process seems in itself to imply a certain view of language, closer to traditionalist and atomistic (and further from pragmatist and holistic).  Very few pragmatists would feel comfortable about saying that “first” one determines what an expression means, then, “later,” one “applies” it to an object or action in the world.  For the pragmatist or holist, application (use) of an expression is inseparable from meaning (interpretation).

Probably the most important earmark of the traditionalist about meaning is atomism, the idea that individual language units—words, or more likely, phrases or sentences --correspond with objective individual meanings.   Many who are traditionalists in this sense are more likely to find that a plain meaning exists in a text alone.  For those who are holistic, on the other hand, meaning exists in the context of an entire practice, and individual linguistic units simply do not correspond with objective meaning in the way the traditionalist supposed.  Holists can, of course, often experience a text as possessing plain meaning, but that is because a standard context is tacitly presupposed.

Try a thought experiment that I hope will help illuminate what is happening in patent claim construction. How would someone who holds the traditionalist view that individual language units have objective meanings go about the process of claim interpretation? On the other hand, how would someone who holds the holistic view that language units only have meaning in the context of an entire practice or form of life go about the process of claim interpretation?  Would the process differ for either of these people depending upon their further commitments to realism or social constructivism?

For the traditionalist, surely the first approach would be to focus on the text itself, that is, the specific language unit(s) of the claim whose meaning must (“first”) be found and (“later”) applied to the accused device.  If the meaning is not clear on the face of the language unit in question, where do I go next if I am a language traditionalist?  Perhaps to the textual context of the unit I am interpreting, which in this case is the patent specification (the entire narrative and drawings that describe the invention the claim is based on), or perhaps to a regular dictionary of ordinary language.  Of course, the specification may give a stipulative definition of some word or phrase (e.g., “as used in this patent application, ‘doohickey’ shall mean a 6 m. length of 2 cm. pipe”), in which case I can plug that meaning into the claim. (In “patent-ese” this is called having the patentee act as his own lexicographer.)  If the meaning is still not clear after this textual exercise, the main avenue remaining to me as a language traditionalist seems to be to look at the record of writings that constitute the specific textual context in which the text of the claim was produced, that is, the prosecution history. 

 Perhaps instead of approaching these sources in this hierarchical order, though, as an interpreter, even a traditionalist  one, I should look to all of them at once.  That would assume that I am least willing to admit, however, that language that appears completely unambiguous on its face can turn out not to be so when context is taken into account.
  Perhaps if the traditionalist is also a realist, she would not admit as much.  If I am a social constructivist, however, even though I think that meanings individually correspond with language units, I might be more amenable to looking at the textual picture as a whole.  I suspect I would still be fixated on aspects of the situation that are textual, though, and not branch out to looking at nontextual contexts.  Let me, tentatively, call this position constructivist traditionalist, and the hierarchical one I previously mentioned, realist traditionalist.

The hierarchical approach, which I am tentatively calling realist traditionalist, is  one that a number of CAFC judges have adhered to recently.
 I am proposing that those judges who adhere to it can be thought to be at least closet traditionalists, and probably also realists, about meaning.  At the same time, this result may not be attributable entirely to language traditionalism, because it also marks a spot on the policy dialectic between notice to the public and rewards to patentees, one that favors notice to the public.  Judges who follow this approach may be moved to some extent or even to a large extent by a commitment to notice as the overarching value.
  It is, however,  commonplace to say that both values in the dialectic are important, and the same judges are quite willing to uphold the rewards policy in other contexts, so that it seems closet language traditionalism might play some role in adopting this approach.  Moreover, as I mentioned earlier, the idea of notice is not separate from a conception of language.  Often notice is equated with a commitment to there being such a “thing” as plain meaning.  The judge who leans toward notice as the dominant value simply assumes, that is, that the text on its face (often) speaks unequivocally to the reader.

 For a holistic interpreter, to focus on the patent document and its record (known in the caselaw as the “intrinsic evidence” of meaning), or on ordinary language dictionaries for plain meaning, is maddeningly wrongheaded. Instead the meaning of whatever language units appear in the patent claim must depend upon the entire social practice within which they are embedded.  If I am a holist, then, how do I look for the meaning?  I will seek to know the practice, and for that I will have to consult practitioners themselves, those that I believe to be at the core or most in the know.  Perhaps I will also consult technical treatises or technical dictionaries produced by those practitioners.  Will the  dictionary of ordinary language also be useful? Not in the traditionalist sense of establishing plain meaning. From my point of view as a holist the dictionary is the cultural record of the practice of speakers; it will be more significant if I can ascertain that the scientific or technological practice in question relies on it.  I will certainly not believe that the language units in the claim have a plain meaning on their own, or are unambiguous on their face, or preclude a practice-based understanding of their meaning.  In the caselaw, these sources for meaning are known as “extrinsic evidence” because the evidence of what something means in the context of a particular scientific or technological practice may depend more on what the leading practitioners have to say about it than what is written in the patent documents.  

A number of panel decisions of the Federal Circuit, true to traditionalist commitments, have discredited the use of extrinsic evidence in very strong terms. 
 Trial judges, much to their dismay, are forbidden to take expert testimony on what the claims mean, for example.  Nevertheless, some of the Federal Circuit judges are sometimes to some extent closet holists.
 so there is a suppressed undercurrent of holism.  Meanwhile, the court’s decisions on the surface display varying attitudes about textual sources depending upon which panel hears the case.
 The result of the split is that claim construction jurisprudence is fractured.  Since litigants do not know in advance which 3-judge panel they will draw, they do not know whether to argue as hierarchical (realist?) traditionalists or contextual (constructivist?) traditionalists, although, because of Markman, they realize they should not argue as philosophical holists.
  

Nothing is known about to what extent these arguments do or do not influence outcomes. Suppose the plaintiff’s patent claim refers to a “fastener.”  The preferred embodiment has a set of screws.  The defendant’s accused device has a Velcro patch.  Does defendant’s device infringe?  That depends on how the claim is interpreted.  If the word “fastener” in the claim is interpreted as covering Velcro, then plaintiff will win
; if not, defendant will win.  Claim construction determines outcome. But what determines claim construction?  Interpretation and its relationship to objects in the world is a mystery, and I hope my philosophical investigations will at least expose its mysteriousness. Believing that there is such a “thing” as plain meaning does not make it more or less likely that you will think that the word “fastener” includes Velcro; it’s just that if you do find that Velcro is included, you will say that it is within the plain meaning of the word.
But to continue the thought experiment: What will a group like the CAFC, consisting of two types of traditionalists with an sporadic undercurrent of holism do, if it has to produce interpretive decisions?  One could find the group relying on dictionaries. All points of view admit the usefulness of dictionaries, though for different reasons and with greater or less emphasis on technical versus ordinary language dictionaries.   And indeed it seems that the Federal Circuit has come to rely a great deal on dictionaries for interpretation.
  

Reliance on dictionaries has greatly dismayed those who insist the court should stick to the patent documents.  Reliance on dictionaries has also greatly dismayed their philosophical adversaries, those who insist that expert testimony is crucial in finding out what language means in the context of practice.  Trial court judges have chafed under the prohibition of expert testimony and the complete lack of deference to their views of meaning.  So the Federal Circuit has been bombarded with criticism from all sides.

In the summer of 2004. the Federal Circuit agreed to rehear en banc a recent fractured case, Phillips v. AWH Corp,
 and as I write this draft the decision is still pending. Here is an excerpt from the questions posed by the court, which I think will give the flavor of the kind of persistent trouble these opposing closet linguistic positions, both of which however are related more to traditionalism than to holism, and the (resultant?) growing reliance on dictionaries, have been causing:

1.   Is the public notice function of patent claims better served by referencing primarily to technical and general purpose dictionaries and similar sources to interpret a claim term or by looking primarily to the patentee’s use of the term in the specification?   If both sources are to be consulted, in what order?

2.  If dictionaries should serve as the primary source for claim interpretation . . . [w]hat use should be made of general as opposed to technical dictionaries?  How does the concept of ordinary meaning apply if there are multiple dictionary definitions of the same term?  If the dictionary provides multiple potentially applicable definitions for a term, is it appropriate to look to the specification to determine what definition or definitions should apply?

3.   If the primary source for claim construction should be the specification, what use should be made of dictionaries? Should the range of the ordinary meaning of claim language be limited to the scope of the invention disclosed in the specification, for example, when only a single embodiment is disclosed and no other indications of breadth are disclosed?

. . .

6.   What role should prosecution history and expert testimony by one of ordinary skill in the art play in determining the meaning of the disputed claim terms?

7. Consistent with [decisions holding that claim construction is a matter of law subject to de novo review in the Federal Circuit], is it appropriate for this court to accord any deference to any aspect of trial court claim construction rulings?  . . .


Although this brings into play many questions, the court at least states that it does not intend to reconsider its position that claim construction is a matter of law for the court.  To insist that claim construction is not a factual determination is, I think, due to traditionalist and (probably) realist assumptions. One might even say that it treats meaning as analytic and not empirical.
  Once one becomes a holist, it seems clear that meaning requires investigation into a practice.  That investigation seems empirically based.  Thus, the Chief Judge, in dissent from the decision to rehear Phillips en banc, said:

Until the court is willing to reconsider its holdings . . . that claim construction is a pure question of law subject to de novo review in this court, any attempt to refine the process is futile.  Nearly a decade of confusion has resulted from the fiction that claim construction is a matter of law, when it is obvious that it depends on underlying factual determinations which, like all factual questions if disputed, are the province of the trial court, reviewable on appeal for clear error.  To pretend otherwise inspires cynicism.

II. Describability


Background to Festo (DOE and PHE)


The linguistic turn that surfaced in Festo says, roughly, that it is important in evaluating a patent claim to ascertain whether the technology now accused of infringing would have been describable in language available to a competent speaker at the time the patent was drafted.  Because the case arose at the intersection of the doctrine of equivalents (“DOE”) with prosecution history estoppel (“PHE”), one might cabin the actual holding of the case to that doctrinal context. But, as I will argue, the logic of the linguistic turn is not limited to this doctrinal intersection.

As background for exploring the linguistic turn in Festo, here is a précis of the doctrinal setting. The doctrine of equivalents is not in the Patent Act.  It is a judge-made equitable doctrine that allows infringement to be found even if a claim is not literally infringed, if what the defendant is doing is deemed close enough to the patented device under the circumstances. The doctrine of equivalents was formulated at a time when patent law used “central claiming,” meaning that the claim set out the gist or essence of the invention and it was up to interpreters to figure out the periphery or outer bounds (how far ownership would extend beyond a clone copy of the actual device in the possession of the inventor).  Eventually the system turned to “peripheral claiming,” in which the claim is supposed to delineate the outer bounds with precision.  The doctrine of equivalents might seem less integral or even superfluous to such a system. Yet it has survived. (So has associated talk of the “essence” or “essential identity” of the invention, which will be important for our philosophical investigations). Thus, patent owners have two tries at winning on the issue of infringement. They can try to get an interpretation of the literal meaning of the claim that encompasses defendant’s product in its extension.  But if the literal meaning is held to be too narrow, then they can try to encompass defendant’s product as an equivalent.  Today, the doctrine of equivalents is immensely important to patent law and practice, since most cases won by plaintiffs are based on equivalence and not literal infringement. 
     

As I mentioned earlier, two dueling policies are routinely said to underlie patent law: (1) providing appropriate rewards to patent applicants who produce innovation, and (2) disclosing those innovations appropriately to the competitors and the public.  The doctrine of equivalents gives rise to a never-ending dialectic between these values. The value of notice to the public and would-be competitors is thought to be served by sticking to literal meaning, minimizing the scope of the doctrine of equivalents, whereas the value of appropriately rewarding patent owners (both for fairness to patent owners and in order to provide the efficient level of incentives to innovate) is thought to be served by expanding literal language to include substitutions that are deemed insubstantially different from what is literally covered by a claim.
 


Patent prosecution is the process of submitting an application to the patent office and eventually obtaining a patent.  It has typically been a process of negotiation with the examiner, over whether or not an invention is patentable as claimed, and over what has to be done, by way of rewriting the application or making arguments to the examiner, in order to make it patentable.  The record of negotiations with the patent office, together with all supporting documents, is the prosecution history.  Prosecution history estoppel is an equitable doctrine basically operating as a check on advocating one thing (a narrow interpretation of one’s claim) to the patent office to obtain the patent, then another thing (a broader interpretation of one’s claim) in litigation to win an infringement action.  There are two branches, estoppel by argument and estoppel by claim amendment.  Estoppel by argument, which has not been the subject of a great many cases, refers to the situation where the prosecutor argues to the examiner that the claim means a particular thing in order to get the examiner to allow the patent, and then later the patent owner argues for a different and more favorable interpretation against a particular infringer. 

 Estoppel by amendment, which has been the subject of many cases and is still causing great controversy, refers to the situation where during prosecution a claim is amended from its original form, and thereafter the patent is allowed. If the claim as originally written was unpatentable, so that the applicant amended it to make it patentable, the patent owner is estopped to use patent doctrines to interpret the amended claim in such a way as to retrieve coverage of something that was taken out of the original claim because it rendered the claim unpatentable.  This estoppel by amendment doctrine interacts with the doctrine of equivalents because the most likely way to expand the scope of the claim in litigation is through use of the doctrine of equivalents. 
 


In the Supreme Court’s last pronouncement on these issues before Festo, it considered what to do about claim amendments that the record does not explicitly reveal as having been done for the sake of patentability. Warner-Jenkinson
 announced a presumption that amendments for which no reason appeared in the record would be presumed to be related to patentability, and would therefore bar expanding the claim to retrieve coverage that was relinquished by the amendment, unless the presumption could be rebutted.  The question still remained whether estoppel by amendment would foreclose only those aspects of claim expansion that were actually relinquished by a particular amendment related to patentability, or whether once a claim was amended, it simply was not amenable at all to expansion by use of the doctrine of equivalents.  After struggles with this question, the Federal Circuit decided en banc in Festo (with many varying opinions) that jurisprudential certainty required a complete bar.  This meant that if a claim is amended during prosecution, for any reason or no reason, that claim cannot later be expanded by use of the doctrine of equivalents.
  The Supreme Court decision in Festo rejected this position and went back to endorsing a flexible bar, which had been prior law, though none too clear, at the Federal Circuit.  This means that claim expansion by equivalence can survive in some cases after claim amendment.  To put it another way, even for an amended claim, some equivalents can be infringing.  


Here are a few more observations about the doctrine of equivalents in practice, which I hope will be helpful in considering Festo’s linguistic turn. The case law yields three different kinds of situations in which the doctrine of equivalents has been invoked, and four different kinds of legal limitations on the doctrine.  They are part of the background for what happened in Festo.  


Case A (piracy)—In this type of case, an “unscrupulous copyist”—that is, someone whom the court views as a pirate-- makes insubstantial changes in order to get around a patent.  The doctrine of equivalents was originally predicated on this type of case; the idea was to prevent “fraud upon a patent.”
  This equitable rationale coheres well with the idea of central claiming—claiming the “essence” of the invention—which was prevalent at the time the doctrine of equivalents made its appearance. Nevertheless, long after peripheral claiming became the norm, the same rationale was adopted and explicated in Graver Tank.
 More recently, although courts still speak of essences, and unscrupulous copyists, and frauds upon patents, the original rationale for the doctrine of equivalents has been expanded to two other types of cases.

Case B (claims drafted too narrowly)—In this type of case, a broader claim that would have literally covered the accused device could have been included, but the drafter failed to do that; so the owner wants to use the doctrine of equivalents to expand the scope of the narrow claim contained in the patent to the broader claim needed to win an infringement action.  It is frequently argued that emphasis on the notice function of claims would militate against using the doctrine of equivalents in this case; if the technology was existent, there’s no good reason why the applicant could not have claimed it.  (In fact, Festo does argue in this way, though in the past some courts have allowed use of the doctrine of equivalents under these circumstances.)  If the Case B rationale is going to be frowned upon, the courts will have to face the fact that Case B can assimilate to Case A.  If a drafter does a poor job, copyists take advantage of the loopholes he left.  Unless poor drafting is so culpable that it makes all defendants look pure in comparison, removing any tendency to view some of them as “unscrupulous” copyists, there can be cases in which a poor drafter is pitted against an unscrupulous copyist.  If it nevertheless seems obvious to the judge that the poor drafter is out of luck and the unscrupulous copyist wins, that means that in the dialectic between notice to the public versus fair or efficient rewards to patentees, the judge cares more about the notice prong, to the point of eclipsing the policy that gave rise to the doctrine of equivalents in the first place. To the extent that Case B is tending to be frowned upon in current cases, that tends to show that the notice prong of the dialectic is currently in the ascendancy.  


Case C (after-arising technologies)—In this type of case, the accused infringer substitutes a later technology for something described in the patent in order to get around the patent. (For example, imagine substituting plastic tubing for glass in some complicated apparatus, if plastic was not yet available at the time the invention was patented.)  Some judges are now saying that this situation (not “fraud on a patent”) is the main reason the doctrine of equivalents is needed. They still speak in terms of protecting the “essential identity” of the invention, even if details are changed by later technologies.  The rationale for endorsing Case C seems to be that expanding patent coverage to include some after-arising technologies is needed to create the efficient level of incentives for innovation.  (It is, of course, in some tension with the rationale I just discussed for frowning upon Case B.)  Because of solicitude for Case C, Warner-Jenkinson holds that the time at which equivalence is to be judged is the time of infringement, not earlier.


As my final prelude to Festo, the four legal limitations on the doctrine of equivalents that I want to mention here are (1) the element-by-element rule (2) prosecution history estoppel; (3) rejection of embodiments that read on the prior art; (4) rejection of embodiments that are disclosed but not claimed. The two of these limitations that have caused the most controversy are the element-by-element rule and prosecution history estoppel.  But they are narrower in scope than (3) and (4), which go to the heart of patentability and the purpose of disclosure.  Rejection of embodiments that read on the prior art (#3) means that the doctrine of equivalents cannot encompass anything that could not have been patentable over the prior art.  Rejection of embodiments that are disclosed but not claimed (#4) means that whatever is disclosed in the patent application but not actually put into the claims is (usually) treated as thereby dedicated to the public.

Now it can be seen that in the context of the doctrine of equivalents, prosecution history estoppel (#2 above) meshes with the broader limitation (#3 above) that an applicant cannot use the doctrine of equivalents to get coverage that was unpatentable at the time of application, whether or not it was explicitly surrendered and thus gave rise to an estoppel.  


As mentioned earlier, Warner-Jenkinson established a presumption for prosecution history estoppel after a claim amendment, but it also laid down the element-by-element rule (#1). In order to apply the doctrine of equivalents, the court is not supposed to allow the jury just to intuit whether the patented technology and the accused technology are similar enough.
 Instead, the court is supposed to make sure that the accused device has each element of the claim either literally or at least by equivalence.  This is parallel to the rule for literal infringement, which says that in order to infringe literally, the accused device must have each element of the claim.
  Unfortunately, the courts have not defined what an element is, and the issue involved--whether an object in the world can be dissolved into a unique set of constituent elements which can said to correspond to linguistic units in the claim--is puzzling.
  

Festo:  describability and foreseeability

Now for the linguistic turn in Festo.  The Supreme Court states broadly that the doctrine of equivalents is “premised on language’s inability to capture the essence of innovation.”
 If language has this inability, it has the inability whenever innovation is in question, whether or not in the context of doctrine of equivalents and whether or not in the context of estoppel.
  In Festo the Court connects the rationale with amendment and estoppel by using the original claim as evidence of the applicant’s knowledge.  Because the patentee at the application stage wrote a claim that embraced the purported equivalent (but then during the process of prosecution wrote an amended claim that excluded it), the Court reasons, “the patentee cannot assert that he lacked the words to describe the subject matter in question.”
 He has used them in the original claim, so he knew them.
 

Although the Court uses this evidentiary argument to tie its rationale to amendment and estoppel, we should note that there could be other types of evidence, not having to do with looking at an original claim that was amended, for inferring that the patentee “knew the words.” Suppose, for example, that the patentee had filed another patent application on the same day, and in the other application it was evident that he “knew the words.”  Would the Court hold that in any case where any kind of evidence showed that the patentee “knew the words” for including a purported equivalent, whether or not the claim was ever amended, he must use those words at the time or be estopped from later expansion?
    

This question raises the further one, what kind of evidence would tell in favor of the argument that a patent drafter “knew the words”?  We could ask her whether or not she knew the words at the time, but we might not want to trust her testimony.  If we find the words in a dictionary, or in a technical treatise related to her field, for example, we might conclude at least that as a practitioner in the field she should have known the words, even if we still don’t know whether she actually knew them.  So, as a practical matter, this commitment by the Court to looking to knowledge of the drafter might give impetus to the practice of consulting dictionaries. But there might be many other kinds of evidence.
 

Patent law routinely refers to the knowledge of one of ordinary skill in the art.  (In patent lingo, that Person Having Ordinary Skill In The Art is often called PHOSITA for short.)  The linguistic counterpart would be the vocabulary that is reasonably expected of such a practitioner.
  Indeed, the Supreme Court concluded its opinion in Festo with a reference to what can be reasonably be expected to be described (i.e., what words the applicant is reasonably expected to know)
, rather than what words that applicant actually did know. 

In holding that estoppel against certain equivalents after a claim was amended does not pertain only to claims that were amended specifically to avoid unpatentability due to the scope of prior art, the Court again connects its rationale with amendment.  Here it argues that any kind of amendment (not just one explicitly made to avoid prior art) could show that the drafter could have described the purported equivalent at the time of application.  The statement in support of this argument does not refer to amendment, however, nor does it logically need to:  “Prosecution history may rebut the inference that a thing not described was indescribable.”
 Prosecution history could tend to show that something not described was nevertheless describable, whether or not a claim had been amended.    

What the Court says here is different from asking whether a speaker “knew the words” to say something, or whether the speaker “could . . . reasonably be expected to have described” something.  “Indescribable” refers to the condition of the language itself, not to the condition of the speaker.  Of course, no one will “know the words” for something, or be “reasonably expected” to be able to use words to describe something, if that thing is indescribable.  But indescribability invites an inquiry about the language rather than an inquiry about the speaker.  It invites inquiry about the incompleteness or lacunae of language, or indeed the nature of description, the relationship of language to objects in the world, rather than inquiry about speaker incompetence.

Festo rejected the complete bar in favor of a flexible bar (which means that even after an estoppel, some equivalents might still infringe).  Why does the Court leave plaintiffs a window of opportunity? Again the Supreme Court refers to problems of language in itself, not to problems of speakers:

By amending the application, the inventor is deemed to concede that the patent does not extend as far as the original claim.  It does not follow, however, that the amended claim becomes so perfect in its description that no one could devise an equivalent.  After amendment, as before, language remains an imperfect fit for invention.
 


Thus, there are various manifestations in the Festo opinion of an underlying leaning toward linguistic rationales. In addition, however, the Court also related its holding in favor of a flexible bar after estoppel to the concept of foreseeability:

There is no reason why a narrowing amendment should be deemed to relinquish equivalents unforeseeable at the time of the amendment and beyond a fair interpretation of what was surrendered. 
 

Thus did the concept of foreseeability enter explicitly into claim interpretation, an entry to which commentators have paid a lot of attention.
  I am of the opinion, however, that the entry of the concept of describability into patent jurisprudence is even more significant.  Although other courts have said that language is sometimes imperfect in capturing the “essence” of innovation, this is the first time that the Supreme Court has embraced a more robust version of a linguistic rationale, explicitly relying on the nature of language and particularly the notion of describability.  

III.  Meaning and Linguistic Community:  Claim Drafters or Inventors?

The attribution of particular understandings to PHOSITA (the person having ordinary skill in the art) has always played an important role in patent doctrine.  For example, an innovation will be determined to be obvious and therefore not patentable if it would have been obvious to a PHOSITA at the time of invention.  Those who embrace the submerged undercurrent of holism with respect to claim interpretation, as I described in Part I, object to current claim construction doctrine primarily because it substitutes the understanding of judges for the understanding of PHOSITA.  In other words, holists would look to the linguistic community consisting of practitioners of the technological art in question in order to understand what language means.  The CAFC’s arrogation of the power to decide interpretation as a matter of law can be seen as switching relevant linguistic communities, from technologists to judges, in derogation of past tradition, and also in derogation of the underlying policies of patent law.  (Needless to say, however, a staunch traditionalist looking to plain meaning of a text is less troubled by this issue because he is less likely to suppose that there might be great divergence between his view of plain meaning and that of the participants in a practice.)  The Supreme Court in Festo, when it refers to what the patentee knows and can describe at the time his application is submitted, should be seen as taking part in a long tradition of referring to the understanding of the practitioner of a technological art, but without adverting to how its particular linguistic turn may change the relevance of that tradition.

It is appropriate to place stress on what a PHOSITA, that is, an applicant’s colleagues in his particular art, knew about the state of art itself at the time of filing a patent application, in order to determine whether the claimed innovation should be deemed obvious and therefore unpatentable.  That is because the underlying goal of patent law is to create appropriate incentives for innovation.  Those incentives operate primarily on people who are in the practice of creating technological innovations.  If such an innovation is obvious to those in the practice, then a patent monopoly is not needed in order to foster its development.  But it seems fictional to place much stress on what the patent applicant himself could have said at the time the application was drafted and filed, since most patent applications are drafted and filed by patent prosecutors.  Prosecutors are almost always attorneys who specialize in drafting and prosecuting patent applications, not inventors themselves. The question arises, therefore, whether the Supreme Court has shifted inquiry, perhaps inadvertently, to the linguistic capabilities of the community of patent prosecuting attorneys.  It seems that this is what has happened in Festo, because all of the Court’s discussion about what turns on whether or not the patentee could have described something at the time of application should be read, if we are realistic, as applying instead to whether or not the claim drafter hired by the applicant could or should have been able to do so.

How is the question of incentivizing inventors, the ultimate policy basis of patent law, connected with the capability of the claim drafters they hire?  To begin thinking about this question it will be necessary to consider whether patent prosecuting attorneys actually should be considered to be in the same linguistic community as their clients.  If they are, then it is more likely that incentives applied to them would also be operative on their clients.  But I am not sure the correlation holds true.  A good patent prosecutor does something the inventor cannot do; that is, finds a way (or various ways) to describe the invention that will be strategically best for the inventor.  The description(s) arrived at by the prosecutor are often descriptions that in no way would have been available to the inventor himself.

In Festo the Court talks as if it is setting up a standard of due care of applicants.  But instead it seems to be setting up a standard of due care for drafters.  The art being inquired about shifts from the art of whatever technology is in issue to the art of drafting. That is, it shifts from the technological art to the language art, the art of describing. It should not necessarily be assumed that policing the art of drafting will have efficient results for incentivizing innovation.   

The Court in Festo was ambiguous about whether it is going to inquire into whether a patentee (i.e. the drafter she hires) actually did “know the words,” or instead hold patentees to a standard of reasonable competence in the art of drafting, and inquire instead, therefore, into the state of the art of drafting.  The latter seems likely.  At the end of its opinion, the Court says that “[t]he patentee must show that at the time of the amendment one skilled in the art could not reasonably be expected to have drafted a claim that would have literally encompassed the alleged equivalent.”
  It seems that patentees now have the burden of proving ordinary expertise in deploying descriptive language—i.e. the burden of proving that they have hired someone who has this capability—in the field of their technological expertise.

Although Festo itself is about the applicability of the doctrine of equivalents in the presence of a patent prosecution record that shows a claim was amended, I have argued that Festo’s rationale is not logically limited to the circumstance of the scope of estoppel engendered by claim amendments.  If in the future the courts will apply this describability rationale generally to disallow expansion of claims to encompass what a competent drafter could have written at the time, one implication is that the use of the doctrine of equivalents is likely impermissible in circumstances that I previously characterized as Case B (claim drafting was too narrow).

IV. Description:  Differentiation of the World into Discrete Objects  


Quine approached the problem of reference—how does language read on things in the world?—by setting up thought experiments in what he called radical translation.  He asked us to imagine a linguist who meets a native from a foreign tribe whose language and way of life are completely unknown.  How would the linguist go about trying to learn the language of such a native; that is, to translate it into our language? Quine argued that the linguist would have to observe the speaker’s verbal utterances in their complete context and gradually build up hypotheses of how those utterances might be mapped onto utterances that might be made by a speaker of our language.  Quine’s position was both that the basis of meaning is ultimately empirical and holistic, and that it is never wholly determinate; there can always be alternative hypotheses that might be plausible translations.


Quine used the example of the native who utters “gavigai” in the presence of an environment that includes something that we would perceive as an object and would refer to as a “rabbit.” (This example is as famous in the annals of language philosophy as is “footnote four” in the annals of constitutional legal theory.) Quine pointed out that the temptation to infer that “gavigai” means “rabbit” should be rejected. Just from the utterance itself, there is no way to rule out alternative meanings such as “undetached rabbit-part,” “momentary rabbit-stage,” or perhaps “food,” or many other possibilities.  “Food” might be a better hypothesis under circumstances where the natives exist almost solely on this type of sustenance, for example, so they would have no need to differentiate different varieties.  “Momentary rabbit-stage” invokes the puzzle of object temporality—what tells us when one scene changes to another, or when one discrete object is replaced by another in our perception?  Maybe these natives see objects, or this particular kind of object, in more temporal differentiation than we do.  “Undetached rabbit-part” invokes the puzzle of object differentiation from the background environment—what tells us where an object stops and its environment starts? Maybe these natives see objects, or this particular kind of object, as collections of more differentiated objects than we do.


David Hume, in the sections of his Treatise devoted to property, posed inspired questions about how to determine the extent of acquisition by first possession.  For example, if you throw a spear into the gates of a city, do you acquire the city?  We could update the puzzle by asking whether if we plant our flag on the moon we claim the entire moon, or just the hole where the flag pole goes into the moon dust, or something in between.  Such puzzles involve how we figure out what is an object.  How much stuff is comprehended as part of one object and how much is instead part of its environment?
  These are complicated questions.  For example, we probably understand our own bodies as being unitary and separate from the ground we are walking on, and we probably identify enough with the objects we understand to be animals to see them as similarly ending at whatever part of them we perceive as analogous to our feet., so a hypothesis in which the rabbit and the ground are one object would probably not occur to us.


Quine’s problem of hypotheses for translation is not quite the same as attempting to delineate objects in a linguistic context known to us, because he postulates an unknown context, but it seems interestingly similar, as the questions about first possession show.  Quine’s problem is also not quite the same as the problem a  patent prosecutor faces in trying to describe an invention, but it seems even more interestingly similar, because the patent prosecutor is trying to describe something which has not before been known.  

The inventor may come into the prosecutor’s office and show the prosecutor a hunk of matter or a drawing and say, “I have invented this.”  The prosecutor will say, “Not so fast.  What is this? Consider whether it is collection of undetached toy rabbit parts.  Consider whether it is one toy rabbit part attached to a collection of previously known rabbit parts.  Consider whether it is a toy rabbit undetached from the surface on which it stands.  Consider whether it is a temporal stage of a toy rabbit.  Consider whether it is just part of a whole undifferentiated set of toy rabbits.”  The process of making something become describable, in other words, when that something is an innovation, is like the process of trying to translate an unknown action or utterance into the language we already know.  The invention becomes describable and therefore comes into being as a differentiated object—usually differently differentiated objects in different sets of claims—as the prosecutor works in this way with the technologist.  Describability of an invention is not a static characteristic of language, but is emergent in a dynamic process of cooperation. 

So far I have been talking about the puzzles (and the indeterminacy) involved in distinguishing an object from a surrounding environment.  There are also puzzles (and indeterminacy) involved in construing an object as consisting of particular constituent parts. In our language we don’t habitually see the rabbit as a collection of undetached rabbit-parts (its head, tail, legs, body) though we might do so in some specific contexts, but yet we can name the parts and have some way of understanding that legs can be separately thought of from a body even if they are attached.  Why don’t we think of the rabbit as a collection of rabbit-hairs, rabbit blood cells, and so forth?  I think this is a hard question for a realist to answer, who is looking for “the” answer, but easier for a holist, because she is not.  The holist would answer that we normally don’t do that because that construal would not be useful in the life context in which we normally meet up with rabbit parts, but nothing would make it “wrong” if we happened to be in an unusual context where hairs and cells would be relevant.

In an earlier Part of this essay I discussed the all-elements rule, which requires that in order for an object to be deemed an infringing object, each element of the claim must have a corresponding element in the object. I doubt that there is a satisfactory way to arrive at an understanding of a canonical set of “elements” for a physical object.  The rabbit can be a collection of seven undetached rabbit parts (head, tail, body, legs) or several million (rabbit hairs, etc.).  Perhaps there is a way to choose a particular best hypothesis of differentiation into elements, based upon an understanding that is best suited to a particular case or to a particular doctrine.  This would be a holist project. Right now there is no obvious starting place for work on this problem, because of the predominance of traditionalist (and probably realist) commitments among judges.  At least we should start by not being sanguine about the notion that the “elements” of a particular physical object will uncontroversially announce themselves to us.

The other side of the correspondence envisioned by the all-elements rule asks us to break down a linguistic expression into elements (or “limitations”).
  It is also unclear how we go about determining that a certain set of particular elements is the right way to characterize an expression.  It is more likely that there are multiple ways that can appear equally plausible.  Again, it is not clear how to proceed with work on this problem, but we should at least start by not being sanguine about the notion that a canonical division of a claim into a set of linguistic units will announce itself to us.

Finally, of course, even if we have an uncontroversial delineation of linguistic sub-units and an uncontroversial set of elements of an object, the all-elements rule asks us to determine whether there is a one-to-one correspondence between each linguistic sub-unit and each element.  That, in effect, pushes down one level of abstraction the problem of reference, but it doesn’t make the problem go away.  We are still left with the question, How will we know that a particular linguistic sub-unit in a linguistic expression maps onto a particular element in an object? The all-elements rule might be plausible for a language traditionalist and realist, because the traditionalist supposes that reference consists of such one-to-one correspondences, and the realist supposes that there is one canonical way to do it, and that way will announce itself.   This may seem like a nightmare for holists. 



V. Meaning and Time  


Earlier I hypothesized that judges’ implicit philosophical commitments about language might divide along two different axes, one pertaining to atomism versus holism and the other pertaining to realism versus social constructivism.  Neither of these views focuses on the evolutionary nature of language, the idea that language changes over time.  Time might be a third axis or arena of philosophical dispute. There may be different views about whether or to what extent or by what mechanisms meaning changes. As my discussion of the process of developing describability through cooperation between the technologist and the prosecutor has shown, patent actors are engaged, whether explicitly or only implicitly, with the change of language over time, because patent is concerned with innovation and the emergent discourse that describes it.  The temporal dimension of language becomes significant in many areas of patent interpretation and application.  Yet some of the pictures of the process that can be gleaned from the doctrines might be at odds with the actual practices of description in the arena of obtaining and using patents.

Perhaps views about the temporal dimension correlate in some way with the realist/constructivist axis.  The realist may suppose that language changes and objective reality does not, and may further suppose that language gets closer to describing reality.  The social constructivist may suppose that changes in language and changes in perceived reality are both integral to a form of life and change together in complex ways. My impression is that the picture(s) gleaned from patent doctrines and their applications tend to correlate more with language traditionalism and realism, but the situation is complex in various ways.

 
The time for determining the meaning of a claim is often taken to be the date of invention, but sometimes taken to be the date of filing of the patent application.
  The time for determining whether something counts as an equivalent is the date of infringement.
  Thus, in theory, a court is supposed to look to one time in the past to find out the literal meaning of the claim, and then look to another time in the past (more recent) to find out whether the claim should be expanded to include an equivalent.  As I will mention below, a court is supposed to determine enablement at the time of filing, but this becomes elastic, especially in the case of patents considered pioneering.  A court is supposed to determine nonobviousness at the time of invention, and this inquiry interacts with the question whether or not the invention was fully concretely describable at the time.   It is difficult to imagine how courts can be accurate in making these inquiries.  It is especially difficult to imagine if we accept a holistic view of language, because a meaning in the past is integral to a form of life in the past, and then we are asking the court to reconstruct a past form of life. 

In Festo it seems clear at least that describability is not being treated as static.  The Court assumes that a particular equivalent can be describable at the time of alleged infringement or of ensuing litigation, yet have been indescribable at the time of drafting the patent.  Describability, in other words, varies over time.  At least, describability comes into existence over time.  Nothing is implied about whether describability can also fade out over time.  It could be that the Court’s underlying theory, if it were fleshed out, would hold that describability keeps increasing; the world is continually more comprehended in words.  If one has a simple realist view of the world (things are objectively out there, whether we know them or not, and the things that are out there are unchanging, not dependent for their existence on our knowledge of them), then this implies the assumption that the language that can describe the objective world evolves in the direction of a closer fit with reality.  

The assumed order of coming into being (first the innovative object, later describability) seems to reflect the idea that as new phenomena emerge they acquire names, instead of supposing that the names can somehow pre-exist recognition of the phenomena. Supposing that the phenomena pre-exist ability to describe them seems to imply at least a species of realist view. A social constructivist view of language as it occurs in scientific communities—a Kuhnian view-- might instead hold that recognition of phenomena and emergence of names (describability) occur together, in the context of scientific practice.  To suppose such an indivisibility of the phenomena and their descriptions does not well capture the view seen most often in patent law, since courts seem clearly to assume that the innovation is one thing, and its describability is another, and that innovation comes first and describability comes later.  After all, the notion has persisted that an invention has an “essence” or “essential identity” which actually exists but is imperfectly describable in words at the time of invention.  What can such an “essence” consist in, if we are taking a holistic and/or social constructivist view of language and science and everything else about our world?  In clinging to the idea of an “essence” which exists but is not describable,  therefore, courts perhaps retain an unstated underlying Platonic realism; inventions are out there waiting to be found, and when one is found, our language takes time to catch up to it.  

But does this attribution of closet realism shed any light on other doctrines where describability is prominent?  Here we can look at doctrines involving conception, written description, enablement and obviousness, different issues which also invite speculation about the supposed order of new objects and describability, in all of which it seems that describability at least in some sense is taken to precede innovation. In the case of obviousness, where existing describability may render something obvious and unpatentable, that is not inconsistent with my tentative suggestion that for patentability the courts may have adopted a species of Platonic realism in which inventions are out there waiting to be found and language has to catch up later.  

It sometimes seems easy to conceive of—describe—something one would like to have: a cure for AIDS, a perpetual motion machine.  The PTO regularly denies applications like this.  At least superficially, these seem like cases in which describability comes first, and the technological innovation comes later.  Perhaps that is not so, however, if by describability we mean the exact concrete mechanisms by which retroviruses are killed or perpetual motion is achieved, and not just the abstract or general description of the desired result.
 

It is routinely assumed, in fact, that conception of the invention, in the sense of concrete describability, takes place before the invention is constructed or a physical embodiment exists.  In patent law an invention is normally deemed incomplete until it physically exists and the inventor knows it works—that is, mere conception does not count as invention.
 This body of law does frequently assume that conception means concrete describability: that the inventor has a picture in her head, or a notation in a lab notebook, which she then “follows” in building a prototype.  This seems to suggest that courts routinely suppose that concrete describability, in the sense of envisioning the exact mechanism or structure, precedes invention. Whereas, as we have just seen, in another context courts also assume that invention precedes describability.  Moreover, as I have argued earlier, in practice describability emerges in a cooperation between the innovator and the drafter, rather than in the individualism of invention and reduction to practice as patent doctrine pictures them.  Perhaps the picture of invention and reduction to practice that patent law has traditionally espoused does relate to an underlying realism about language as it refers to objects; at least it is more compatible with a realist commitment than is the situation I believe is what actually happens in practice, that is, the cooperative emergence of describability in conjunction with the invention.

The dynamic character of describability is also related in practice to the “written description” requirement that patent applications must fulfill, although the traditional picture of the written description requirement supposes that description must be present at the outset of the patenting process and unchanging.  The written description of the invention must be sufficient to show that at the date of the application the inventor had actually invented the particular invention that is claimed.  The traditional context in which written description came up was in disputes involving priority.
 Patent applications can be continued (that is, have their claims extensively rewritten) but maintain their original filing date as long as “new matter” is not added.  Thus in practice it is strategically important for the prosecutor to make the written description abstract enough so that as the invention keeps developing and the claims get refined the original description can still support the claims.  But there is strategic difficulty here because patent disclosure must also meet the enablement requirement—a PHOSITA is supposed to be able to make the invention from the disclosure in the patent, without undue experimentation--and a disclosure that is too abstract is likely to fail this requirement.  The written description requirement, at least in its traditional context of relationship to priority, partially anchors describability at a certain point in the cooperative process of the development of the invention and the development of claims.  
Enablement is a requirement for patentability.  Alleged infringers routinely argue in litigation that the patent is invalid, not just that they didn’t infringe it, and courts often hold patents invalid for want of enablement.   Enablement seems to require concrete describability for a valid application. Applications for cures for AIDS or perpetual motion machines are often denied on this ground (inter alia).  The fact that concrete describability is required does not say anything either way about whether the object or the words existed first, or whether they came into existence together.  The normal requirement of reduction to practice requires the object to exist and the requirement of enablement requires concrete describability to exist, and they are normally both required for a valid application.  Because patent law deems the filing of an enabling application (description) to be a “constructive” reduction to practice, however, it seems likely that there are many cases where describability precedes the existence of the physical embodiment.

Courts often use enablement as a check, in context, on what they consider overbreadth of patent coverage.  Often a patent that is considered “pioneering” will be construed to cover some of what follows in the future.  If a patent is itself considered merely follow-on, however, then enablement will be more narrowly construed to prevent it from covering other follow-ons.  In this use of enablement, sometimes lack of concrete describability at the outset with respect to some future embodiment will not cabin the scope of a patent if it is thought to be pioneering.  Thus, as in the doctrine of equivalents context, this is a situation in which “the invention,” later construed to include a technology not specifically describable at the time, comes first, and describability (in the concrete sense), afterward.  Here too courts may say that the essential identity was present at the time of invention and patenting, even if not fully describable at that point.

Non-obviousness is also a requirement for patentability, and in some sense the most important one, since obviousness is probably the most likely ground for disallowing a patent.  Obviousness relates to what a PHOSITA would have known at the time of the invention.  There are a number of jurisprudential difficulties with determinations of obviousness in judicial review, particularly the risk that courts will engage in hindsight (most breakthroughs can look obvious in retrospect) and the uncertainties of the doctrines that have been developed to try to get around this risk.  [Elaborate:  analogous art, “objective evidence,” “motivation to combine,” etc.]  There are also practical difficulties with determining obviousness at the PTO, particularly the fact that examiners are not as well paid as those who argue to them and may often have significantly less expertise, and the fact that the PTO does not have the ability to research all of the prior art, especially in fields that depend on local knowledge of a particular technological industrial culture.  It is widely believed that the PTO has issued mountains of patents that should have been rejected for obviousness.

Leaving these issues aside, however, and focusing on describability, obviousness can be readily understood as relating to a situation in which something is in fact clearly describable within the relevant linguistic community (that is, to a PHOSITA) before the invention is made.  In other words, if those who participate in a practice can perspicuously describe something, at a level that is not too abstract (not just “cure for AIDS” but rather the exact mechanism that kills retroviruses), then that thing is obvious at the time this description is possible.   This view of obviousness has the corollary that a nonobvious invention, that is, any invention that is patentable, is to some extent indescribable in the relevant technological community at the time of its invention.

VI. Levels of Abstraction (Generality of Description)

The problem of levels of abstraction or generality of description recurs in many instances of application of words or concepts to actions or things.  We are all familiar with tort problems in which an accident is foreseeable if described as knowing that someone might be injured by a dirty slippery floor, but not if described as knowing that the slippery object was a banana peel and the injury was to the left ankle.   The accident is foreseeable under one description (a more general one) but not another (a more specific one). The same kind of language problem occurs in many aspects of patent law.  For example,  if we determine that some description refers to a cake, then a chocolate cake will be included, but if we determine that the description refers to an angel food cake, then the chocolate cake will not be included.  If an applicant has invented the chocolate cake and is construing a piece of cake prior art, the narrow description (angel food cake) is what it will argue for. Conversely its opponent in an infringement action may try to invalidate the patent by showing that the prior art covers cake in general and thus includes the chocolate cake invented by the patentee.
  (This is called the genus-species problem, but it is really a problem involving generality of description.)

 [Continue here with more on genus-species problem]


One place the problem of levels of generality of description has been particularly evident is in cases involving means-plus-function claims under section 112 paragraph 6 of the Patent Act.  This section provides that claims under some circumstances may mention a means for doing such-and-such (adhering two surfaces, for example) rather than spelling out the structure that accomplishes such-and-such (double-sided sticky tape, for example), so long as the corresponding structure (or an “equivalent thereof”)
  is disclosed in the specification.  In my example the means is the sticky tape, found in the specification and not spelled out in the claim, and the function is the adhering.  There are cases in which it turns out to be hard to tell the difference between a means and a structure, but here I am more interested in the difference between a function and a structure, because that is where the problem of levels of generality or abstraction comes in.

In identifying a physical structure in the specification to correspond with the means mentioned in the claim, a court may have a range of options, because there is a continuum of generality on which structures may be described.  At the most concrete end of the continuum one could import into the claim every physical detail mentioned or depicted in the specification or prosecution history.  At the other end of the continuum would be an abstract description that essentially assimilates physical structure to its function.  (I will shortly mention examples that I hope will elucidate the continuum.) It is a canon of interpretation that one may not important limitations from the specification into the claim (because it is the claim itself that is supposed to delineate the property right); but it is also a canon of interpretation that claims are to be interpreted in light of the specification.  It is also a canon of interpretation that naked functions may not be claimed,
 so it is not allowable to let the structure merge into its function.  Is there one “correct” interpretation on the continuum from abstract to concrete?

Suppose, for example, that the claim says "means for joining together A and B." Suppose that the text of the specification referred to a "fastener" and also suppose that a figure illustrating the preferred embodiment showed a 6-inch steel bolt with a 1/2 inch nut. At the abstract end of the continuum, the court might say that the corresponding structure is a fastener.  This could cover not only nuts and bolts, but also nails, screws, rope, Velcro, zippers, buttons, sticky tape and glue.  The abstract interpretation thus gives the patentee very broad patent coverage. Since the function is fastening, calling the structure a “fastener” tends to assimilate structure and function.  At the concrete end, of the continuum, the court might say that the corresponding structure is a 6-inch steel bolt with a 1/2-inch nut.  That would give the patent very little coverage and the patentee would object that the court was improperly importing limitations from the specification into the claim. Somewhere in the middle, the court might say that the corresponding structure is any kind of metal that punctures A and B to join them.  This may seem commonsensical,  but there doesn’t seem to be a canonical rule for how the proper description is to be selected; and so far courts have not adverted specifically to the linguistic nature of the problem.  

As an illustration, consider Chiuminatta
 involving a patent on a saw for cutting concrete before it had completely hardened.  The disputed claim language was "means . . . for supporting the surface of the concrete adjacent the leading edge of the cutting blade . . ."  The patentee's device used a skid plate and the accused device used wheels.  The district court identified the corresponding structure as the "support surface . . . in movable contact with the edge of the concrete,"  thus giving the patent broad coverage. The CAFC reversed, thereby narrowing the patent, holding that “the corresponding disclosed physical structure is the skid plate.
 Although the court insisted that the corresponding structure must be described narrowly as a skid plate and not more generally as a support surface, the court did not to go further toward the concrete end of the continuum, limiting the skid plate to a certain size and shape as might have been shown in the diagram.   But the CAFC has developed no stable rule that dictates where on the continuum from the minutest detail of structure to a description that sounds just like the function the interpreter should pinpoint the appropriate description of the structure.   Nor is it likely that such a stable rule is possible.  

It is possible to theorize, especially if one favors broad coverage for patentees, that the best choice is the highest level of generality of description that is readily understood as performing the function of the claim without assimilating the described structure to its function. The problem is complicated by the fact that quite a few things that might count as structures are known by their functional names:  fastener, driver, sprayer,  sweeper, and so on.    It is also possible to theorize that the best choice is the level of generality most in accord with common sense or ordinary language, but that is not a formulation that works well for technical subjects (unlike my examples).  It is also possible to theorize that the best choice is the lowest level of generality, because it may seem that that is the most unambiguous or consonant with plain meaning.   It may be that some judges are more literal-minded and like to construe structures under more concrete descriptions.  There may be a correlation between those who want to construe structures under more concrete descriptions and those who want to find unambiguous meaning under a strict traditionalist plain meaning approach.
  It is also possible that certain judges tend toward more abstract descriptions primarily because they favor broader patent coverage because of an underlying commitment to one kind of policy position (favoring the rights of patentees), and others tend toward more concrete descriptions because their underlying commitment is to narrower patents and more room for competitors.

[Non-]Conclusion 

By way of an agenda, I will mention a set of problems about language that I think can be traced through various patent doctrines, a number of which I have discussed in  this draft.

First, How does a string of words “apply” to an object?  (A) Can there be plain meaning of the words alone?  How does a judge find out what it is?  Is this a different question in the context of innovation in technology than in ordinary life?  (B) If the string of words is to “apply” element by element to the elements of the object, how is this done?  What is an element?  How does a language element (or an alternatively designated language unit, such as “limitation”) “correspond” with a physical element?

Second, At what point in time is an object describable in words?  (A) Is describability always imperfect? Can an object have a (partly) indescribable “essence”?  (B) Can describability be separated from actual description?  (C) Does describability come into existence over time?  What is its connection with invention?  Does describability get closer to a perfect fit over time?

Third, In describing something (an object or an action or a function), how does an interpreter choose the level of generality of description?  

By declaring in Markman that meaning is not a matter of fact, and by laying down canons of interpretation in later cases, the CAFC seems implicitly to have endorsed a view of meaning.  The implicit view perhaps espouses the idea that there is one objective correct meaning to be found; likely espouses the idea that meaning attaches to individual language units; likely espouses the idea that meaning is not an empirical matter (a matter of fact) but rather something analytical; and certainly espouses the idea that “first” you find meaning, and only “later” apply it to something out there in the world.  All of these belong to what I am calling a traditionalist theory of language.  Later, holistic, theories of language denied the empirical/analytical distinction, and denied the gap between meaning ascertainment and meaning application.   If later theories of language are taken as better, then the court’s closet commitment to an earlier theory might be taken as underlying a set of problems in doctrine.  If traditionalist notions have turned out to be mythological, that might make them not very useful in practice.

( For helpful comments on still earlier drafts, thanks to participants in workshops at Stanford, Toronto, and Cardozo, and to Kevin E. Collins, Rebecca Eisenberg, and Mark Lemley.  In addition, footnotes owed are not yet supplied.


� Patents can be on machines or compositions of matter, normally regarded as objects, and methods, normally regarding as actions; patents on computer programs straddle the categories.  [See my earlier essay, Information Tangibility.] For convenience of exposition I am going to refer to objects, although later I will have to investigate whether methods pose different issues.


� The relationship of these latter to what the claim means gives rise to many problems in patent law; see…….


� Again, I am simplifying, for now, by leaving out patents on methods.


� Infringement can be found either “literally”—if the meaning of the claim actually does encompass the accused device—or by the doctrine of equivalents—if the court equitably decides that the meaning is close enough so that the defendant should be held to infringe.  Thus in patent doctrine the issue bifurcates.  Much more will be said about this doctrinal distinction below.


� This type of view is called Fregean, after Gottlob Frege whose article, On Sense and Reference (1892), has had great influence.


� See Brandom, [book]


� “I conclude that there is no such thing as a language, not if a language is anything like what many philosophers and linguists have supposed.”  So said Donald Davidson, one of the more famous of these 20th century thinkers.  See A Nice Derangement of Epitaphs, in LePore (1986), at 446.


� I believe this to be Hilary Putnam’s position.  It has been suggested to me that the atomism vs. holism axis is more significant for the current project, and indeed that little turns for the current project on realism vs. constructivism.   I have taken this suggestion under advisement.


� See Richard Rorty, ed. The Linguistic Turn: Recent Essays in Philosophical Method (1967).


� Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 (2002).


� This project is currently limited to US law.  Examination of other patent systems in English-speaking jurisdictions would be very useful for investigating questions of how underlying issues of language influence patent doctrine, and I hope to look at least at Canadian patent law later.


� Frigaliment [cite]


�Markman v. Westview Instruments, discussed below.


� [cite].  The decision was affirmed by the Supreme Court, which was more interested, however, in the issue of whether claim interpretation should go to the jury.  The Supreme Court held that claim interpretation should be decided by the judge, even though the issue of infringement (and therefore the issue of applicability of the doctrine of equivalents, discussed below) is for the jury.  The difficulty of trying to maintain the law/fact distinction in this context is related to the difficulty caused by what I am calling closet commitments to a theory of language.  Roughly speaking, if there is a “thing” called plain meaning, discerning it might seem to be amenable to being considered a matter of law, but if there is no such “thing” and meaning is completely dependent on thick context, it will seem that meaning should be a matter of fact.


� The Markman case gave rise to something called a Markman hearing in the trial court, in which the trial court arrives at a claim construction.  The CAFC refuses to grant interlocutory review of claim construction, which results in many cases getting litigated once all the way through the CAFC only to have the CAFC rewrite the claim interpretation and make the litigants start over.


� I know of no piece that shows this better than Thomas C. Grey, The Hermeneutics File, in a Symposium on Interpretation published by the University of Southern California Law Review about twenty years ago. [cite]  This piece is a pragmatist tour de force of writing, delightful to read, and should be much better known. 


For the time being I am equating holism with pragmatism, though probably this should be explicated.  Quine,  one of the fathers of the holistic view, said his view turns toward pragmatism, and many of the other philosophers identified with holism are identified with pragmatism.


� For examples of how this works, see some of my earlier writings such as [reply to Schauer] and [Albany chapter], or [Duncan Kennedy phenomenology piece].


� For those more familiar with the analogous type of issue in contract law, think of the Corbin position (as opposed to Williston) on the parol evidence rule.


� See, e.g., Vitronics v. Conceptronics, 90 F.3d 1576 (Fed. Cir. 1996): “First, we look to the words of the claims themselves; . . . second, it is always necessary to review the specification to determine whether the inventor has used any terms in a manner inconsistent  with their ordinary meaning. . . .Third, the court may also consider the prosecution history . . .


[W]here the patent documents are unambiguous, expert testimony is entitled to no weight.“ [cite] Technical dictionaries and treatises are the only exception to the court’s disfavor of interpretive sources outside the immediate textual context of the patent.





� This is the case in Vitronics, supra.


� Particularly Vitronics, supra.


� In recent speeches Judge Rader has been saying that Wittgenstein is the most important philosopher of the 20th century, so perhaps he is not so closeted, though I don’t think his opinions are showing consistency with Philosophical Investigations.  More important, Chief Judge Mayer in her dissent in Phillips adverts specifically to the need to consider meaning as a question of fact (quoted below).


�  Prof. Polk Wagner and colleagues have compiled at � HYPERLINK "http://www.fedcir.org" ��www.fedcir.org� a valuable database that catalogues the interpretive split on the court.  See [cite to article]. He finds two modes of interpretation, and calls one of them “holistic” but the other one “procedural.” Wagner’s investigation is entirely devoted to what the judges say about what they are doing, rather than what is actually determinative. His “holistic” category is not the same as my “holistic” category, which is meant to track the philosophical discourse as I understand it.  Instead, Wagner’s “holistic” category (to my mind creating unnecessary confusion in terminology) seems to correspond to those judges who say they are looking first to the patent document as a whole, and his “procedural” category seems to correspond to those judges who say they must first look for the plain meaning of the words in the claim. Thus his categories do not address the view that meaning is local and essentially factual, nor do they address the issue that interests me here, closet commitments. (Cf. Craig Allen Nard, A Theory of Claim Interpretation, 14 Harv. J. L. & Tech.  XXX (2000)(characterizing the interpretive split as “pragmatic textualism” vs. “hypertextualism”). 





� Patent practitioners routinely adjust their arguments based upon charts they maintain of what to say depending on what judges they draw. Wagner’s database will facilitate their established practice.  


� Unless the interpretation is now so broad that it covers things in the prior art, in which case the patent will be invalidated and defendant will win.


� [need documentation for this]


� ___F.3d___(Fed. Cir. July 21, 2004(order), vacating panel opinion, 363 F.3d 1207 (Fed. Cir. 2004)


� See Quine, Two Dogmas of Empiricism [cite].  In this famous article, Quine dissolved the distinction between analytic and synthetic truths.


� [documentation for this?]


� As I mentioned at the outset, it is often thought that the judges’ difficulties with many varieties of patent doctrine can be correlated with varying positions on resolving the policy dialectic. I am not proposing to argue that all of the difficulties can be traced to different commitments about what language is and how it works, just that that is part of the difficulty.  I have the intuition that the policy dialectic is not entirely separate from the commitments to language I am trying to investigate—for example, as I mentioned, the idea of notice is often correlated with the idea of plain meaning—but I am not attempting now to parse the relationship.





� Prosecution history estoppel has been discussed primarily in cases involving the doctrine of equivalents, but there is a species of estoppel in literal claim interpretation too.  If an applicant espouses a narrow definition of a word for purposes of getting the PTO to allow the patent, the patentee will not usually be able to get a broader interpretation for an infringement suit.  The prosecution history is considered part of the intrinsic evidence for the court to consider in arriving at the (literal) claim interpretation.  It could function to limit possibilities that may otherwise seem to exist in the linguistic unit(s) of the claim. [add examples]





� Warner-Jenkinson Co. v. Hilton-Davis Chemical Co., 520 U.S. 17 (1997).


� The Festo decision at the CAFC level was very disturbing to practitioners, who had prosecuted and obtained patents in reliance on prior law.  It was thought that Festo would result in applicants writing a lot of narrow claims and never amending them, to avoid the absolute bar, with the hope of expanding them later with the doctrine of equivalents. The Supreme Court decision in Festo has to some extent both obviated the necessity for this strategy and limited its effectiveness.


� Winans v. Denmead, 15 How. 330 (1854).


� [cite]


� Warner-Jenkinson at [     ].


� Even though the doctrine of equivalents is an equitable doctrine, the CAFC holds that the decision on whether equivalence should be found is a jury question (subject to application by the court of these legal limitations). The Supreme Court has not ruled on this issue.


� The CAFC wants to use the term “limitation” for words in the claim and “element” for aspects of the object, but it does not always adhere to this distinction. [cite]


� I will explore this issue in Part IV below.


� 122 S. Ct. at 1839.


� I will explore this issue in Part V below.


� Id.


� Actually, of course, the claim was most likely written by an attorney (or other patent prosecutor), not by the patentee himself, so imagining what the patentee knew seems fictive.  I will explore this issue in Part III below. Patents are supposed to incentivize innovation, and questions of doctrine are ultimately answerable to this policy goal.  It will be worth considering how incentivizing inventors is (or isn’t) connected with the capability of the claim drafters they hire.





� [Except, of course, by using the process of reissue, in an appropriate case.]


� The question of what might be evidence of what words are available, and when, might be isomorphic with the question of what counts as evidence of what words mean in the context of claim construction, as canvassed above in Part I.


� Or of the drafter employed by such a practitioner, or of a practitioner of the art of drafting. Perhaps the Court is setting up a standard of due care for attorneys. See Section III below.


� The Court in Festo concluded by saying that the patentee bears the burden of showing that an amendment does not surrender a particular equivalent in question, listing three ways of doing this:  (1) showing that the equivalent was unforeseeable at the time of the application; (2) showing that the rationale underlying the amendment bears “no more than a tangential relation” to the particular equivalent; and (3) any “other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question.”  122 S. Ct. at 1841.  These pronouncements have  thrown practitioners into a tizzy.  How does one show unforeseeability of a technological advance?  What exactly is a “tangential” relationship between an equivalent and the reason why a claim was amended? What might count as one of those “other” reasons suggesting that the patentee could not reasonably be expected to have described the equivalent in question?  With respect to the latter, I think we may see practitioners developing an ability to argue that certain things were unsayable at the time the patent was drafted.  In other words, they will be looking for ways to say that something cannot be said.





� 122 S.Ct. at 1840.


� 122 S.Ct. at 1840-41.


� 122 S.Ct. at 1841.


� [cite literature on foreseeability]


� 122 S.Ct. at 1841.


� During my first semester as a law student, in the USC Law Center’s wonderful first-semester required course in Law, Language & Ethics, which I later had the privilege of teaching for quite a few years, Chris Stone posed to us the question, “King Midas touched a rose and the rose turned to gold—Why not just the petal?  Why not the branch?  Why not the whole bush?  Why not the whole garden?” 





� Usually, the more words there are in a claim, the narrower is the claim (because each of those words can be a limitation); for example, “a chocolate cake” is a narrower claim than “a cake,” and “a two-layer chocolate cake” is a narrower claim than “a chocolate cake.”  But does more words mean there are more elements in the “corresponding” physical object?  Should we say that “a rectangular wooden support surface” is one element but that “a surface, said surface being made of wood; said surface being rectangular in shape; said surface providing support” is three?





� See, e.g., Schering Corp. v. Amgen, Inc., 222 F.3d 1347 (Fed. Cir. 2000)(“[T]his court must determine what the term meant at the time the patentee filed the . . . application”); Cybor v. FAS Technologies, Inc., 138 F.ed 1448, 1456 (Fed. Cir. 1998)(“As a general rule, the construing court interprets words in a claim as one of skill in the art at the time of invention would understand them.”)  Other cases seem to lean toward recognizing that the meaning of the language in the patent changes over time and allow the patentee to have the benefit of later meanings. [cites?]


� Warner-Jenkinson


� For more discussion of levels of generality of description, see Part VI.


� See [standard reduction to practice doctrine]. Pfaff v. Wells [cite] represents a special type of case in which the inventor was held to know that the invention would work without building the physical instantiation.  The Supreme Court in that case did emphasize the importance of conception to the notion of invention, more than the previous focus of the lower courts on reduction to practice.


� There are more recent cases, primarily involving biotech inventions, in which the written description doctrine seems to be a substitute for other doctrines that previously served to cabin the breadth of claims.


� See, e.g., John Barton [        ]


� The opponent’s other strategic avenue is try to show that patent covers only German chocolate cake and therefore his cocoa sponge cake is not infringing.  In other words, defendants face a choice of arguing that the claim is to be interpreted very broadly, so as to make the patent invalid by failing to clear the prior art, or arguing that the claim is to be interpreted very narrowly, so that it does not cover defendant’s device.  This is one place where it is not possible to argue in the alternative.


� The “equivalent thereof” in this statutory provision is not treated the same as the “equivalent” envisioned for the doctrine of equivalents.  Instead, this “equivalent thereof” is part of what can count as literal infringement.  This use of the same word for different doctrines has caused quite a bit of confusion, but I will not discuss it here.


� [Halliburton].  Otherwise, I could claim “means for achieving perpetual motion.”


� Chiuminatta Concrete Concepts, Inc. v. Cardinal Industries, Inc., 145 F.3d 1303 (Fed. Cir. 1998)


� 145 F.3d at 1308-9.


� Vitronics (language traditionalist claim construction) and Chiuminatta (literal-minded concrete description of structure) are both opinions by Judge Lourie.  I hope someone with the energy of Prof. Wagner and his colleagues compiles a database of the Federal Circuit’s split of interpretation involving levels of generality of descriptions, and correlates it with the split involving what the judge says about claim construction.


� Compare Judge Clevenger’s opinion for the court with Judge Lourie’s dissent in Odetics, Inc. v. Storage Technology Corp., 185 F.3d 1259 (Fed Cir. 1999).





PAGE  
49

