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Linguistics and Claim Construction:

Why the Federal Circuit’s Approach in Phillips v. AWH Corp.
Is Unlikely to Uncover a Claim’s True Meaning*
Kristen Osenga**
Things are not made for the sake of words, but words for things.

It begins with a collection of words – a single sentence that can be worth thousands, or even millions, of dollars or may instead be worth little more than the paper on which it is written, a sentence that can secure one company’s financial future or spell another company’s ruin.
  It all begins with the patent claim, a single sentence given the extraordinary duty of defining and describing an invention.
  Although most patents include more than one claim, each claim is an independent entity and defines or describes an invention of its own.
  Describing even the simplest invention in a single sentence proves challenging.
  It is no wonder, then, that patent claims are often unwieldy and incomprehensible.
And yet, patent claims must be understood to be functional.  Claims serve to define the outer extent of a patentee’s exclusionary right, and therefore serve the dual functions of putting boundaries on the patentee’s monopoly
 and providing sufficient notice of that monopoly to allow the public to avoid infringing the patent.
  The effort of the courts to understand a patent’s claims, to define and determine the outer extents of the patentee’s rights via the process of claim construction, is arguably the most important step in any patent litigation.
  In fact, patent litigation often is not focused on whether the accused infringing device includes a particular element, but rather on whether the language of the patent claim covers the element as it exists in the accused device.
  In these cases, the claim construction becomes the deciding factor.
  There is evidence that most cases settle following claim construction, and those that do not are often decided on summary judgment.
  Even where questions of fact exist, the first step in any patent case is claim construction.

There is no argument that claim construction is an important process; there is, however, extensive argument about how to do it properly.  Part of the problem, as Professor Mark Lemley points out, is the illogical notion of defining the words of a claim using “other, theoretically clearer words.”
  An even more striking problem is that the United States Court of Appeals for the Federal Circuit
 (“Federal Circuit”) has not only largely failed to provide adequate instruction on the issue, but has even added to that confusion by promoting, at various times, alternative methods of claim construction.  The ensuing chaos and confusion over the process of claim construction has created an area of law rife with controversy.
 
The uncertainty over claim construction process has led to uncertainty in patent scope, which in turn negates the notice and boundary-staking functions of the patent claim.  Although claim construction is a matter of law,
 studies indicate that a district court judge’s claim construction is reversed by the Federal Circuit in approximately one-third of all patent cases.
  As a matter of law to be decided by the judge, the “errors” in claim construction cannot be blamed on juries.  In fact, consistency and certainty were the bases of charging district court judges with the task of claim construction:  

[I]t is only fair (and statutorily required) that competitors be able to ascertain to a reasonable degree the scope of the patentee’s right to exclude. . . . Competitors should be able to rest assured, if infringement litigation occurs, that a judge, trained in the law, will similarly analyze the text of the patent and its associated public record and apply the established rules of claim construction, and in that way arrive at the true and consistent scope of the patent owner’s rights to be given legal effect.

This article suggests that until the Federal Circuit provides clear and linguistically sound guidelines for claim construction, the problems with certainty and consistency will continue to plague claim construction.  Although the court recently took (and decided) the Phillips v. AWH Corp. case en banc, with the expressed intent of clarifying some of the confusion surrounding claim construction, the Federal Circuit failed, not simply because it provided no additional guidance to district court judges, but because it never properly approached the question at hand—what does a particular word mean?  Because claim construction is, at its core, a search for the meanings of words used in a particular language, that is, the language of patent claims, this article suggests that viewing claim construction through the lens of traditional linguistic analysis methodologies would prove to be a better approach and would result in greater certainty than the methodology espoused by the Federal Circuit in Phillips and its ancestors.  
In particular, this paper argues that claim construction should instead track the way in which we, as speakers of a language, attempt to understand what is being said, starting with our common understanding of everyday terms.  Patent claims unquestionably have their own grammar (and at times their own lexicon) that needs to be considered as well, especially where that grammar skews our conventional understanding.  Further, despite the litany surrounding all claim construction efforts of the Federal Circuit that mentions the person having ordinary skill in the art, that idea is rarely applied in practice and yet is necessary to shape our common understanding of terms in practice to arrive at a consistent and appropriate claim construction.  
This article, in Part I, discusses in detail the divergent lines of claim construction methodology that gave rise to the Federal Circuit’s taking of the Phillips case en banc.  In Part II, the Phillips opinion, and its purported methodology, are examined and the shortcomings of this process of claim construction are described.  Finally, Part III proposes the use of linguistic techniques as a preferred methodology for claim construction, first examining conventional linguistic techniques and second applying these techniques to patent claim construction.
I.
The Rise of the Claim Construction Debate

Construing a term of art after receipt of evidence is a mongrel practice.

So why are district court judges getting claim construction so wrong?  In some respects, claim construction is not unlike the processes of statutory and contract interpretation that any judge should be familiar with.  The Federal Circuit en banc Markman decision, in wrestling with the appropriate analogy for claim construction, analogized the process to both statutory and contract interpretation.
  Just as contract law requires the respective parties agree to do something (or give up something) that they are not obligated to do in exchange for the other party’s doing the same, the patentee agrees to make full disclosure of his invention, a task which he is not otherwise obligated to do, in return for receiving an exclusionary property right in the invention from the government.
  Similar to statutes, patents “are written instruments that all persons are presumed to be aware of and are bound to follow.”
  Both are enforceable against the public and the history of each, legislative in the case of statutes and prosecution in the case of patents, are matters of public record that can aid interpretation.
  
Any judge that knows his way around the bench has at least some experience in both of these fields of interpretation, and so patent claim construction should not be a foreign process.  There is, however, a nuance that distances patent claim construction from either contract interpretation or statutory interpretation, the presence of the fictional person having ordinary skill in the art (“PHOSITA”).
  However, the addition of the PHOSITA to the table is not the main reason for the district courts’ failures.

Perhaps a better explanation is that there have been, it appears, at least two competing “methodologies” of claim construction, each resulting in a potentially different outcome, with each methodology having a significant number of champions among judges of the Federal Circuit.
  As such, the district court judge has been left with inconsistent instructions for interpreting patent claim terms, and depending on which methodology he chooses, may construe a claim term using a different means than those favored by the appellate panel that ends up reviewing his opinion, resulting in the high rate of reversal.
  This problem is so opaque that Professors Wagner and Petherbridge posit that claim construction outcomes can be predicted based on factors such as Federal Circuit panel composition.
  
Although the Federal Circuit resolved to clarify its claim construction process jurisprudence by taking the Phillips v. AWH Corp. case en banc in 2004,
 its opinion issued in July 2005 completely fails to give district court judges any instructions for determining claim scope.
  As will be explained in more detail below, the court expressly refused to provide formulaic guidelines, and rather fell back on its earlier, unstructured process.
  Despite the idea that the Phillips opinion would be a watershed model providing clear direction to district court judges and consistent review by the Federal Circuit, patentees and the public are left with no more certainty of claim scope than before.
  Part of the problem can be attributed to the general nature of patent claims; the Federal Circuit’s inconsistent claim construction jurisprudence likely deserves the remainder of the blame.
A.  The Problematic Nature of Claims Generally

The patent claim is a single sentence that utilizes words to recite a textual description of what the patentee considers his invention and performs the dual functions of providing public notice and defining the metes and bounds of the patentee’s exclusionary territory.
  Parsing that idea, two immediate problems come to mind.  First, there is the difficulty of explaining anything complex in a single concise and comprehensible sentence.
  Although non-patent people are often troubled by this concept, patent claims have been written as a single sentence since the dawn of time and claim construction would not likely be any less problematic if multi-sentence claims were permissible.
    Rather, as discussed below, the single sentence framework (among other things) requires a modification on traditional syntactic analysis because word order and parts of speech are often juxtaposed from common English usage to fit the framework.

Second, there is the inherent inadequacy of language to describe that which is, as inventions are required to be, new.
  As a predecessor court to the Federal Circuit noted:
An invention exists most importantly as a tangible structure or series of drawings.  A verbal portrayal is usually an afterthought written to satisfy the requirements of patent law.  This conversion of machine to words allows for unintended idea gaps which cannot be satisfactorily filled.  Often the invention is novel and words do not exist to describe it.

One way this problem manifests itself is that patent claims often include words used in a slightly unexpected manner, whether it be that the word is used in an unusual part of speech (e.g., a “perimeter surface”) or that unusual word pairings are used to craft a combination that is unexpected (e.g., ** example **).
Beyond the language difficulties of attempting to describe an invention precisely in a single sentence and using existing words to describe a new invention, yet another problem with patent claims generally is the tension that arises in drafting the patent claims.  The patentee is trying to walk a narrow line of fashioning a claim sufficiently narrow that it is not invalid over the prior art, but at the same time trying to obtain a sufficiently wide scope of protection that may include coverage of future devices.

B.  The Twisted Path of Claim Construction Jurisprudence

The current state of claim construction affairs can be traced back to 1995, when the Federal Circuit decided Markman v. Westview Instruments, Inc.
  In that case, the court concluded that claim construction was a matter of law to be decided by the court.
  The rationale for this decision was to remove the uncertainty in patent litigation that would result from juries performing claim construction.
  The court later followed up Markman with Cybor Corp. v. FAS Techs., Inc.,
 where the Federal Circuit determined that it would review district court claim construction determinations de novo.
  These two principles, that claim construction is a matter of law and that the Federal Circuit reviews claim construction de novo, have been considered unquestionable, although there is a movement afoot to reconsider.
  
Shortly after deciding that judges were the best actors to perform claim construction, the Federal Circuit issued Vitronics Corp. v. Conceptronics, Inc.,
 where the Federal Circuit attempted to provide a hierarchy of considerations for claim construction.
  First, claim construction must always begin with the language of the claim.
  Terms in the claim must be given their ordinary and customary meaning as given by a PHOSITA, unless either the patentee acted as his own lexicographer by assigning an uncustomary meaning to a claim term or the patentee explicitly disavowed a range of claim scope from the ordinary meaning.
  From the claim terms, the district court should consider other intrinsic evidence, such as the specification and the prosecution history.
  Claims must be read in light of the specification, which “is te single best guide to the meaning of a disputed term.”
  Extrinsic evidence may be used in claim construction when the intrinsic evidence is inconclusive, or generally to educate the court about the technology, but may never be used to vary or contradict the claim language.
  
Supplementing the hierarchical chain of evidence set forth in Vitronics, the Federal Circuit has pronounced a number of claim construction canons that may be used, although the Federal Circuit has also extensively limited the use of many of these canons.  Canons include interpreting a claim to maintain validity,
 a correct interpretation rarely excludes the preferred embodiment,
 narrow is preferred to broad,
 different claims have different scopes,
 and limitations cannot be imported in from the specification or prosecution history.
  For much of the history of judicial claim construction, there was little more guidance than this.  Not surprisingly, there were many questions:  Where is the line between reading the claims in light of the specification and reading in limitations from the specification?  Where is the line between using extrinsic evidence to educate the court versus to inform claim construction?  How explicit does one have to be to be one’s own lexicographer or to disavow scope?  Who is the PHOSITA and how do we know what he thinks?  How does one determine the ordinary and customary meaning of a claim term?

This last question spurred a division in the court that prompted the Federal Circuit to take Phillips en banc.  In October 2002, the Federal Circuit issued Texas Digital Systems, Inc. v. Telegenix, Inc.,
 which represented to many a dramatic change in claim construction jurisprudence
 and was initially hailed by the patent bar.
  Although Vitronics had reserved a special place for dictionaries,
 Texas Digital is considered to raise dictionaries to the primary source for claim interpretation.
  However, as dictionary use at the Federal Circuit grew, it became clear that not all judges were on board with the changed methodology.
  Moreover, the increased usage illuminated a myriad of problems with dictionary usage, such as which dictionary to use and which definition within any given dictionary should be chosen.

Although all of these principles and canons are implicated in the chaotic state of claim construction, the two fundamental obstacles to consistent claim construction methodology remain the amount of use of the specification and the ideal place from which to find the ordinary and customary meaning.  Unfortunately, these two problems have led the Federal Circuit to form two camps, with each trying to satisfy, at least first, one of the two problems.
  It was the increased frequency in clashes between these camps that gave rise to Phillips.

II. Phillips v. AWH Corp.
Eloquent words can mask much mischief.  The court’s opinion today is akin to rearranging the deck chairs on the Titanic—the orchestra is playing as if nothing is amiss, but the ship is still heading for Davey Jones’ locker.

A. 
The Issue in Phillips
Edward H. Phillips invented and obtained a U.S. Patent on modular, steel-shell panels that, because the panels were load-bearing, impact resistant, and insulated against fire and noise, are especially useful in building prisons.
   In 1997, following a discontinued business relationship concerning the panels, Phillips sued AWH Corporation for patent infringement.
  The focus of the infringement litigation was the language of claim 1, and particularly, the language “further means disposed inside the shell for increasing its load bearing capacity comprising internal steel baffles extending inwardly from the steel shell walls.”
  The district court interpreted that language as “means plus function” under 35 U.S.C. § 112, paragraph 6, and determined that the structure contemplated in the specification were baffles extending “inward from the steel shell walls at an oblique or acute angle to the wall face” and forming an interlocking barrier in the interior of the wall model.
  Because AWH’s walls had baffles oriented at right, or 90 degree, angles, the district court held that Phillips could not prove infringement and granted AWH summary judgment of noninfringement.

Phillips appealed to the Federal Circuit.  A panel majority, although disagreeing with the district court’s claim construction, affirmed the district court’s grant of summary judgment of noninfringment.
  In particular, the majority held that the district court erred in finding the cited language to be in “means plus function” format, but concluded that the patent used the term “baffles” in a manner that excludes structures that extend at a 90 degree angle from the walls.
  The majority based its holding on a variety of instances in the specification referring to baffles being “disposed at angles which tend to deflect bullets.”
  The dissent, on the other hand, argued that the majority had improperly read in a limitation from the specification, noting that the parties had stipulated that “baffles” are a “means for obstructing, impeding, or checking the flow of something,” and that the majority had agreed with that as the ordinary meaning.
  Because there was nothing in the specification to limit or disclaim the ordinary meaning, and because the objective of impact resistance was only one of several objectives of the invention, the dissent concluded that “there is no reason to supplement the plain meaning of the claim language with a limitation from the preferred embodiment,” and that the dictionary-derived ordinary meaning should be used.

B.
The Phillips En Banc Order
The above-described panel decision was vacated by an en banc order issued by the Federal Circuit on July 21, 2004, granting Phillips’ petition for rehearing en banc “in order to resolve issues concerning the construction of patent claims raised by the now-vacated panel majority and dissenting opinions.”
  The en banc order then went on to pose seven questions (or eight, counting the question raised by the concurrence) designed to get at the heart of the claim construction controversy,
 although a fair summary of the document as a whole might read “Claim construction, please discuss.”  Some of the questions were aimed squarely at choosing between the dictionary-heavy and specification-heavy approaches.
  Others were directed towards elaborating on one approach or the other.
  Finally, the Federal Circuit posed a question about claim construction generally and without regard to the two competing approaches, asking whether, consistent with Supreme Court and Federal Circuit precedent, it is appropriate for the Federal Circuit to defer to any aspect of trial court claim construction rulings, and if so, to what extent.
  Judge Rader, in concurring, raised the question of whether claim construction is “amenable to resolution by resort to strictly algorithmic rules,” or whether it would be better achieved “by using the order or tools relevant in each case to discern the meaning of terms according to the understanding of one of ordinary skill in the art at the time of invention.”

The patent bar bristled with anticipation.
  Legal scholars and commentators tried to predict the outcome.
  Parties ranging from bar associations and legal organizations to corporations and law firms filed amici curiae briefs.
  Seven months and thirty-something amicus briefs later, on February 8, 2005, the Federal Circuit heard oral argument from the parties as well as the Solictor from the Patent Office, before a standing-room only crowd, in the Phillips case.
    Finally, on July 12, 2005, nearly one year after taking the case en banc, the Federal Circuit issued the eagerly awaited opinion, which sadly turned out to be nothing worth waiting for.
C. The Phillips Opinion

After agreeing with the panel that the district court erred in construing the disputed language as invoking “means plus function” analysis, the Federal Circuit then undertook to construe the structural term “baffles.”
 Looking to the first two paragraphs of 35 U.S.C. § 112, the court concluded that the “principal question that this case presents to us is the extent to which we should resort to and rely on a patent’s specification in seeking to ascertain the proper scope of its claims.”
  The court then held out the Markman and Vitronics cases, as well as the more recent case Innova/Pure Water Inc. v. Safari Water Filtration Systems, Inc.,
 as being exemplary:  “What we said in those cases bears restating, for the basic principles of claim construction outlined there are still applicable, and we affirm them today.”

The principles affirmed include that the claims define the invention,
 that the words of the claim are to be given their ordinary and customary meaning as the term would have to a PHOSITA at the time of invention,
 and that the intrinsic record provides the context in which the PHOSITA would read the claim term.
 
The court then seemingly drew a distinction between general terms and technical terms:
In some cases, the ordinary meaning of claim language as understood by a person of skill in the art may be readily apparent even to lay judges, and claim construction in such cases involves little more than the application of the widely accepted meaning of commonly understood words.  In such circumstances, general purpose dictionaries may be helpful.  In many cases that give rise to litigation, however, determining the ordinary and customary meaning of the claim requires examination of terms that have a particular meaning in the field of art.  Because the meaning of a claim term as understood by persons of skill in the art is often not immediately apparent, and because patentees frequently use terms idiosyncratically, the court looks to those sources available to the public that show what a person of skill in the art would have understood disputed claim language to mean.

How, then, do we determine what a term would mean to a PHOSITA?  The court provided some well-worn guidelines.  The claims themselves may provide meaning, both by viewing the term in context and by virtue of claim differentiation.
  The court then reminded us that the specification “is always highly relevant to the claim construction analysis.  Usually it is dispositive; it is the single best guide to the meaning of a disputed term.”
  The specification not only “necessarily informs the proper construction of the claims,”
 but also “may reveal a special definition given to a claim term by the patentee that differs from the meaning it would otherwise possess.”
  For these reasons, “[i]t is entirely appropriate for a court, when conducting claim construction, to rely heavily on the written description for guidance as to the meaning of the claims.”
  The court also extolled the use of the prosecution history.
  Consistent with Vitronics, the court again relegated extrinsic evidence to a position somewhat less than intrinsic evidence because of its various infirmities, but noted that extrinsic evidence (particularly dictionaries and treatises) can help understand underlying technology.
  As the court admits, none of this is particularly earth-shaking.

The Federal Circuit then took up the dictionary issue.  Although the Federal Circuit was sympathetic to the problem that Texas Digital sought to correct—namely that the existing methodology of consulting “the written description and prosecution history as a threshold step in the claim construction process, before any effort is made to discern the ordinary and customary meanings attributed to the words themselves” would “invite[ ] a violation of our precedent counseling against importing limitations into the claims”
 —the court held that this placed too much reliance on extrinsic sources and not enough on the specification and prosecution history.
  The Phillips opinion characterizes Texas Digital as limiting the specification in claim construction to “serving as a check on the dictionary meaning of a claim term if the specification requires the court to conclude that fewer than all dictionary definitions apply, or if the specification contains a sufficiently specific alternative definition or disavowal.”
  The court’s main problem with this is that the inquiry is focused on the abstract meaning of the word, rather than the meaning in context, and that there is then a risk of “systematic overbreadth.”
  The court does point out, however, that dictionary use is not precluded and that such sources “are often useful to assist in understanding the commonly understood meaning of words.”

In sum, the Federal Circuit seems to give the following claim construction guidance:   First, remember what we told you in Vitronics.  Second, dictionaries are not all that, but you can use them as you see fit.  Third, even though it is difficult (since even we cannot explain how to avoid it), try not to read in limitations from the specification.  In fact, the court is acutely aware that it is providing no guidance:  “[W]e recognized that there is no magic formula or catechism for conducting claim construction.  Nor is the court barred from considering any particular sources or required to analyze sources in any specific sequence, as long as those sources are not used to contradict claim meaning that is unambiguous in light of the intrinsic evidence.”
  In short, as Judge Mayer accurately notes in dissent, the land of claim construction after Phillips is no different than before:  “[W]e say nothing new, but merely restate what has become the practice over the last ten years—that we will decide cases according to whatever mode or method results in the outcome we desire, or at least allows us a seemingly plausible way out of the case.”
  There has to be a better way to approach claim construction.
III.
A Linguistics Approach to Claim Construction

[T]he methods of linguistic science can significantly inform . . . [judges’] innate ‘common sense’ about their own language, thus providing some objective and principled ways to deliberate over hard cases of interpretation.
  

Claim construction is, to be sure, a difficult task.  Patents “consist[] of legal language, commingled with technical verbiage, the latter being the pillar on which its meaning stands.”
  Neither legal language nor technical verbiage provides consistently easily defined terms, and both legal and technical languages are often a field apart from the English language.  In fact, Senior Judge Plager of the Federal Circuit has remarked “reading [patent] claims is an art of sorts, involving half technology and half linguistics.”
  And yet, the Federal Circuit has rarely mentioned linguistics in its claim construction opinions
 and certainly did not consider linguistic approaches when it wrote the Phillips opinion.
  But it would seem that the most natural place to begin a search for the meanings of words would be linguistics—the study of language.
  This paper argues that by formalizing some of the voluntary and involuntary processes of understanding language and applying these processes to claim construction, the Federal Circuit is more likely to obtain appropriate and consistent definitions of patent claim terms.
A.
A Quick Background in Linguistics

Although linguistics covers a wide range of studies having in common the unconscious psychological mechanisms by which we make and interpret utterances in our native language,
 there are three core areas of linguistics that have relevance to the quest for patent claim term meaning—semantics, syntax, and pragmatics.
  Semantics is the discipline within linguistics devoted to the study of the meanings of words and combinations of words.
  Syntax studies how phrases and sentences are structured and how these combinations of words then attain meaning.
   Pragmatics is the study of language in context, or what meaning is given to a word by a particular reader in a particular situation.
  In reading, speaking, and understanding everyday English, a person informally uses components of all of these skills.
  
At the heart of claim construction is the search for meaning, and so it would seem that semantics is the place to start.  A semanticist constructs a theory of what a word means by examining how a native speaker of the relevant language uses that word in combination with other words.
  Semantics starts with a basic, but important, assumption:  a person’s linguistic capabilities are based on knowledge he has.
  This notion is all but absent in the Federal Circuit’s claim construction jurisprudence.  With respect to very common words, or words used in their conventional sense, the court denies this underlying knowledge, resorting at times instead to dictionaries to purportedly “define” words for which the judge already has knowledge.  With respect to technical words, the Federal Circuit has removed (in practice, if not in name) the PHOSITA from much of its claim construction process, thereby denying the knowledge of the PHOSITA in defining terms.  
Further, when construing claims, the Federal Circuit typically views the matter as one of a word or combination of words.  In doing so, the court may be neglecting the other two areas of linguistics that are crucial to understanding language – syntax and context (or pragmatics).  With respect to syntax, we gain considerable insight into meaning based on the placement of words in phrases or sentences.  By simply defining words in the abstract, we are unable to use our syntactical intuitions to our benefit.  Pragmatics, on the other hand, is tied intimately to the contextual understanding of terms and the PHOSITA.  
B.
Applying Linguistics to Claim Construction

Linguistics, as a science, has already validated the use of various tools and theories to understand language.  Because of this, there are at least five notions from linguistics that can help shape a more consistent claim construction methodology:  1) there is an appropriate place for dictionary usage, which is to inform the judge’s common sense understanding about a word where he has none; 2) every reader, including a judge, contains a mental lexicon with a common sense (or conventional) understanding of word meaning which is a point from which to start when interpreting claims; 3) patent claims have their own grammar which must inform the syntactical and context analysis but may also skew the reader’s common understanding that was obtained either from a mental lexicon or from a dictionary; 4) regardless of the common sense understanding, the PHOSITA must be returned to the analysis; and 5) it is time that patentees, the Patent Office, and the court understand that they are playing the same game and use the same rules.
1. Dictionary Usage

Although the Federal Circuit in Phillips did not explicitly throw dictionaries out the window, it did caution against their use.  Resorting to a dictionary to define a term is natural:  “[J]udges habitually turn to dictionaries when faced with indeterminacy in interpreting … sentences.”
  However, in practice, this habit is not about defining a word, but rather about verifying a meaning.  Professor Craig Hoffman explains the difference as follows:  definition is using a dictionary to define a word that the reader does not know, while verification is using a dictionary to verify that a common English word has a meaning that the court has chosen to assign it.
  In verifying, the judge will pronounce a legal conclusion about a sentence, identify a “language problem” with the text and focus on a potentially problematic word in that text, and then will cite one or more dictionary definitions to support the conclusion that the problematic word has the meaning originally asserted.
  Rather than serving as a prospective inquiry into a word’s meaning, verification is, at best, an innocent retrospective search for validity of a judge’s common sense understanding of the English language and, at worst, a result-driven no-holds-barred mission to justify and rationalize the chosen meaning for a term.  Thus, verification, although occasionally harmless, at the very least raises a specter of impropriety in the court’s definition.
An examination of claim construction in the Federal Circuit shows that the court uses dictionaries for verification rather than definition.
  [** give examples, e.g. – the use of multiple dictionaries, circular dictionary chains, etc. **]  Dictionaries are used most often, in fact, when the word being defined is a simple word that most judges, and indeed most native English speakers, would never dream of looking up in a dictionary.  [** examples **]  The Phillips court incorrectly stresses that this situation—the simple non-technical word—is precisely the situation in which the court finds dictionary use to be appropriate, noting that “general purpose dictionaries may be helpful” in cases where “the ordinary meaning of claim language as understood by a person of skill in the art may be readily apparent, even to lay judges.”
 

On this point, I would argue that the Federal Circuit has gotten the approach completely wrong.  Dictionaries should be used in claim construction only to define those words for which a judge has no common understanding.  In many cases, that situation would be one in which the disputed term is “technical verbiage,” although, on occasion, it is conceivable that a judge may not be versed in a peculiar use of a general English term within a given field of art.  If the use of dictionaries is then largely limited to technical terminology, it would seem that a context-specific, rather than a general, dictionary would be most appropriate.  The other shortcomings of dictionaries would still apply, however.  A question remains as to which particular dictionary, which edition of the chosen dictionary, and which definition or definitions in that dictionary to choose.
  Especially in the technical fields, there may be somewhat of a battle of the dictionaries or even a question of whether a particular document, such as a list of definitions created by a standards-setting organization, should be held to the same esteem.

Another problem that dictionaries bring to bear is when to stop defining, a problem that may be exacerbated if dictionaries are limited to technical terms for which the judge has no common understanding.  One example of this is the Federal Circuit’s much-criticized claim construction in Novartis Pharmaceuticals Corp. v. Eon Labs Manufacturing.
  In that case, the court was seeking to construe the term “hydrosol.”  The court consulted a dictionary, which defined “hydrosol” as a “sol in which the liquid is water.”
  The court then looked up “sol,” which was defined as “a dispersion of solid particles in a liquid colloidal solution.”
  From here, the court went on to look up “solution.”
  Although a judge may have no common understanding of the term “hydrosol,” thus permitting resort to a dictionary, and even may have no understanding of “sol,” there must be an appropriate stopping point, when the definition is finally distilled down to words for which the judge must have an awareness of the conventional definition. 
Dictionary use is thus only appropriate where the judge has no conventional definition for the term in question.  These situations could include technical terms with which the judge is unfamiliar or in cases where typical English terms have taken on technical meanings which vary from conventional understanding (such as “cookie” in the computer arts).  Under no circumstances should dictionaries be used to define (or rather verify) conventional English words in their traditional usage.  Further, the definition gleaned from dictionaries in these cases must be considered within the context and syntax of the patent claim, as discussed below. 
2. The Patent Lexicon

For words that are not amenable to dictionary definition, i.e., words for which the judge has some common understanding, it may be helpful to consider that every speaker has an internal mental lexicon or dictionary
 that, although lacking in context, can provide a starting point for claim construction.  Although every speaker may not define a term identically, for words to have meaning, the definition must stay within a common boundary when referring to reality.
  Although the resultant definition must be shaped by the term’s context as well, this common understanding or “conventional” meaning is often the basis to which context is applied.  

In the Federal Circuit, it should first be noted that most of the terms the court construes are not technical terms.
  With both technical and non-technical terms, there are usually two layers of claim construction.  First, the word itself is defined, i.e., it is given its conventional (or “ordinary and customary”) meaning.  Second, that construction is applied to the context of the particular case.  For example, in Merck & Co. v. Teva Pharmaceuticals USA Inc.,
 the claim term at issue was “about,” as in the phrase of “a dosage of about 70 mg.”
  Although the court considered the context of the specification to determine that the patentee had not provided a non-conventional definition, there was no consideration of the technology area or the context surrounding the term in the claim.
  The Federal Circuit simply concluded that the ordinary meaning of “about” was “approximately.”
  Of course, the term then takes on contextual meaning when the court considers how “approximate” an infringing product can be to the patented invention, but the first definition was instead reflective of the judges’ common understanding of the everyday term “about.”

The essential notion of contextual or second layer is discussed in detail below, but first I posit that there is some benefit to viewing Federal Circuit precedent as somewhat indicative of the judges’ common understandings and relevant to the first layer.  I propose that by gathering a lexicon of claim constructions rendered by the Federal Circuit, to be used not to define but to gain insight into the collective conventional definitions of common words by the court, two improvements will be attained.  First, claim construction, as a matter of law, will truly become more like other areas of law, where precedent about term definitions can be argued in a subsequent, unrelated case.
  This is tempered, of course, by the context in which the term is used, but the first layer of claim construction is rarely about context.  Second, applicants when drafting patents will have some idea of the internal understanding had by judges as to many of the common words used in patent claims and can craft claims accordingly.  Certainly, there is no benefit at this time for the Federal Circuit to be repeatedly construing the term “about” as “approximate.”  

Because many terms being construed by the Federal Circuit fall into the category of non-technical terms (and in some cases, are identical to terms already construed, such as “about”), I think that it is instructive to consider the Federal Circuit’s case law as a sort of lexicon reflecting the judges’ common, conventional understanding of terms.  Of course, in any case, the conventional meaning must be tempered by context, but the conventional meaning provides the starting point.  I am not advocating that this lexicon be used prescriptively; rather, it simply represents the clearest picture we have into the judges’ personal internal lexicon.

The Federal Circuit has arguably, but silently, blessed this approach for words in which all that is sought is the ordinary and customary meaning (or linguistically, the conventional meaning).  In PC Connector Solutions LLC v. Smartdisk Corp.,
 the magistrate at the district court level defined the disputed term “conventional” as “referring to technologies existing at the time of invention,”
 relying on the construction of that term in Kopycake Enterprises, Inc. v. Lucks Co..
  The Federal Circuit agreed that the ordinary and customary meaning of “conventional” was exactly as the district court had found, thus implicitly blessing that the ordinary and customary meaning can be derived from precedent.

 
However, the Federal Circuit has, in other cases, rejected the idea of “precedent” in claim construction.  For example, in Medrad, Inc. v. MRI Devices Corp.,
 Medrad, a medical device company, argued for a construction of the term “substantially uniform” to be “largely, but not wholly the same in form” based on the Federal Circuit’s construction of that term in a different case having to do with detergent.
  Noting that the “use of a term in a patent on detergent is of little pertinence to use of a similar term in a patent on MRI RF coils,”
 the court instead defined (or perhaps didn’t) the term to mean “sufficiently uniform” for the function.  The Federal Circuit admonished that “[a] particular term used in one patent need not have the same meaning when used in an entirely separate patent, particularly on involving different technology.  In fact, there are many situations in which the interpretations will necessarily diverge.”
  However, in issuing this pronouncement, the court points to situations where the “patentee may define a particular term in a particular way” as well as when the term has a meaning that varies from art to art.
  If neither of these situations are true, the court in Medrad still cautions that “[e]ven absent an express definition of a term in the specification or prosecution history, or a clearly established understanding of the meaning of the term in the art, the manner in which the term is used in the patent may dictate a definition that differs from the definition that would be given to the same term in a different patent with a different specification or prosecution history.”
  
The Federal Circuit is not explicitly denying that there is a general understanding of terms, just that it requires a look at context.  However, this does not defeat the value of the lexicon in cases where the term being defined is simply the first layer in construing, or pronouncing the conventional definition, of a common everyday English word. In these cases, where the court is not pronouncing the use of a term in a particular context, but rather expounding on the conventional, or ordinary and customary, meaning of a term, such as “about” or “substantially” or “conventional.”
  In these cases, there is no reason why a lexicon cannot serve as a guide.  The lexicon should not be used as a guide where the court is instead defining a term in context, and moreover, care should be taken to consider the field of art at issue, which can shape even the ordinary and customary meaning of a particular term.

3.
The Grammar of Patents

Part of our understanding of English sentences is based on syntactic ordering.  That is, words appear where we expect them to appear and usually in the context in which we expect them.  For example, we can understand the sentence “The rose grew in the garden.”  We begin to lose some of that understanding when the words are rearranged, although the parts of speech of the various words are still in the same place:  “The garden grew in the rose.”  We lose even further understanding when words are used in unexpected ways and where the words lose their part-of-speech identity:  “The grew garden rose in the.” 

Unfortunately, either due to the difficulty in describing something in a single sentence or the difficulty in describing something for which there are no words, patentees often use words in unexpected ways.  For example, words are frequently used outside of their typical parts of speech or are combined with other words that are not normally associated together.  Some people may argue that this is the beauty of the English language.  For example, we are likely to form an adequate mental picture at hearing the sentence “The children kangarooed off the wall.”
 Although the judge may have a sufficient understanding of what a word typically means, when the word is used out of context or in a different part of speech, at the very least, the term loses some of its descriptive precision.  However, it is this very level of precision that is required in defining the patentee’s rights and providing sufficient notice to the public. 
In some cases, we may be able to reflexively read the sentence, moving the term to a sentence position with which we are more familiar.  For example, the Federal Circuit recently had the opportunity to define the term “glide surface.”
  Although the court was not perplexed by the use of “glide” as an adjective, rather than its traditional usage as a verb or noun, one of the parties at least made an argument that the noun form, not the verb form, should be used.
  However, it is possible to read this phrase as “surface on which the object glides” or other similarly framed statement.  Not all phrases, however, permit a similar reordering.  Moreover, in so reordering, it is possible that the meaning that the patentee had intended is lost in translation.
Finally, linguistic intuitions, not dictionaries, are the key to sentence meaning.
  Current linguistic theory hypothesizes that all mature speakers in a language share a common grammar, i.e., the internalized set of rules that guides language production and interpretation.
  Sentence interpretation is more than defining the words that comprise it – the key is to understand how the grammar generates and interprets the syntactic and semantic relationships among the phrasal categories that the sentence contains.
  See the following sentences that Professor Hoffman uses in his discussion:
2(a) John thinks he won.

2(b) He thinks John won.

In 2(a), “he” may refer to John or some other man.  In 2(b), “he” cannot refer to John, but only to the other man.

3 After he ate lunch, John left.

In 3, “he” may refer to John, but in 2(b) it cannot.  How do we know this?  By comparing sentences and analyzing their similarities and differences, linguists can test their hypotheses about what the rules may be.
  
Patent drafting rules do provide some guidance in this area, especially with respect to antecedent basis.  
The Federal Circuit has at least on occasion paid lip service to the idea of syntactic analysis.
  For example, in Eastman Kodak Co. v. Goodyear Tire & Rubber Co.,
 the court considered syntactic clues in interpreting the claim language “crystallizing the granulate to a density of at least 1.390 g/cm3 under forced motion at a temperature of 220 C to 260C under an inert gas atmosphere.”  The dispute was over what was to be heated to 220 C to 260 C.  In determining that, the court noted:

To determine the proper referent for the claim’s temperature clause, this court examines principally the claim language and any syntactic signs of its meaning. 
. . .

The claim calls for “crystallizing the granulate to a density of at least 1.390 g/cm3 under forced motion at a temperature of 220 C to 260 C under an inert gas atmosphere.”  In this context, . . . the word “to” means “with the resultant condition of” or “toward a specified state,” the word “at” means “in the state or condition of,” and the word “under” means “undergoing or receiving the effects of.”  Under normal rules of syntax, therefore, “at” and “under” implies a controlled value (such as a process parameter), whereas “to” implies a measured and intended goal or condition (such as a polymer temperature).  This context suggests that a step performed “at” a temperature indicates a process condition, not the condition of the matter under process.

I think that we need to acknowledge that, for better or for worse, patent claims have their own grammar that is not consistent with proper English grammar.  We should study this grammar to understand the rules that are true for patent claims, and then apply these grammar rules when interpreting claims.  Patent attorneys and judges are undoubtedly somewhat familiar at an unconscious level with the rules of patent grammar, but it should be possible to explore these rules in detail and possibly develop some prescriptive guidelines for patent grammar as well.

4.
Bring Back the PHOSITA

The PHOSITA appears in the linguistic branch of pragmatics or contextual analysis.  There are two types of pragmatics.  Linguistic pragmatics refers to the language surrounding the phrase in question, for example, the words in the surrounding phrases that explain to us what a pronoun means.
  Patent law covers linguistic pragmatics in the rules about antecedent basis.  However, situational pragmatics refers to non-linguistic factors that affect meaning, i.e., the underlying knowledge of the speaker that brings context. “[T]he meaning of a sentence only has application . . . against a background of assumptions and practices that are not representable as a part of the meaning.”

The question is from where we obtain that background of assumptions and practices.  What is required is some sort of community that has both a common understanding of structure as well as a shared reaction to the text.
  Although patent professionals have been said to form an interpretive community,
 the community that is truly required here is representative of PHOSITA. 
Despite the Federal Circuit’s continuous mention of PHOSITA, its claim construction reveals very little actual deference to the PHOSITA.  In fact, the court rarely even tells us who the PHOSITA is.  And maybe that is because the words being defined are not unique to a PHOSITA.  Does the word “about” mean something different to an electrical engineer versus a pharmaceutical manufacturer, at least on the first layer of conventional understanding?  Of course, in applying the definition of “about,” i.e., “approximate,” the various technologies do come into play, but it maybe that the PHOSITA is not required on the first pass but is integral to the second layer of claim construction.  The PHOSITA may also be required in the first instance when an English term is being used in a non-traditional manner in a particular art, but must always be addressed in the second layer.
5.
Play by the Same Rules

Words have been viewed as tools in a toolbox that have a variety of uses, depending on the purpose for which the words are being used.
  Language, then, is a game in which words may be used may be used in a multiplicity of ways and words may have different meanings according to the game being played.
  Arguably, obtaining and asserting patents are different games, where different rules are being used for the interpretation of words in each.  Although the Patent Office gives claim terms their broadest reasonable interpretation, judicial interpretation is not so generous.  This causes problems in that the notice function of patents is compromised and patentees are required to draft their claims to, hopefully, play successfully in both games.  Instead, all of the parties involved—the patentee, the Patent Office, and the courts—should be required to play by the same rules, which would increase consistency in claim construction.
 Because these linguistic notions are more attuned to the process by which we, as speakers of English, naturally strive to define the words that we read and hear, these techniques are more likely to produce consistent claim construction results, yielding greater certainty and effectuating the public notice and boundary staking functions of patent claims.
* This is a work in progress.  Some of the later sections are still being fully fleshed out.  I appreciate any comments, questions, or suggestions.  Please do not quote, cite, or distribute without permission.
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� Autogiro Co. of Am. v. United States, 394 F.2d 391, 396-97 (Ct. Cl. 1967).





� Consider, on one hand, Yahoo’s takeover of Overture in 2003.  In a deal valued at $1.63 billion, Yahoo acquired Overture for no apparent reason other than Overture’s U.S. Patent No. 6,269,361 which covers ad placement technology used by various companies including Yahoo competitor, Google.  This in turn resulted in an agreement between Yahoo and Google, wherein Yahoo acquired 2.7 million shares at Google stock at its initial public offering in exchange for Google’s continued use of ad placement covered by the ‘361 patent.  See, e.g., Usman Latif, Google's Bid-for-placement Patent Settlement Cover-up, available at http://www.techuser.net/gcoverup.html (last modified May 31, 2005); Saul Hansell, Google & Yahoo Settle Dispute Over Search Patent, N.Y. Times, August 10, 2004, at Sec. C, p. 6.  On the other hand, [** negative example **]





� See 35 U.S.C. §112, para. 2 (2000) (“The [patent] specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”).





� Technically, claims may be independent or dependent.  See id. §112, para. 3.  However, “a claim in dependent form shall contain a reference to a claim previously set forth and then specify a further limitation of the subject matter claimed.  A claim in dependent form shall be construed to incorporate by reference all the limitations of the claim to which it refers.”  See id. § 112, para. 4.  Therefore, for the purposes of this discussion, each claim stands independently.





� For example, consider the following claim for what is essentially a peanut butter-and-jelly sandwich with crimped edges:





A sealed crustless sandwich, comprising:


a first bread layer having a first perimeter surface co-planar to a contact surface;


at least one filling of an edible food juxtaposed to said contact surface;


a second bread layer juxtaposed to said at least one filling opposite of said first bread layer, wherein said second bread layer includes a second perimeter surface similar to said first perimeter surface;


a crimped edge directly between said first perimeter surface and said second perimeter surface for sealing said at least one filling between said first bread layer and said second bread layer;


wherein a crust portion of said first bread layer and said second bread layer has been removed.





U.S. Patent No. 6,004,596, entitled “Sealed Crustless Sandwich.”  See also Patently Ridiculous, St. Petersburg Times, February 24, 2003, at p. 8A (describing the ‘596 patent as covering a one-piece, crustless peanut butter and jelly sandwich).





� See Zenith Lab., Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418, 1424 (Fed. Cir. 1994) (“It is the claim that sets the metes and bounds of the invention entitled to the protection of the patent system.”); Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir. 1989) (“A claim in a patent provides the metes and bounds of the right which the patent confers on the patentee to exclude others from making, using or selling the protected invention.”).





� See, e.g., SmithKline Beecham Corp. v. Apotex Corp., 365 F.3d 1306 (Fed. Cir. 2004) (“Under normal circumstances, ‘one of ordinary skill in the art should be able to read a patent, to discern which matter is disclosed and discussed in the written description, and to recognize which matter has been claimed. The ability to discern both what has been disclosed and what has been claimed is the essence of public notice. It tells the public which products or processes would infringe the patent and which would not.’”); Litton Systems, Inc. v. Honeywell, Inc., 145 F.3d 1472, 1474 (Fed. Cir. 1998) (Gajarsa, J., dissenting from the order declining the suggestion for rehearing en banc) (“Public notice of the scope of the right to exclude, as provided by the patent claims, specification and prosecution history, is a critical function of the entire scheme of patent law.  The notice function is critical because it provides competitors with the necessary information upon which they can rely to shape their behavior in the marketplace.”).





� See Renishaw PLC v. Marposs Societa’ Par Azioni, 158 F.3d 1243, 1248 (Fed. Cir. 1998) (“[C]laims define the scope of the right to exclude; the claim construction inquiry, therefore, begins and ends in all cases with the actual words of the claim.”).  See also R. Polk Wagner & Lee Petherbridge, Is the Federal Circuit Succeeding?  An Empirical Assessment of Judicial Performance, 152 U. Penn. L. Rev. 1105, 1117 (2004) (noting that “it is clear that claim construction plays a major—and perhaps the major—role in patent infringement litigation”).  





� See, e.g., Int’l Rectifier Corp. v. IXYS Corp., 361 F.3d 1363, 1374-75 (Fed. Cir. 2004) (quoting Gen. Mills, Inc. v. Hunt-Wesson, Inc., 103 F.3d 978, 983 (Fed. Cir. 1997) (“Where the parties do not dispute any relevant facts regarding the accused product . . . but disagree over possible claim interpretations, the question of literal infringement collapses into claim construction and is amenable to summary judgment.”)).





� See, e.g., ATD Corp. v. Lydall Inc., 159 F.3d 534, 540 (Fed. Cir. 1998) (“[T]he question of literal infringement was resolved upon the court’s construction of the claims.”); Markman v. Westview Instruments, Inc., 52 F.3d 967, 999 (Fed. Cir. 1995) (en banc) (hereinafter “Markman I”) (Newman J., dissenting) (“Deciding the meaning of the words used in the patent is often dispositive of the question of infringement.”); MCV, Inc. v. King-Seeley Thermos Co., 870 F.2d 1568, 1570 (Fed. Cir. 1989) (“[T]he dispositive issue on the merits would be the definition of the invention.”).  





Moreover, to speed infringement litigation along, it is not uncommon for parties to stipulate the outcome of infringement or invalidity issues based on claim construction rulings.  See, e.g., Housey Pharm., Inc. v. Astrazeneca UK Ltd., 366 F.3d 1348, 1349-50 (Fed. Cir. 2004) (noting that the patentee had stipulated that, if the district court’s claim construction “were not reversed or modified on appeal, its patent would be invalid and not infringed.”).





� See Mark A. Lemley, The Changing Meaning of Patent Claim Terms, [** currently on SSRN/forthcoming – get cite **] (citing Kimberly A. Moore, Forum Shopping in Patent Cases:  Does Geographic Choice Affect Innovation, 79 N.C. L. Rev. 889 (2001) and Patricia A. Martone, Before the Actual Markman Hearing:  Timing, Discovery, and Alternatives, 753 PLI/Pat 91 (2003) ( “early Markman hearings encourage settlement”).  [** more **]





� Claim construction is the first step in infringement analysis, Markman I, 52 F.3d at 976, as well as invalidity analysis, Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1351 (Fed. Cir. 2001).  At a more basic level, claim construction is also performed by the Patent Office in determining whether a patent should even be granted.  See MPEP § 2106(c) (“[Patent] Office personnel must first determine the scope of a claim by thoroughly analyzing the language of the claim before determining if the claim complies with each statutory requirement for patentability.”).





� Mark A. Lemley, The Changing Meaning of Patent Claim Terms, supra note ___ at 1.  Professor Lemley then goes on to note that it is reasonable to doubt “whether layering new words on top of old adds to the clarity of [patent] claims.”  Id.





� The Federal Circuit has jurisdiction over all appeals rising from patent cases, based on 28 U.S.C. § 1295(a)(1), which provides jurisdiction to hear appeals from a U.S. district court where that court’s jurisdiction was based in whole or in part on 28 U.S.C. § 1338.  28 U.S.C. § 1295(a)(1) (2000).  Section 1338(a) provides jurisdiction where an action arises under federal patent law.  Id. §1338(a).  In many peoples’ minds, not the least of which may be the Federal Circuit judges, the Federal Circuit is the court of last resort for patent issues.  See Mark Janis, Patent Law in the Age of the Invisible Supreme Court, 2001 U. Ill. L. Rev. 387, 387 (“The Court of Appeals for the Federal Circuit . . . has become the de facto supreme court of patents.”).





� This controversy has not only provided endless billable hours for patent litigators, see, e.g. Christian A. Chu, Empirical Analysis of the Federal Circuit’s Claim Construction Trends,16 Berkeley Tech. L.J. 1075, 1078-79 n.8, but also excellent fodder for scholarly commentary.  For just a few of the many possible examples, see Joseph Scott Miller, Enhancing Patent Disclosure for Faithful Claim Construction, 9 Lewis & Clark L. Rev. ___ (Spring 2005); Timothy R. Holbrook, Substantive versus Process-Based Formalism in Claim Construction, 9 Lewis & Clark L. Rev. 123 (Spring 2005); R. Polk Wagner & Lee Petherbridge, Is the Federal Circuit Succeeding?  An Empirical Analysis of Judicial Performance, 152 U. Pa. L. Rev. 1105 (2004);  and Craig Allen Nard, A Theory of Claim Interpretation, 14 Harv. J. L. & Tech. 1 (2000).





� See Cybor Corp. v. FAS Techs., 138 F.3d 1448, 1455 (Fed. Cir. 1998) (en banc).





� See Andrew T. Zidel, Comment, Patent Claim Construction in the Trial Courts:  A Study Showing the Need for Clear Guidance from the Federal Circuit, 33 Seton Hall L. Rev. 711, 746 (finding a reversal rate of 41.5% in patent cases from 2001); Chu, supra note ___  at 1104 (analyzing 179 cases wherein the Federal Circuit provided an express review of claim construction and finding a reversal rate of 29.6%); Kimberly A. Moore, Are District Court Judges Equipped to Resolve Patent Cases?, 15 Harv. J. Law & Tech. 1, 11 (2001) (finding that district courts erred in 28% of claim construction cases prior to 2001).





� Markman I, 52 F.3d at 979.





� Cybor Corp., 138 F.3d at 1455.





� See Markman I, 985-87.  The Federal Circuit ultimately concluded that claim construction is more akin to statutory interpretation, but that particular outcome is not relevant.  See id. at 987.





� See id. at 985.  See also id. at 997 (Mayer, J. concurring) (noting that “patents are legal documents, like contracts or deeds”).  Unlike contract law, patents are not executory—the Patent Office has no discretion in keeping its part of the bargain so long as the statutory requirements of patentability are met.  See id. at 985.  Moreover, in many contracts, there may be a choice of parties with which to contract, but the patentee cannot, to obtain a patent, contract with anyone other than the government.  See id. 





� Id. at 987.





� See id.  There are, of course, differences between patents and statutes, such as that patents are “prepared ex parte by interested parties, drafted in the lower reaches of an executive department, and issued ministerially by a political officer,” and thus “have none of the indicia of a real statute.”  Id. at 997 (Mayer, J. concurring).





� See, e.g., Johnson Worldwide Assocs., Inc. v. Zebco Corp., 175 F.3d 985, 989 (Fed. Cir. 1999); Multiform Dessicants , Inc. v. Medzam, Ltd., 133 F.3d 1473, 1477 (Fed. Cir. 1998) (“It is the person of ordinary skill in the field of invention through whose eyes the claims are construed.”).





� [** cite, examples **]





� These competing methodologies will be described in more detail below.  See, e.g., R. Polk Wagner & Lee Petherbridge, supra note ___ at 1111 (“holistic” vs. “procedural”); Craig Allen Nard, Process Considerations in the Age of Markman & Mantras, 2001 U. Ill. L. Rev. 355; Craig Allen Nard, A Theory of Claim Interpretation, 14 Harv. J.L. & Tech 1 (2000) (“hypertextualists” vs. “pragmatic textualists”); Christopher Cotropia, Patent Claim Interpretation Methodologies and Their Claim Scope Paradigms, [** get cite **] (“specification methodology” vs. “heavy presumption methodology”).





� See, Wagner & Petherbridge, supra note ___ at 1109, n. 12 (“The reported opinions of judges, other than those on the Federal Circuit, have been largely negative.”).





� See id. at 1163 (finding “that the individual membership and overall composition of a three-judge panel that decides an appeal has a statistically significant effect on the methodological approach used to analyze claim construction . . . [and in short, that there is] ample evidence of panel dependency in claim construction at the Federal Circuit.”)  Speaking up for the other side of the bench, Judge Michel contends that these complaints are “exaggerated.”  Paul R. Michel, The Court of Appeals for the Federal Circuit Must Evolve to Meet the Challenges Ahead, 48 Am. U. L. Rev. 1177, 1191 (1999).





� See Phillips v. AWH Corp., 376 F.3d 1382, 1382-83 (Fed. Cir. 2004) (order granting en banc review).





� See Phillips v. AWH Corp., slip op. July 12, 2005.  [** get cite **]





� See id. at 30 (“[T]here is no magic formula or catechism for conducting claim construction.  Nor is the court barred from considering any particular sources or required to analyze sources in any specific sequence.”).  See also section II.C, infra.





�   See Phillips v. AWH Corp., slip op. (Mayer, J. dissenting at 2).





� See notes 6-7, supra, and accompanying text.





� See note 5, supra.





� At least one Federal Circuit judge is troubled and disagrees with my premise.  See The Honorable S. Jay Plager, Symposium:  Intellectual Property Challenges in the Next Centruy:  Challenges for Intellectual Property in the Twenty-First Century:  Indeterminacy and Other Problems, 2001 U. Ill. L. Rev. 69, 71 (2001) (“Because claims in US patents are written using words and phrases that purport to be in the English language, it might help if the rest of the English language practice was used:  short declarative sentences, careful and precise phrasing, and so on.”).





� See Section III.C, infra.





� In order to satisfy the novelty requirement, the invention must not have been described in another reference prior to invention by the patentee, nor can the invention have been described, publicly used, or offered for sale more than one year prior to invention by the patentee.  35 U.S.C. § 102 (2000). 





� Autogiro Co. of Am. v. United States, 394 F.2d 391, 396-97 (Ct. Cl. 1967).  Cf. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 734 (2002) (noting that the doctrine of equivalents is “is premised on language's inability to capture the essence of innovation”).  Some judges, however, would place the blame not on the difficulties of crafting claims for new inventions, but rather the inartful language abilities of lawyers.  See, e.g, ZMI Corp. v. Cardiac Resuscitator Corp., 844 F.2d 1576 , 1583 (Fed. Cir. 1988) (Nichols, J. dissenting) (“We are up against what we must realistically consider a growing inability of speakers and writers, lawyers, technicians and laymen, to say what they intend to say with accuracy and clarity.”).





� See Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376, 1384 (Fed. Cir. 2001) (“The jurisprudence of claim construction reflects the difficult balance between a patentee’s exhortation that courts should read the claims broadly and unlimited to the specific embodiments shown in the specification, and the rule that claims should be construed sufficiently narrowly to preserve their validity.”).





� 52 F.3d 967 (Fed. Cir. 1995) (en banc).





� See Markman I, 52 F.3d at 976.  That claim construction was the province of judges, not juries, was later affirmed by the Supreme Court.  See Markman v. Westview Instruments, Inc., 517 U.S. 370, 373-74 (1996) (“Markman II”).





� See Markman II, 517 U.S. at 391 (“Uniformity would, however, be ill served by submitting issues of document construction to juries.”).





� 138 F.3d 1448 (Fed. Cir. 1998) (en banc).





� See Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998) (en banc).





� At least one judge on the Federal Circuit, in the Phillips en banc order, proposed revisiting these “unquestionable” principles in addition to resolving the claim construction methodology issues.  See Phillips v. AWH Corp., 376 F.3d at 1383 (Mayer, J. dissenting) (urging the court to reconsider its holding in Markman “that claim construction is a pure question of law subject to de novo review”).  See also Phillips, slip op. (Mayer, J. dissenting at 1) (“Now more than ever I am convinced of the futility, indeed the absurdity, of this court’s persistence in adhering to the falsehood that claim construction is a matter of law devoid of any factual component.”). 





� 90 F.3d 1576, 1582 (Fed. Cir. 1996).





� See id. at 1582-83.





� See id. at 1582.





� See id.  See also Brookhill-Wilk 1 LLC v. Intuitive Surgical, Inc., 334 f.3d 1294, 1298 (Fed. Cir. 2003) (“The words used in the claims are examined through the viewing glass of a person skilled in the art.  In the absence of an express intent to impart a novel meaning to the claim terms, the words are presumed to take on the ordinary and customary meanings attributed to them by those of ordinary skill in the art.” (internal citations omitted)); Johnson Worldwide Assocs., Inc. v. Zebco Corp.,  175 F.3d 985, 989-90 (Fed. Cir. 1999); Multiform Dessicants, Inc. v. Medzam, Ltd., 133 F.3d 1473, 1477 (Fed. Cir. 1998) (“It is the person of ordinary skill in the field of the invention through whose eyes the claims are construed.”).





� See Vitronics, 90 F.3d at 1582-3.  However, there is at least the suggestion that if the claim term is unambiguous and clear on its face, there is no need to consider the other intrinsic evidence.  See, e.g., Renishaw PLC v. Marposs Societa’ Per Azioni, 158 F.3d 1243, 1248 (Fed. Cir. 1998).





� See Vitronics, 90 F.3d at 1582.





� See, e.g., Vitronics, 90 F.3d at 1584.





� See, e.g., Phillips, slip op. at 35-36 (but noting that the maxim is limited (quoting, inter alia, Generation II Orthotics Inc. v. Med. Tech. Inc., 263 F.3d 1356, 1365 (Fed. Cir. 2001) (“[C]laims can only be construed to preserve their validity where the proposed claim construction is ‘practicable,’ is based on sound claim construction principles, and does not revise or ignore the explicit language of the claims.”)); Modine Mfg. Co. v. United States Int’l Trade Commission, 75 F.3d 1545, 1557 (Fed. Cir. 1996).





� See, e.g.,Playtex Prods. v. Proctor &Gamble Co., 400 F.3d 901, 904 (Fed. Cir. 2005); Vitronics Corp. v. Conceptronic, Inc., 190 F.3d 1576, 1583 (Fed. Cir. 1996).





� See, e.g., Housey Pharms., Inc. v. Astrazeneca UK Ltd., 366 F.3d 1348, 1356 (Fed. Cir. 2004) (limiting this canon to the “unusual case” where the patentee made two contradictory representations of scope); Athletic Alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d 1573, 1581 (Fed. Cir. 1996).


� See, e.g., Multiform Desiccants, Inc. v. Medzam Ltd., 133 F.3d 1473, 1480 (Fed. Cir. 1998) (cautioning that "the doctrine of claim differentiation cannot broaden claims beyond their correct scope, determined in light of the specification and the prosecution history and any relevant extrinsic evidence").





� See, e.g., Housey Pharms., 366 F.3d at 1355; Burke, Inc. v. Bruno Indep. Living Aids, Inc., 183 F.3d 1334, 1340 (Fed. Cir. 1999).





� 308 F.3d 1193 (Fed. Cir. 2002).
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