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I.  Introduction.


Copyright and patent law are based on public goods theory and the twin goals of promoting creativity and protecting the public domain.  By contrast, trademarks are typically considered private goods and the law is based on an economic theory of promoting the efficient operation of markets.  This paper offers a general theory of trademark law closely aligned with the analysis of copyright and patent using public goods theory to explain how trademark law promotes creativity and protects the public domain.


A.  Modern Trademark Theories


Modern trademark theories make no connection between the public domain and the structure of trademark law.  Professors Mark Lemley and Stacey Dogan
 succinctly describe the standard competition theory of trademarks, focusing on how trademarks encourage competition by reducing consumers costs of searching for suitable products and services.
  In their model, trademarks are not like other forms of intellectual property,
 they are private rather than public goods so trademark corrects no market failure,
  and trademark law provides incentives for investments in goodwill.
  While patent and copyright law are necessary to encourage the creation of innovative articles, processes, and works of authorship, "there is no similar need to encourage the creation of brands."
  The article takes issue with each of those assumptions.  While the public domain perspective offered in this article often comes to policy conclusions similar to that of the search-cost theory, it provides a deeper understanding of the theoretical foundation of trademark law and its theoretical relationship to copyright and patent. 


The public domain perspective recognizes that what a mark user creates is a device all can use to refer to the source of a good or to distinguish the good from those supplied by others.  By viewing a mark as a good with referential utility to the public, the public domain perspective provides an alternative foundation for analysis of trademark issues.  By reducing search costs, trademark law facilitates and encourages suppliers' creation of resources with characteristics more like public than private goods.  A mark can be simultaneously used by all consumers without interfering with the benefits each derives, the public goods characteristic of non-rivalry.  Creating useful innovations and works of authorship provides benefits to the creator, but, because of their public goods nature, greater benefits to the public as a whole.  Using and promoting trademarks similarly provides public benefits by helping consumers buy satisfactory goods that may outweigh the private benefits.  It is difficult to exclude anyone from using a mark without government intervention in the market, a type of market failure commonly associated with public goods and provides justification for copyright and patent law and also laws protecting private goods.
  Thus there is a market failure that justifies intervention.  Trademark law provides incentives for the production of public goods.


Professors Lemley and Dogan recognize that the importance of preserving the clarity of language
 and that one goal of trademark law is "to preserve the informative role of trademarks."
  They recognize that trademarks are "limited entitlements to protect against use that diminishes the informational value of marks."
  This informational value resides in the richness of language used to search for goods, the referential public domain.  


What is missing from the search cost theory is a perspective on trademarks that recognizes the inherent similarities between trademarks on one hand and copyright and patent on the other.  The informational value of marks is what mark owners create and what the law protects, just innovators in science and art add to the stock of society's information.  In all three areas, the law protects the creator only as is necessary to protect and preserve the public domain.


William Landes and Richard Posner have, in numerous publications,
 articulated an related efficiency theory of the structure of trademark law,
 focused on the value of a trademark to a firm
 and minimizing the importance of trademark to language.
  Professor Landes and Judge Posner refer only to the customary public domain, ways that language unrelated to source-designation is enriched by the addition of terms like "Rolls Royce" that transcend their source-identifying referential use.  This helps them explain why terms that become generic lose protection,
 (because it protects the customary public domain).  The narrowness of the perspective, however,  prevents recognition of the contributions trademarks make to the referential public domain.  They dismiss this creative contribution by observing that "we do not need trademark protection just to be sure of having enough words" as we need patent and copyright protection to be sure that we have enough inventions and artistic works.
  The public domain perspective recognizes that we need trademark protection to encourage the creation of words (new or existing) with helpful new meanings – meanings identifying sources and distinguishing products from different sources.  That is the creative contribution of trademarks to the public domain.  


As the public domain theory illustrates, the extent of protection to trademark owners is in direct proportion to the extent of their creative contribution to the public domain.  This is also true for copyright owners, who receive protection only for the copyrightable elements of their works,
 and patent owners, who receive protection only for their novel claims.
  The implication of erroneously treating trademarks as private goods,
 is Landes and Posner's formal, mathematical model of trademark protection focusing on the profitability to a supplier of goods or services of investing in trademarks.
  The authors state that the model helps analyze specific issues and doctrines in trademark law,
 but their actual explanations are replete with references to how consumers respond to various practices.  In their section on trademark acquisition, transfer, and duration, for instance, their explanation of the structure of trademark law refers to doctrines that foreclose mark owners from transferring marks for deceptive purposes that "so change the nature of the thing symbolized that the mark becomes fraudulent."
  From a public domain perspective, this rationale is easily recognized as conduct that interferes with the referential utility of the term.


Similar reliance on the public domain theory appears in their explanation of the rule prohibiting "in gross" transfers of trademarks (transfers of rights to marks unaccompanied by the right to make the goods in connection with which the mark is used.  The public domain theory focuses on the availability to the public of a stock of meaningful source-indicating and product-differentiating devices.  Landes and Posner explain that the rule relates to the function of trademarks as signals and the potential for consumers to be misled when the transferor's signal is used by an unrelated party.
  From a public domain perspective, this is a use of a resource that may interfere with the benefits people may derive from the public stock of meaningful terms, the referential public domain.
  In public goods terms, this is a potentially congesting use of a public good.


Robert Bone's recent, insightful article
 offers an enforcement cost explanation for the structure of trademark law.  Professor Bones' creative theory lays procedural explanations for various doctrines on top of the standard "search-costs" account of trademark.
  This article greatly enriches the theory summarized and applied by Dogan and Lemley.  By focusing on the administrative costs of adjudicating trademark lawsuits and the error costs of over- and under-enforcing trademark rights,
 Professor Bone offers an original perspective of the structure of trademark law.  


Like the standard explanation, Professor Bone's theory rests on the search-cost rationale for trademark law but he also focuses on the effect on consumers' perceptions.
  His procedural explanation is that rules are sometimes over- or under-inclusive for reasons that have nothing to do with the underlying purposes of trademark law but a great deal to do with limiting the administrative costs of an in-depth inquiry into the facts and the effects of others' uses of an owner's mark and reducing the probability of finding erroneously finding no liability where there should be liability.
  While stimulating, it is apparent that the enforcement cost theory is does not provide a substantive explanation for how trademark rights should be structured. 


Professor Bone identifies a number of areas in which trademark law has controversially expanded beyond its traditional boundaries to provide additional protection to mark users.
  These include recognizing more types of symbols as protectible marks,
 recognizing rights to expand into diverse product and geographic areas, 
 and recognition of protection for marks even when there is no confusion.
  The public domain theory offered here as a rival to the standard account addresses the substantive logic underlying the extent of rights in each of these areas.


B.  Public and Private Goods


Recognizing that trademarks are a species of public good places trademark law within the traditional framework used to analyze intellectual property generally. The defining distinction between public and private goods is non-rivalry.
  Pure public goods are non-rivalrous in nature.
  Once made available to consumers, all may consume a particular unit of the good without interfering with the simultaneous consumption by others.  One person's consumption does not diminish the benefits others derive from their consumption.
  All can simultaneously enjoy a sunny day.  Pure private goods are rivalrous.  Only one person can benefit directly from using a single toothbrush at any given time. 


Public goods theory recognizes that most goods thought of as public goods are not perfectly non-rivalrous.
  There are few examples of pure private goods;  most are congestible.  In general, once an impure or congestible public good is produced, it can be made at least partially available to more than one individual.  The nature and character of each individual's use affects the benefits other's derive from their simultaneous consumption. Many can benefit simultaneously from a highway.  Overuse leads to congestion; subsequent simultaneously users interfere with the benefits (in terms of speed and safety) others derive.  


Benefits derived from the production of a congestible public good are a function of the number and characteristics of people consuming it.
  The more people using a swimming pool the more congested it becomes.  Highways are more easily congested by trucks than other cars while pools are more easily congested by children than adults because trucks and children interfere more with the benefits others derive from their simultaneous use.  These are congestible public goods.  For private goods, the detrimental effect is immediate.  For pure public goods, such as ideas, the detrimental effect is never felt.  


The detrimental effect of more intensive use of a congestible public good may be cumulative (gradually increasing congestion as more simultaneous users appear) or cataclysmic (no effect until the number of simultaneous users reaches a critical size).  It may also be that there are unlikely ever to be enough simultaneous users that the point of congestion is ever reached (in effect the character of a pure public good).  While roads are congestible public goods, the two-lane road through rural Post Mills, Vermont may never get congested because there are too few residents or tourists to interfere with one another's use.  The twelve-lane beltway surrounding Washington DC is congested daily because of the expanding suburban population.  Congestion results from increasing the numbers of simultaneous users and/or changing the mix of users.  More intensive users, such as drivers of tractor trailer trucks, interfere more seriously with the benefits derived by car drivers.  The nature of use of a congestible public good is critical to understanding how to encourage and manage their production and consumption.  This article recognizes that trademarks are public goods that may become congested when used by actors who are ultimately characterized as infringers or diluters of the mark.


C.  How Trademarks Are Used.


Devices used as trademarks, such as words, symbols, or shapes, may be used in three ways, each of which is potentially congestible.  First, the device may have a customary use, with a recognized communicative meaning unrelated to the source of any goods.  "Ice cream" refers to a cooling summer treat without regard to who supplies it.  Second, a person may use a device proprietarily to indicate that it is the source of goods to which that device is affixed.  Joico Laboratories, Inc. uses the ICE CREAM mark
  proprietarily to indicate that it is the source of nail polish bearing that that mark.  Third, consumers, competitors, and others use the mark to refer to the products from that source or to distinguish that product from others.  A consumer seeking Joico's brand of nail polish, a competitor comparing its polish to Joico's, or an artist mocking Joico's product would be engaging in such a referential use of the device.  All uses of devices used as trademarks may be classified as customary, referential, or proprietary.
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A source of goods or services who creates a link between a device and a product (or service) simultaneously enables proprietary and referential uses.  This process, understood as "using a mark in commerce," is also the process of producing a good," a resource of value both to its creator to use proprietarily and to others to use referentially.  By investing in the link between the swoosh symbol and its sports products, Nike Inc. creates goodwill for its product that enhances its proprietary value and the referential utility of the symbol.  Occasionally, investment in the device/product link creates a customary use as well;  one that transcends the link.  Producing the luxury association between the CADILLAC mark and automobiles, General Motors Corporation has also created a linguistic device that communicates luxury in general.  A barbeque grill incorporating every possible feature and built to last for years might be described as the "Cadillac" of grills even though everyone knows it was not produced by General Motors.  Trademark law protects contributions to the public domain of referential and customary uses.


Contrary to the conventional wisdom, trademarks are congestible public goods, not private goods.
   Many may simultaneously use the device proprietarily, referentially, or customarily.  If their use never interfered with the benefits others derive from their simultaneous use, trademarks would be pure public goods.  Trademarks are, however, easily congested by more intensive uses, uses that interfere with the proprietary, referential, or customary meanings of the devices.  While many licensees may simultaneously advertise their burgers as QUARTER POUNDER's
 a source of burgers other than McDonald's Corporation or one of its franchisees cannot use the device without potentially causing confusing among referential users and diminishing the proprietary and referential utility of the device.  If a supplier of grilled ground beef patties uses "hamburger" as its source-indicating device, that use would obscure the customary meaning, just as using the word "bad" to mean "good" obscures communication.  Trademark law prohibits conflicting uses that reduce the benefits derived from each of these intangible resources, communicative symbols used proprietarily, referentially, or customarily, that make up the public domain.


The structure of trademark law gives primacy to referential and customary uses over proprietary uses.   The infringement action is most obviously directed at preserving the utility of referential uses and mark owners will prevail only upon proof that the referential utility of their source-indicating device is affected.  Under this legal theory, there is no recovery simply because another use's the mark proprietarily.  Similarly, the dilution action is directed at protecting the referential public domain where multiple users of a device obscure the signal conveyed by the mark owner's proprietary use of the mark.  A supplier of tennis shoes may refer to its product as "quarter pounders" and that may potentially diminish the referential utility of McDonald's mark.  To protect the public domain and encourage investment in the process of creating resources of proprietary and referential utility, trademark law protects the referential device/product link. The dilution action only protects marks to the extent necessary to protect the public domain, which is harder to prove since the parties do not necessarily compete and there is no confusion about source.  In passing off actions, proprietary rights to a mark are not even required and courts base liability on any representations that interfere with consumers' ability to determine the source of products.


D.  Creativity in Trademark Law.
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In trademark law, as in copyright and patent law, creativity refers to the extent to which the originator's combination of previously known elements adds to the stock of resources potentially available to the public.  Artist Saul Steinberg's famous cover of The New Yorker depicting New York City
  added to society's stock of ways to express provincial and myopic views of one's home town, contributing to the visual and expressive public domain.  Inventors Bruce and Clarice Campelia's specification of a cloth ribbon sliding through the label of a necktie and connecting two shirt buttons
 added to society's stock of compositions of matter useful to restrain neckties, contributing to the utilitarian public domain.  Apple Computer Co.'s use of the trademarked device IPOD added to society's stock of ways to refer to the supplier of a particular model of portable electronic digital recording and transmission devices,
 the referential public domain.  If "iPod" became the generic name for such devices, it would become part of the customary public domain.  In this conflict with the proprietary use, the customary public domain triumphs.   Copyright law assesses creativity it is determination of whether an expression is an original work of authorship.
  Patent law assesses creativity in it consideration of novelty
 and non-obviousness.
  Trademark law analyzes creativity in its analysis of distinctiveness
 and gives greater protection to those marks with greater referential content.


E.  Trademark and The Public Domain.


The customary public domain is that collection of resources to which no person has exclusive rights, and includes works of authorship that are not copyrighted or copyrightable, innovations that are not patented or patentable, and words, symbols, and devices used other than as an indicator of the source of goods.  Opinions of federal judges are in the public domain along with the writings of William Shakespeare and compilations of telephone numbers with no creative contribution by the authors.
  Some pole lamp designs are in the public domain
 along with designs for plow mechanisms with no operative mechanical distinctions and no non-obvious differences from the prior art.
  


The public domain for trademarks is more complex, because there are both customary and referential public domains for devices used to communicate meaning.  The word "apple" is in the public domain for its customary meaning as a fleshy, usually rounded, edible red or green fruit of a certain tree (genus malus) of the rose family.
  "Apple" has other customary meanings as well, as it may be used to name the growths of other vegetables resembling the apple, such as an "oak apple,"
 or figuratively to describe the relationship of one person to another ("the apple of my eye").
  All customary meanings of symbols and devices also used as marks are in the public domain.  


Apple Computer, Inc. contributed to the public domain by investing in a new referential meaning for "apple" that did not conflict with the customary meaning.  Referential uses of marks, which refer to another as the source of goods, join customary uses in the public domain.  Because of their public goods nature, all may engage in such use of a mark, so the mark is in the public domain for such purposes.  The mark is not in the public domain, however, for people wishing to use proprietarily, to indicate the source of their own goods under circumstances trademark law specifies. 


To protect the public domain of means of communication, the customary use of symbols and devices, whether words such as elevator or depictions such as of an apple, are particularly highly-valued independent of any efforts of users of marks as source-indicating devices to attach a source-indicating meaning to the device.  Non-trademark use of such devices are, of course, less likely to interfere with the mark owner's use.  


Referential uses of symbols used by others as marks are also highly valued as communication devices and means of reducing consumers search costs and encouraging consistency in the qualities and characteristics of goods.  The richness and quality of the public domain of referential uses is contingent, however, on the success of efforts by mark owners to give their marks a strong public referential use component.  Because the value of the referential use is related to the strength of the proprietary, source-indicating use, the law's interest in protecting the referential use often, though not always,
 simultaneously protects the selling value of the mark.  Trademark laws designed to protect the public domain of referential uses also protect proprietary uses, making it appear that trademark law is designing primary to protect the goodwill of suppliers.  If this were true, however, violation would not rest on proof of a detrimental impact on the customary or referential public domain.


E.  The Structure of Trademark Law.


Reviewing the legislative history of the Lanham Act, the focus is directed more to referential use by consumers than proprietary use by trademark owners.  The Third Circuit Court of Appeals
 listed the following benefits of trademark protection (taken from a 1984 senate report):
 fostering competition by identifying and distinguishing goods, facilitating product distribution, aiding consumers' search for products, motivating consumers, and preventing consumer confusion.  The focus of infringement law is not on protecting the sellers' goodwill.
  It is the referential domain that provides these benefits.  Surprisingly, this is even true for dilution law.


The structure of trademark law reflects the general interest in promoting creativity, which improves the referential and, occasionally, the customary public domain.  Focusing on the type of use to which trademarks as congestible public goods are put, source-indicating devices are protected only to the extent that they add to and do not detract from the public domain.  The focus on the referential and customary public domains can be seen throughout the structure of trademark law.  In the requirements for acquiring trademark rights, discussed in Part II,  the "use in commerce" requirement reflects a policy of recognizing rights only to the extent that mark users have contributed to the referential public domain by associating new source-indicating meanings with existing words, symbols, or other devices or creating new devices.  Even a registered mark owner's rights are inferior to another who had previously enriched the referential public domain in a particular market.  Thus, a mark used only to label a service one performs for oneself does not enrich the referential public domain and cannot be protected as a service mark.  Similarly, a mark holder cannot enjoin another's customary use of a device incorporated into its mark.


Under the rules governing a mark's eligibility for trademark status, discussed in Part III, trademark law gives more protection to "strong" marks.  Strong marks are those that detract less from the customary public domain and contribute more to the referential public domain.  Granting exclusive rights to generic marks would impoverish the former while adding little to the latter.  Giving strong protection to fanciful marks recognizes the great contribution to the referential public domain.  A similar argument applies to practically and aesthetically functional marks, which constitute parts of the utilitarian and visual customary public domain.


The scope of trademark rights, including infringement, passing off and dilution theories, discussed in Part IV, reflects the fact that proprietary rights are subordinated to referential rights.  There is no infringement or dilution of a mark unless the referential meaning of an owner's mark is obscured by another's use while passing off claims do not even require the existence of a protectible mark.  A trademark system that favored protecting the mark owner's investment over the public domain would focus more on free riding that consumer confusion.


The logic of fair use defenses, discussed in Part V, reinforces the focus on the public domain by explicitly subordinating the mark owner's interest to those who would exploit the public domain.  They apply to use of the customary public domain, permitting the use of descriptive terms even if the term has been incorporated into a competitor's mark, as well as referential public domain, permitting competitors to use another's mark in order better to describe the own goods by comparison.


Part VI summarizes the macro-theoretic and micro-theoretic advantages of the public domain perspective.  On the macro-theoretic level, it creates a more accurate understanding of the theoretical foundations of trademark law and its surprising similarity to copyright and patent law.  On the micro-theoretic level, the public domain perspective provides a basis for understanding and evaluating trademark law rules and their application to cases.


II.  Acquiring Trademark Rights:  Prior Use


The scope of a mark owner's rights to prevent others from using the mark is coextensive with the owner's efforts, through bone fide use, to establish a referential meaning for its source-indicating device.  Both use and priority are critical from the public domain perspective as are the product and geographic market dimensions of that use.  Use creates public association between the product and its source only for those products and in those geographic markets where the mark is used.  The mark is unlikely to have referential significance outside of those markets.  Even a registered mark owner is unable to enjoin users in product and geographic markets where it does not use its mark and its mark's association is unknown from using an identical mark.  Even a registered owner is unable to usurp the private associations created by those whose use in a particular market was prior to its own use or whose use occurred before the owner's registration in a market where the owner does not have priority. 


The ultimate effect of all of these rules is to enrich the referential public domain.  The immediate effect is to encourage investment in goodwill.  Just as the copyright and patent laws provide private benefits in order to promote the progress of science and the useful arts, trademark law encourages investment in goodwill in order to protect consumers from confusion by congesting the referential public domain. Courts express the primacy of the consumer protection goal in a variety of ways,
 ultimately focusing on consumers, saying that "A trademark owner has a property right only insofar as is necessary to prevent consumer confusion as to who produced the goods and to facilitate differentiation of the trademark owner's goods."
  The goal is to promote investment in the proprietary value of a device in order to enhance its referential utility.  By requiring "use in commerce," trademark law insists on a contribution to the public domain.


A.  Using a Device "As a Mark."  


Without bone fide use in commerce in connection with specific goods, a mark cannot contribute to the public domain by establishing a referential meaning.  Nor can the owner accumulate goodwill associated with the mark.  So, it is sensible that rights are associated with use as a source-indicator because the referential and proprietary utility of the mark are established through such use.  The commercial impression of the device on consumers must be one of source-indication, even if the consumer does not know the source, and not simply as decoration or as a helpful description of the goods,
 which means that the device must have a non-customary meaning that consumers will naturally (inherently) or over time come to recognize as a source-indicator.


The public domain perspective explains the rules arising to exclude protection of marks that are not used in connection with services provided to others.  PEPPERMAN, used by Dr. Pepper Company in connection with a contest to promote its cola product
, might be registrable as a mark used to promote the cola, but was not registrable as a service mark for the service of organizing a contest because the company was not offering that contest-organizing service to others.
  Because the service was not offered to others, the term did not contribute to the public domain.  The public would have no opportunity to lower their search costs by referring to that device because they could not be seeking that service.


The public domain perspective also explains trademark law's focus on whether a mark is used in commerce "as a mark" or used only to describe.   Quaker Oats Company's use of the words "thirst aid" in connection with its GATORAID beverage
 would be use "as a mark" and thus prohibited because of another's prior registration, if the use was source-indicating rather than customary.  A use would be a source-indicating use if the context suggested that consumers would understand the device as having primarily referential utility (indicating that the beverage comes from a particular source even if unknown).  A use would not be a trademark use if consumers would understand the device as having primarily customary utility, as being a useful description of the goods.  If the commercial impression was of a referential use, then there would be potential for confusion.


The congestible public goods character of trademarks also explains why trademarks may be licensed to other users, the limits on such licensing, and the duration of trademarks.   The referential public domain is enhanced by allowing suppliers other than the mark owner to use the mark on goods that are identical to the owner's goods.  Consumers use the mark to refer to goods with particular qualities and characteristics.  The mark carries communicative significance that transcends the identification of the mark holder; it identifies a product and distinguishes it from other products:

The owner of a trademark has a duty to ensure the consistency of the trademarked good or service. If he does not fulfill this duty, he forfeits the trademark... . The purpose of a trademark, after all, is to identify a good or service to the consumer, and identity implies consistency and a correlative duty to make sure that the good or service really is of consistent quality, i.e., really is the same good or service.

As long as consumers can get the same product, it does not matter who produced it.  Given this interest in the referential utility, it is sensible that the mark would be considered abandoned and receive no protection if the owner did not maintain the communicative significance and let the referential utility decline.
  Controlled use by licensees to produce identical goods does not congest the mark in either its proprietary or referential use.  


Similarly, because consumers continue to benefit as long as the meaning of the term is unchanged, it is sensible for trademark rights to be unlimited in duration as long as the same use continues.  In copyright and patent law, exclusive rights are at odds with public domain interests.  Fair use exceptions aside, no one may use the resource embodied in the matter protected by copyright and patent without permission.  The purpose of copyright, patent, and trademark law is to enrich the public domain. Copyright holders obtain rights without disclosure as soon as the expression is fixed in a tangible form
 and no one may exploit the creation without permission.
  Patent applicants must disclose their inventions,
 but, without permission, no one may exploit the creation until the patent term expires.
 Trademark users, by contrast, cannot obtain rights until consumers are able to exploit the signaling device, until the available public domain is enriched.
  Trademark law keeps mark owners' incentives aligned with the interests of referential users and as long as this occurs, trademark rights may continue.


B.  Geographic Scope of Trademark Use.  


If trademark law is focused on protecting creative contributions to the public domain, then the geographic scope of rights would sensibly extend to those areas in which referential use had arisen.  There would be no rights in those areas where an unregistered senior user's activities created no significant commercial impression as a source-indicator because it was "so small, sporadic, and inconsequential"
 that it had not contributed to the public domain.  There would be no harm done by allowing another to use the mark in that area and the usual benefit; a supplier of goods could create referential utility and contribute to the public domain by using the device as a source-indicator.  This reasoning explains how trademark law resolves a variety of priority battles.


Priority battles revolve around first use in a geographic area and around first registration.  Some rewards go to the first user and others to the first registrant.  As the preceding paragraph indicated, if neither party registers the mark, exclusive rights go to the first to add to the referential public domain in a particular area, which enriches the public domain.
  If the senior user registers first, there are two scenarios, involving either an intermediate or a subsequent junior user.  An intermediate junior user adopts a mark in a remote geographic area prior to the senior user's registration and is rewarded with exclusive rights in the territory within which it has established a referential use.
  A subsequent junior user adopts a mark in a remote geographic area after the senior user's registration and has priority in its geographic area over all other's but the registered senior user.
  Even with respect to the registered senior user, however, the subsequent junior user may not be enjoined until the senior enters that area.
  


If rewarding contributions to the referential public domain is the key to understanding trademark law, why would the registered senior user be able to evict a subsequent junior user but not an intermediate junior user?
The Lanham Act constructive notice rule
 in combination with the registered senior user's right to evict a subsequent junior user encourages creative contributions to the referential public domain.  The published principal register allows subsequent junior users but not intermediate junior users to check for the existence of a senior registered user of a mark.  Advance notice steers the prudent subsequent junior user away from marks similar to the registered mark and avoids wasteful duplication of efforts of establish a device/product connection.  There is an infinite supply of arbitary and fanciful marks available.  This rule has the benefit, of encouraging subsequent junior users to contribute to the referential public domain and of encouraging competition by permitting registrants to enter new geographic marks.


If the junior user is first to register, the junior user has a right superior to the senior user in all geographic areas but the ones in which the senior user had established a referential utility prior to registration.
  This places the senior user in the same position as the intermediate junior user described above and for the same good reasons.  Each is rewarded by an entitlement to exploit the geographic areas within which it has contributed to the referential public domain.  


Alternative theories of trademark law do not establish a substantive foundation for appreciating the structure of trademark law.  Landes and Posner's efficiency theory of trademarks, for instance, focuses on the relative benefits of pure registration versus pure possession (first use) systems.
  They focus on the administrative costs and benefits of each system.  If the first registrant gets exclusive trademark rights, that registrant may engage in rent-seeking behavior.  Companies would spend time thinking up catchy marks hoping to sell them to others.
  A first use system reduces the costs of determining who invented it first, but creates the potential for wasteful duplication if several use the same mark before notice.
  This analysis considers the administrative costs of different ways of protecting source-indicating devices.  Like the Professor Bone's enforcement cost theory,
 the efficiency theory often has nothing to do with the underlying purposes of trademark law but a great deal to do with minimizing the costs of administering such a system and avoiding erroneous findings of liability.
  By contrast, the public domain theory provides a substantive foundation for deciding trademark policy.


III.  Acquiring Rights:  Types of Marks.

Trademark rules governing the protection given to different types of marks reflect the goals of protecting the customary public domain and enhancing the referential public domain.  The reasoning applies equally to traditional marks composed of words, pictures, and symbols, discussed in Part II.A, and non-traditional marks consisting of trade dress and product design, discussed in Part II.B.


A.  Traditional Marks.


The five familiar categories of marks from generic to fanciful reflect the extent to which granting exclusive rights detracts from or contributes to the public domain.  The customary public domain is diminished by granting trademark rights to devices that have customary meanings related to the products or services in connection with which they are used, such as generic words.  The referential domain is enhanced most by granting trademark rights to devices that are readily identified as source-indicating devices, such as fanciful terms.  


From generic marks with a critical customary use as the name of a category of goods and no inherent trademark value to fanciful marks with no prior customary meaning and significant source-indicating potential, the law recognizes increasing protection as the degree of contribution to the public domain increases and the degree of subtraction from the public domain diminishes.  The strength of a mark and its corresponding degree of protection are a function not only of the mark's potential effect on the public domain but its actual effect.  To determine the strength of a mark, one must consider not only inherent distinctiveness but also the degree of recognition the mark enjoys among relevant consumers.
  An inherently distinctive mark may have attracted little notice by consumers and actually contributed little to the referential public domain. Stronger marks, having contributed more to the public domain, receive stronger protection.


1.  Generic and Descriptive Terms


Generic and common descriptive terms have the greatest customary significance of all potential source-indicating devices.  Their customary uses are so significant that they are not protectible.  Without the ability to name their goods, competitors would be unable to enter or succeed in the market.
  


Courts also suggest that generic and common descriptive marks are not good candidates for marks because they are unlikely to be recognized by consumers as indicating a particular source.
  Their customary use as the name for a type of good is strong enough that consumers are unlikely to even recognize them as source indicators.  With little source-indicating potential, little is sacrificed by denying their use as trademark and protecting the public domain and the public interest in protecting the customary domain, especially given that recognizing trademark status would create an impediment to competition.


The interest in protecting the public domain of customary uses is important enough that mark owners must prevent the marks from becoming generic or lose rights to proprietary use.
  The fact that a mark has become generic is, by definition, evidence that the mark has lost its referential capacity.  Having lost its capacity to identify a source, its referential use, and have gained currency as a customary name for the product, there is no loss to the public domain from denying its source-indicating purpose and only a gain.  Though the mark owner may wish to retain source-indicating rights, its position with respect to the public domain is no different from that of a seller wishing to adopt a generic mark ab initio.

Similarly, merely descriptive marks have a significant customary meaning when used in connection with particular goods.  Because of their customary meaning, they have little inherent source-indicating power.  Denying trademark rights to them protects the public domain at little cost and potential pro-competitive benefit for the same reason generic marks are protected.  Yet  trademark law treats descriptive and generic marks differently.  Descriptive marks may be protected if they have secondary meaning.  Descriptive marks are attractive to sellers because they explain the nature of the goods or its characteristics in a straightforward fashion, providing a partial substitute for advertising.
  This may also be a benefit to consumers, but only because it describes the goods rather than refers to the source.  The corresponding harm is that competitors are denied the opportunity to describe their goods and that harms competition.  The same arguments can be made for generic terms.  


Because it sheds light on the treatment of non-traditional marks, it is worthwhile thinking about whether and why trademark law treats generic and descriptive terms differently.
  Once classified as generic, the term cannot be registered and receives only the weakest protection.
  From the public domain perspective, the classification question is whether a proposed term, whether potentially generic or potentially descriptive, is primarily in the customary public domain or in the referential public domain.  Granting trademark protection to generic and descriptive terms threatens the customary public domain in particular.  This is true for both generic and descriptive marks, suggesting that the difference between generic marks and descriptive marks is a matter of degree.


In fact, we see that the same tools are used to classify potentially descriptive marks are used to classify generic marks.  The Supreme Court's opinion in Kellogg Co. v. National Biscuit Co.
 is famous for its conclusion that the original manufacturer under patent of a cereal product could not have exclusive rights to the generic term "shredded wheat."  The analysis is striking in its similarity to analysis of whether a descriptive mark has secondary meaning.  The Supreme Court applied the "primary significance test," which is often reserved by lower courts for descriptive marks.  It stated that to acquire trademark rights in "shredded wheat" the plaintiff "must show more than a subordinate meaning which applies to it. It must show that the primary significance of the term in the minds of the consuming public is not the product but the producer."
  Kellogg had not presented such evidence.  Thus, the term "shredded wheat" was generic because its customary rather than referential meaning was its primary significance.  


The Court of Appeals for the Federal Circuit has also applied the primary significance test to determine whether a mark is generic or descriptive.  That court stated that 

[w]hether a term is classified as "generic" or as "merely descriptive" is not easy to discern when the term sits at the fuzzy boundary between these classifications. It is basic to the inquiry to determine whether members of the relevant public primarily use or understand the term to refer to the genus of goods or services. 
  

If the genericness of a term depends on whether the public uses it referentially or customarily, the distinction between protectibility of generic and descriptive marks vanishes.  Either is protectible if the referential use dominates – generic marks because they do not, by definition, have their suspected customary "naming" use and descriptive marks because they do not have their customary "describing" use.


The explanation for different treatment must lie in the greater importance of generic terms to the public domain or the greater likelihood that descriptive marks will acquire a predominantly referential meaning.  In difficult classification cases, courts have focused on the importance of the customary use for competition:

What is "generic" in trademark law is a word with so few alternatives (perhaps none) for describing the good that to allow someone to monopolize the word would debilitate competitors. A descriptive trademark is one that leaves a larger but finite set of equivalent alternatives, and therefore still can be protected (because there are adequate alternatives for competitors) but only if it has acquired secondary meaning (so that it demonstrably functions as a source indicium). Finally, the suggestive, arbitrary, or fanciful mark is entitled to automatic protection, as there exists a vast universe of equivalent alternatives (or, in the case of a suggestive mark, at least a vast number of passable alternatives) to choose from, and the consumer will reasonably immediately identify the mark for what it is--a source indicium and no more.
    

A public domain perspective suggests that because generic terms are relatively more valuable to the customary public domain (because of the lack of alternatives) and of little use to the referential public domain (because unlikely to be perceived as source indicators), they never achieve trademark status.  Descriptive terms have more alternatives and are more likely to acquire distinctiveness so may acquire trademark status upon becoming part of the referential public domain.  Thus, the theory offered here helps one understand the treatment of generic and descriptive marks.
  


As a matter of policy, users of marks ought not to appropriate either generic or descriptive terms that the public uses to name or describe a category of goods, but if the primary significance of a term is its referential use, that ought to be protected.  Thus the question is not one of labels, but the significance of the term to the public domain.
    


2.  Suggestive and Arbitrary Marks.


Because they are more creative and not already directly connected to the goods in connection with which they are used, suggestive marks add more to the public domain and accordingly receive more protection than descriptive or generic marks.  Some modest mental steps are necessary to connect such a mark to the nature of the goods in connection with which they are used,
 but it does not take a giant step to connect WRANGLER with western boots and jeans, LOC-TOP with bottle closure caps, RAPID SHAVE with shave cream, or HANDI-WIPES with dusting cloths.
  The amount added to the referential public domain need not be great to justify modest protection.
  On the other hand, because the referential meaning is only somewhat different from the customary meaning, suggestive marks are only somewhat distinctive.  Thus, protection is weak compared to that given to arbitrary and fanciful marks, but greater than that given to descriptive marks.  The variety of alternative words loosely connected to a product or its characteristics also justifies greater protection.
  


Suggestive and arbitrary marks have customary uses, which may name or describe goods other than the ones in connection with which they are used; PLAYBOY, a suggestive mark used in connection with a men's magazine, also describes a category of men while APPLE, an arbitrary mark used in connection with computers, also describes a fruit.  Unlike generic and descriptive marks, there is no great conflict between customary public uses and the private or referential uses of either of these types of marks and none at all for arbitrary marks.  Having computers marketed under the APPLE mark does not interfere in any way with farmers or consumers referring properly to the fruit.  The use of PLAYBOY in connection with a men's magazine might possibly cast a certain light on the category of men to which it customarily relates, but the meaning is not significantly changed.  Accordingly, these types of marks are good candidates for developing source-indicating properties, with their associated proprietary and referential values and protection does not diminish the customary public domain significantly.  


From a public domain perspective, the difference between suggestive and arbitrary marks is that the latter interfere less with the customary public domain and are more likely to be recognized by consumers as having a source-indicating use because of the apparently random context in which the term is employed (APPLE for computer, SHELL for gasoline, CAMEL for cigarettes
).   The potential for a suggestive mark to impinge on customary uses makes it appropriate that suggestive marks should get less protection than arbitrary marks.  


3.  Arbitrary and Fanciful Marks. 


Along the spectrum of marks that detract least from customary usage and add most to referential uses because of their inherent distinctiveness are arbitrary and fanciful marks.  Customary and referential uses of such terms are very unlikely to interfere with one another, so these marks are given strong protection.  These marks exhibit the greatest creativity and, by adding a totally new  (referential) meaning to the word or device, add to the public domain.  As between the two types, fanciful marks (KODAK, EXXON
) are the most creative, having no prior customary use.  Trademark law does not distinguish between the strength of arbitrary and fanciful marks, despite the greater contribution of fanciful marks to the public domain and the total non-interference with customary use, perhaps because there is no difference in practical effect as between the two.


The public domain analysis of generic and descriptive marks suggests a substantive approach to determining whether trademark status should be granted and the extent of protection that should be granted.  Marks that contribute most to the referential public domain while detracting least get the greatest deference. While many efficiency arguments are based on administrative costs and are thus not substantively based,
 others may readily be translated into the public domain perspective.  Landes and Posner argue that the classification system for traditional marks is "crude" but reduces administrative costs.
  But they also recognize that, for new types of products, descriptive terms reduce search costs when there is secondary meaning and the accompanying benefits to consumers may exceed the costs to competitors of being foreclosed from use of those terms.
  In public domain terms, when the customary domain is not significantly impoverished by awarding a person exclusive rights to a mark and the primary significance of a term is its referential meaning, the disadvantage to competitors is slight and the benefits to consumers is great.


Still other efficiency arguments are explicitly public domain arguments, though not recognized as such.  Landes and Posner argue that the rule against retaining rights to marks that have become generic encourages the invention of new words.
  In their examples, General Foods Corporation promoted "decaffeinated coffee" as a term to prevent its SANKA mark from becoming generic and Xerox Corporation promoted "photocopying" to prevent its XEROX mark from becoming generic.
  In public domain terms, the rule enriches the customary public domain.


B.  Trade Dress and Product Design.


1.  Practical Functionality.

Trade dress and design may be analyzed the same way as generic and descriptive terms because functionality is the equivalent of linguistic utility.  The primary significance of the appearance of a product is its practical utility "if it is essential to the use or purpose of the article or if it affects the cost or quality of the article."
  Patentability is one test for the scope of the customary public domain in functional utility.  Because patentable innovations must, by statutory requirement, be useful,
 a patented design or dress has been judged useful and it is sensible for courts to defer to that interpretation once the patent has expired.
  Similarly, innovations that meet the utility requirement for patentability but fail the other requirements, such as novelty and non-obviousness, should presumably also be considered functional because the patent law balance places them in the customary public domain as well.    


The patent analogy and the Supreme Court's definition resolve the easier cases and the analogy to linguistic utility helps resolve the rest.  Useful characteristics cannot have trademark status any more than generic terms.  A term is generic if it is part of the linguistic public domain, if its primary significance is the name of a type of good or service.  For troublesome case of practical functionality, the question is whether the device is in the customary or referential public domain.  As with generic and descriptive terms,
 the existence of alternatives may shed light on the domain a device occupies and the appropriate classification of a mark.  



In TrafFix Devices, Inc. v. Marketing Displays, Inc.,
 the Court only held that alternatives are irrelevant after a product configuration as been found functional.  As for possibly generic word marks, the existence of alternatives may be relevant to that initial determination.  Two similar trademark cases in which different proof was offered illustrate the difference between the questions of classification and the protection.  In Asics Corp. v. Target Corp.,
  the court's conclusion that the striped design was functional was based largely on utility patent, so the functional utility question, the classification question, was easily resolved.  In such a case, the existence of alternatives is irrelevant to classification.  Once easily classified as functional, the competitive necessity of the design was irrelevant to whether there would be protection.
  Functional designs are not protectible, regardless of the existence of alternatives.


By contrast, there was no such evidence of utility in K-Swiss Inc. v. USA Aisiqui Shoes Inc.
 so the classification question was more difficult.  The analysis of whether the design was practically useful resembled the analysis of whether a mark is generic.  K-Swiss sued to enjoin Aisiqui from importing athletic shoes with the same five-strip design employed by K-Swiss on its athletic shoes.  Among other claims of functionality, Aisiqui argued that the stripes had a utilitarian advantage because they reinforced the speed lacing eyelets, allowing greater form fitting and customize stabilization of the foot.  K-Swiss responded that other athletic shoe regularly sold in the market never utilized the five stripe design and routinely used other designs so the five stripe feature is primarily cosmetic.  The court agreed that stripes may be placed on a shoe in many other configurations and that the loops, hooks, eyelets can be attached to the base shoe material in a variety of other ways to produce the same effect as the D-rings with the stripes.  This factual conclusion might lead a court to conclude that the stripes were not practically functional.  Because the existence of alternatives is relevant to the classification of designs as functional but not to the protectibility of functional designs, this consideration of alternatives would not run afoul of the Supreme Court’s holding that the existence of alternatives cannot save a mark that has been found to be functional.  


2.  Aesthetic Functionality.  


From a public domain perspective, aesthetic functionality can be handled in the same way as practical functionality and genericism.  Aesthetic utility is the visual equivalent of linguistic utility.  The appearance of a product is functional unless the primary significance of the appearance is its referential utility.  In some cases, functional aesthetics could be decided by the usual test of whether the appearance of a product "is essential to the use or purpose of the article or if it affects the cost or quality of the article."
   That would include the visual utility of color, as indicating flavor, for instance, in a food product
  or mouthwash,
 as well as a book binding style that was essential to conveying an impression of opulence.
  Granting exclusive trademark rights in such cases where the appearance is functional would diminish the customary public domain.  One of the economic effects of trademark law is that it encourages mark owners to maintain the consistency of their products' characteristics and qualities.  It is not generally the province of trademark law to give exclusive rights to any of those characteristics or qualities.  Unless they are protected by some other area of the law, they are in the customary public domain.  


Where the question of aesthetic functionality cannot readily be answered by reference to the "use or purpose" test, the role of the product configuration in the customary and referential public domain (the "primary significance" of the mark) again becomes relevant.  Visual appeal is no different from other qualities of a good, such as price or durability, unless it conveys a source-indicating message.  The visual appeal of WRANGLER'S jeans to a rodeo fan or of a LOUIS VUITTON bag to a fashionista may be the fact that it carries the trademark.  If it is only the source-identification that is the visual appeal of the product design or packaging, the design or packaging is within the province of trademark law.
  That visual appeal is in the referential public domain.  Otherwise, the characteristic is in the customary public domain. 


Applying the primary significance test to trade dress and product design protects the customary and referential public domains.  If people choose pink insulation because they assume it has the qualities and characteristics with which Owens-Corning's has endowed its product, the color is not aesthetically functional.  Counterfeit Louis Vuitton handbags and Burberry scarves are purchased on Canal Street's famous counterfeit bazaar
 at a great discount because they carry a design indicative of source.  If people choose a china or silver pattern because it evokes the opulent Baroque period,
 that is aesthetically functional because the primary significance is not the source.  In difficult aesthetic functionality case, when the dress or design predominantly carries referential, source-indicating signals, the law protects those signals by recognizing trademark rights.  When the dress or design predominantly communicates visual appeal, others are entitled to access to this part of the customary public domain.


After the Supreme Court's opinion in TrafFix,
 there is an apparent asymmetry in the legal treatment of practical and aesthetic functionality.  When evidence indicates that a product configuration has practical utility, it is functional without regard to the availability of alternative configurations that would allow competitors a fair opportunity to compete in the market.
 On the other hand, it is proper to inquire into the existence of alternatives and whether trademark rights would create a "significant non-reputation related disadvantage" for competitors in cases involving aesthetic functionality.
  The public domain perspective facilitates understanding of this apparent anomaly.


The existence of alternative dress and design could play the same role in aesthetic functionality as it plays in classification of words as generic or descriptive and of trade dress or design as having practical functionality.  Because this consideration applies only when there is no practical utility, it might be interpreted as a way of determining whether there is aesthetic utility in the first instance. 
  This would create a symmetry between the approaches to classifying potential marks as generic, commonly descriptive, or practically or aesthetically functional.  Each test is directed as protecting the customary public domain as a means of promoting competition.


On the issue of functionality, advocates of the search-cost theory come to the same conclusion, starting with assumptions that seem faulty.  They argue from the assumptions that trademark law rewards investments in goodwill
 and that  "trademark law is avowedly not designed to resolve any perceived failure in the market for quality products and services." 
  They accept that trademark law permits competitors to appropriate any ideas for products and services as long as they do so in a non-deceptive way and do not infringe another's exclusive right.  Thus, they reason, giving trademark owners control over product configuration would give them control over the intrinsic value of the product itself, rather than just the message conveyed by their mark.
 While the conclusion is fine, the theoretical basis is weak.  


The public domain perspective provides a sharper focus on why functional marks are not protectible.  With respect to the first assumption, the next Part  illustrates that trademark law is designed to protect goodwill only to the extent necessary to protect and enhance the public domain, which makes any focus on goodwill distracting.
  With respect to the second, Part I demonstrated that trademark law is designed to correct a market failure.
  Without the incentive to maintain consistent quality the trademark provides, quality of products would presumably suffer.  Third, while free appropriation of unprotected ideas is an accepted principle, that begs the question of whether trademark law should protect some ideas for products and services. The search-costs argument to this point does not create a foundation on which a justification for denying protection for functional marks can be made.  


The public domain approach also offers an alternative to the efficiency theory characterizations of when trademark status should be denied.  According to that approach, courts should "deny trademark protection for the attractive feature only if it is indispensable to the marketing of the product, that is, roughly speaking, only if the trademark owner would obtain a product monopoly if he could exclude others from copying the feature."
  The efficiency approach would permit trademark protection for aesthetically appealing devices that were part of the visual public domain as long as doing so did not interfere with competition.  


The efficiency-based conclusion begs the question of what exclusive rights to visually appealing devices interfere with competition.  The public domain perspective addresses that question in a way that rationalizes the approaches to generic, descriptive, practically functional devices.  The foremost consideration for whether a word is properly in the customary or referential public domain is whether the word predominantly names or describes goods or refers to a source, respectively.  Similarly, for product configurations, the foremost test is whether the appearance "is essential to the use or purpose of the article or if it affects the cost or quality of the article,"
 in which case the device is in the customary public domain. If the results of these test are inconclusive, the existence of alternatives and the primary significance to consumers may be relevant to the classification question.    
  
IV.  Scope of Protection:  Infringement, Passing Off, and Dilution.


Distinctions between and theoretical foundations for infringement, passing off, and dilution claims can also be accounted for by the congestible public goods nature of proprietary interests in trademarks and of the customary and referential public domains.  This Part explains how each legal theory is directed towards protecting the public domain and protects private rights only to the extent necessary to do so.  This is not surprising for infringement claims, discussed in Part IV.A, but reveals an interesting aspect of passing off claims, discussed in Part IV.B, that strengthens the analogy between trademark law and its intellectual property cousins, copyright and patent.  That dilution law, discussed in Part IV.C, focuses on protecting the public domain is a somewhat remarkable claim because that theory is often viewed as protecting only the private rights in marks, even to the extent of creating "property rights" in those marks.


A.  Infringement Claims.


It is generally accepted that infringement actions protect both the goodwill of the mark owner and competition by preventing confusion.  The Lanham Act grants exclusive trademark rights to "secure to the owner of the mark the goodwill of his business and to protect the ability of consumers to distinguish among competing producers."
  It is misleading, however, to think that the structure of trademark law is directed towards protecting private interests.  Even economic theories recognize that the social benefit of protecting mark owners' goodwill is to consumers, who may rely on the qualities and characteristics of the supplier's goods conveyed through the mark and appreciate the advantages of vigorous competition, which lowers prices and increases alternatives available to satisfy consumers' diverse tastes.
   Consumers' ability to rely on the referential meaning of marks reduces consumers' cost of seeking information about goods, including not just reading labels, advertising, and literature, but acquiring experience by buying and rejecting unsuitable goods.  All of these benefits flow from protecting the referential public domain.


Allowing others to use an owner's mark may confuse consumers about the source, obscuring information about the goods and raising search costs.
  Thus, an action for trademark infringement by a mark owner requires proof that use by the other is likely to cause confusion as to the source of the goods. 
   As the previous sub-Part argued, the validity of a mark depends on the extent to which it does not detract from the customary public domain and adds to the referential public domain.  The likelihood of confusion is determined by reference to factors that describe the effect of the alleged infringers use on the referential public domain, without specific regard to the mark owner's proprietary rights.


If protecting the referential and customary public domain is the focus of trademark law, it is not surprising that how the public perceives or understands the mark in its commercial context is relevant to the extent of rights.  The commercial impression created by the device is the first factor considered by the Court of Appeals for the Federal Circuit in its test for consumer confusion.
 Commercial impression is the key to resolving many issues in trademark law, including to whether a device is "used as a mark,"
 to distinctiveness of a mark,
 abandonment,
 the validity of amendments to a registration,
 whether slogans are registrable apart from their accompanying marks,
 and the legitimacy of "tacking" new marks onto old for the purpose of priority.
  Protecting the referential public domain is so important than commercial impression alone may be dispositive in some cases.
 While all of the common accepted confusion factors
 focus on the effect on the referential public domain, only one, and that one only sometimes, focuses on the proprietary interest alone, and that factor (the likelihood of bridging the gap) is controversial.


The underlying purpose of each of the confusion factors may be understood in light of the goal of protecting the referential meaning of the mark in public domain.  Each focuses on how the consumer is likely to perceive or has perceived the use of the allegedly infringing use in the marketplace.  The first three factors set boundaries defining the scope of the mark owner's rights vis à vis the alleged infringer. The similarity of the alleged infringer's mark, Factor 1, and the similarity of the goods on which the two parties use the mark, Factor 2, taken together, are a measure of  the extent to which the alleged infringer's use of the mark obscured signals used by consumers in their search for goods.  The result is that owners of stronger marks, Factor 3, marks with clearer referential meaning in their marketing context, logically need prove less in the way of actual confusion to prevail in an infringement claim because their referential meaning is clearer.   Stronger marks are a more significant part of the referential public domain.


The remaining factors are all relevant to understanding consumers' referential use.  They include consideration of how consumers react to seeing the two marks in the marketplace, as defined by Factor 5, which considers the conditions under which sales are make, the sophistication of their purchasers, the nature of advertising, price, and the nature of the trade channels.   If sales are made without serious comparisons of the labeling, by less thoughtful buyers, through advertising that obscures the differences between the marks, through similar intermediaries or in similar retail establishments, consumers' are less likely to distinguish between the two marks.  This is evidence that consumers are less cautious in their use of their referential vocabulary just as people are less careful about their customary use of language in casual situations.   Consumer reaction can also sometimes be measured by evidence of actual confusion (Factor 4), which is more necessary as evidence of confusion based on other factors, particularly the strength of the mark, is weaker.
  The alleged infringer's intent to confuse and good faith (Factor 6) is relevant only because it reflects the alleged infringer's projection of the effect of its use on the referential public domain.


Courts give conflicting justifications for including consideration of Factor 7 in their analysis of likelihood of confusion.   The likelihood that the plaintiff will expand its product line to include products like the alleged infringer's may be relevant to both the owner's proprietary use and the consumer's referential use.  Concern for the owner's proprietary use is reflected in statements such as "One of the chief reasons for granting a trademark owner protection in a market not his own is to protect his right someday to enter that market."
  This approach suggests a regard for the proprietary use without regard to consumers' referential use.


The second approach makes the connection of Factor 7 to likelihood of confusion clearer.  If consumers are likely to assume, correctly or not, that a mark owner has diversified into a related line of products, consumers may believe that the plaintiff and the alleged infringer are related companies.
  The more likely it is that consumers believe the plaintiff will "bridge the gap" between its products and the defendant's, the greater is the potential for confusion.  If the plaintiff actually has plans to bridge the gap, consumers' beliefs are justified.  


This second justification makes no reference to a proprietary "right to expand."  It focuses solely on the clarity of the source-indicating message received by consumers, the referential public domain.  Some circuits that do not include Factor 7 consider the likelihood of expansion to be covered adequately by Factor 2, the relatedness of the parties goods or services.
  In these cases the focus is on the likelihood of confusion and protection of the referential public domain rather than mark owners' proprietary interests.  The Restatement (Third) of Unfair Competition also takes a referential use rather than a proprietary use perspective on Factor 7.
  This second approach seems more appropriate from a public domain perspective because it focuses on protecting the quality of the referential public domain.


B.  Passing Off.


The passing off cause of action may provide the clearest illustration of the dominance of the referential over the proprietary interest.  It provides the equivalent of an infringement action even where there is no proprietary interest.  Passing off claims only require proof of a representation
 by the defendant likely to deceive or mislead consumers about the source of the goods or services.
  There may be no intellectual property involved in the case at all, though the analysis resembles an infringement analysis.


Aside from cases directly analogous to infringement claims, there are three relevant types of passing off cases.  The first two, (1) cases where the defendant puts the plaintiff's marks on the defendant's goods and (2) cases where the defendant puts the defendant's marks on the plaintiff's goods, recognize the plaintiff's proprietary interest in a particular device and consumers' referential interests in that device.  Remaining cases involve (3) no recognition of rights to exclusive use of a particular device.  In this last category are cases involving conduct only and cases involving uses of signaling devices that are not protectible as marks.  The theoretical analysis of cases of types (1) and (2) is similar to the analysis of infringement while type (3) cases diverge from an analytical perspective but still affirm support for the public domain.


When the plaintiff has created a resource with referential and proprietary uses, the law protects those uses.  In a type (1) case, a restaurant serves its own cola in response to a customer's order of COKE.
  The restaurant is depriving consumers of the ability to obtain the goods they seek by their use of a known mark -- interfering with the referential use.  In a type 2 case, a seller of printing machines places its own mark over the manufacturer's mark and sells the goods as it own.
  The seller deprives consumers of the ability to associate marks with sources by leading them to believe falsely that the machine was made by the seller – polluting the referential public domain with false signals.  In both cases, right to the device extend only as needed to protect referential use, only if confusion is likely.


Passing off does not require evidence of a valid mark, however, and may be based on conduct.  In type 3 cases, the passing off theory protects the aggrieved supplier's goodwill but does not necessarily protect any object (such as a mark) that is recognizable as intellectual property.  In  Crossbow, Inc. v. Dan-Dee Imports, Inc.
 the parties were both manufacturers of a novelty item signal light that glows and blinks when mounted on a drinking glass.  Dan-Dee exhibited a signal light manufactured by Crossbow at a trade show as a model of its own product.  Crossbow had no intellectual property rights to the design and it was "in the public domain and may be made and sold by whoever chooses to do so"
 and "can be copied in every detail by whoever pleases,"
  so there was no interference with proprietary use of any mark, despite potential interference with Crossbow's goodwill.  Granting an injunction based on a passing off theory in this case, the court cited the Supreme Court's Compco decision, recognizing the relationship between this conduct and the interest in referential use: "A State of course has power to impose liability upon those who, knowing that the public is relying upon an original manufacturer's reputation for quality and integrity, deceive the public by palming off their copies as the original."
  


The same analysis applies to cases where plaintiffs sue to prevent source confusion through the use of devices that are not valid trademarks.  A famous example is the Shredded Wheat case,
 where, despite the lack of trademark rights to the term "Shredded Wheat" due to genericism, the originator could oblige competitors to take reasonable steps to prevent confusion as to the source of the cereal biscuits.   Similarly, the original manufacturer of thermoses could oblige competitors to take reasonable steps to prevent consumers from thinking that the competitors' goods came from the original manufacturer even though "thermos" became a generic term.
  The remedies in these cases recognize no exclusive rights to use the terms, only a right to prevent others from marketing their goods in a way that causes confusion – protecting the referential public domain.


The passing off theory does not overlap with infringement in all cases.  Infringement cases all involve recognition of a proprietary interest in use of a mark as well as the referential utility of marks.  As the cases involving conduct and unprotectible marks illustrate, passing off may involve only recognition of the interest in protecting the referential public domain without recognizing any intellectual property right.  The broad scope of types of conduct covered by passing off is justified by the focus on referential uses where there are no trademark rights.  The equivalence of passing off and infringement theories suggests that it is the public's interest rather than the proprietary interest that is the focus of trademark law.


C.  Dilution.


On the surface, the dilution theory seems most directly aimed at protecting private interests without concern for creativity or the public domain.  It protects mark owner's from others' use of similar marks outside of its market.  Infringement and passing off require proof of consumer confusion to demonstrate that alleged infringer's use interferes with the referential use of the mark.   Dilution theory requires neither proof of confusion nor competition between the parties.


From its origins, however, the theory of dilution has always treated trademarks as congestible public goods outside of their own markets.  The logic of dilution is that successive use by increasing numbers will "whittle away" at the value of the mark.
  This is the hallmark of a congestible public good.
  Within the market for the mark owner's own goods and service, use of the mark by people other than licensees immediately interferes with the mark owner's use and the referential utility of the mark.  Outside that market, the interference is more gradual.  While theorists generally assume that the theory is focused on protecting goodwill rather than the public domain, considering trademarks as congestible public goods suggests that the focus of dilution theory, as for infringement and passing, is on promoting creativity and protecting the public domain.  The key is recalling that both proprietary and referential uses are protected by protecting source-indicating marks.


1.  Private Rights.  


The Lanham Act is designed to prevent "the lessening of the capacity of a famous mark to identify and distinguish good or services."
  Professor Schechter, who advocated for the dilution theory as early as 1928, focused his analysis on strong, arbitrary marks and his concern that they would lose their communicative value if others outside of their market could use them.
  He asserted that "the vast expenditure in advertising" associated with making a mark famous justified the mark's protection from noncompeting uses.
  The legislative history of the Lanham Act dilution provisions also reflects this concern:  "The concept of dilution recognizes the substantial investment the owner has made in the mark and the commercial value and aura of the mark itself, protecting both from those who would appropriate the mark for their own gain."
   This focus on the proprietary interest in the mark and on the investment involved in creating a distinctive mark has led courts and scholars to treat the dilution claim as analytically different from infringement and passing off claims.
  


Scholars and courts often conclude that dilution vindicates only private rights because it is not designed to protect the public domain.  In 1928, Judge Learned Hand, affirming the grant of an injunction sought by a company selling locks under the YALE mark against a company selling flashlight using the same mark, focusing on the harm to the mark owner's reputation and goodwill even if the other user does not tarnish the mark or divert sales from the owner. 
  Such an invasion of another's interest is characterized by some as trespass on a property right.
  Much of the legal literature on dilution focuses on the unfortunate trend of the law to recognize property rights in trademarks
 and scholars focus on the lack of benefit to society at large from granting monopoly rights over marks outside the geographic and product market in which the mark's owner uses them.
  Even the Supreme Court agrees that "[u]nlike traditional infringement law, the prohibitions against trademark dilution . . . are not motivated by an interest in protecting consumers." 
  


The boundaries and structure of trademark dilution might be better understood by referring to the customary and referential interests of consumers.  Focusing on the public  goods theory and the public domain demonstrates that dilution law constrains protection of trademark to that degree necessary to encourage creativity and protect the public domain.


2.  Public Rights.


From its conception, dilution could have been understood as protecting the public domain.  Professor Schecter's focus was on arbitrary marks that had "added to rather than withdrawn from the human vocabulary," marks that enrich the public domain.  His theory was that the protection of dilution laws would only go to such marks; words that have "been associated in the public mind with a particular product" and "have created in the public consciousness an impression or symbol of the excellence of the particular product in question."
  If consumer perceptions are relevant and the focus is on the impoverishment of the public domain by use outside of the mark owner's market, the boundaries of dilution protection might be set by considering the effect of the customary and referential public domain.  


Trademarks are immediately  congested when used by others who compete in the same geographic and product market than by others whose use does not cause confusion about source.  Infringement actions are designed to address these simultaneous uses that congest most easily, those likely to cause confusion, so those will be ignored in the dilution context.  Dilution focuses on non-confusing uses that might diminish the value of the mark as a search term, thereby harming the public domain.  Recognizing the logic of dilution theory is not the same as suggesting that there the existence or amount of harm can be established in a significant number of cases.


From a congestible public goods perspective, the task of dilution law is to determine which trademarks are susceptible of congestion and which other uses cause congestion.  What one observes is a series of conflicts between federal and state law surrounding these answers.  Federal dilution law protects only distinctive and famous marks while states tend to protect distinctive marks.
  Some federal jurisdictions protect locally famous marks while other federal jurisdictions protect only nationally famous marks.
  These disputes are focused on the  fundamental question of which marks are congestible.  Federal dilution law requires proof of actual diminution in the value of marks (actual congestion), while many states' laws requires only likely dilution.
  This dispute focuses on the specific question of whether a particular other use is diminishing the value of the mark.


With respect to the general question, the strength of a mark determines its vulnerability to congestion.  For the purposes of infringement, the "strength" of a mark is a function of its inherent nature and the success of the mark owner's promotional efforts.  Strength is not measured by those efforts, but on their success in molding consumer perception.  Ironically, this strength reflects the mark's susceptibility to congestion outside its own market. A strong mark is more likely to be remember by consumers and more clearly associated with particular products.
  Dilution theory suggests that a clearer message is more easily distorted.


I is not surprising, then, that under the Lanham Act only distinctive and famous marks are protected by the dilution theory.
  Though he was discussing infringement, Professor McCarthy's description of the rationale for giving greater protection to stronger marks applies equally well to dilution:  "The rationale is that the more distinctive, unique and well-known the mark, the deeper is the impression it creates upon the public's consciousness and the greater the scope of protection to which it is entitled."
  It is this public consciousness that is disturbed by use outside the mark owner's market.   The public's impression, the commercial impression of the mark, is the referential public domain.


From a congestible public goods perspective, it is curious that dilution is decided on a case-by-case basis.  Recall that congestion may be cumulative or cataclysmic.  Infringement theory is based on a cataclysmic model; one infringer may divert trade.  Dilution theory, referring to the gradual "whittling away" of trademark strength, presumes that "dilution is an infection, which if allowed to spread, will inevitably destroy the advertising value of the mark."
 There is no obvious reason to suspect that one defendant's simultaneous use that does not cause confusion will be enough to have some other sort of detrimental effect.  We would expect the law to require some extraordinary proof before finding that dilution has occurred in a particular case because the very idea is contrary is the idea of gradual "whittling away."
  Perhaps the requirement of "actual dilution"
 is that kind of extraordinary proof.


From the public domain perspective, the kind of association that should be required to support a dilution claim is one that involves an association with the communicative meaning of the mark.  It is the communicative meaning that enriches the public domain.  A diluting use would be one that changes the meaning of the source-indicating term.  So, first, the allegedly diluting use must do more than merely remind consumers of the plaintiff's mark.  Consumers must associate the use with the plaintiff's products or services.  Without doing so, the use cannot affect the communicative meaning of the plaintiff's use.  Second, that use must change (or be likely to change) the communicative meaning of the mark.


The law corresponds to these expectations.  The Supreme Court in Mosely stated that the mere fact that consumers mentally associate the junior user's mark with a famous mark is not sufficient to establish actionable dilution."
   The Court referred to the facts of Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Development,
 to illustrate the conclusion that a simple mental association between two marks does not necessarily reduce the capacity of the famous mark to identify the goods of its owner.  Even though Utah drivers may be reminded of the circus when they see a license plate referring to the "greatest snow on earth," it by no means follows that they will: "associate "the greatest show on earth" with skiing or snow sports, or associate it less strongly or exclusively with the circus. "Blurring" is not a necessary consequence of mental association. (Nor, for that matter, is "tarnishing.")"
   If a blurring (or tarnishing) association is necessary, the allegedly diluting mark must be a use that interferes with the other mark's communicative meaning.  That message is the referential meaning of the word in the referential public domain.


The Lanham Act currently requires proof of "actual dilution,"
and courts provide little guidance as to what that means.
  From the public domain perspective, "actual dilution" must mean that the communicative meaning of the term as a source-indicator has changed.  That does not mean that the owner must prove actual harm,
 but the owner can only be harmed if there is a change in the customary or referential meaning of the word. Proof of a change in the meaning of the word that blurred or tarnished the original meaning would constitute actual dilution.  If the word no longer indicates a high level of quality, for instance, the association with the owner as the original source or with the product would tarnish the mark.  If the term came to indicate sources of other products, then the owner would have to work harder to associate its mark with its communicative message.  For instance, Exxon/Mobil Corporation's ads that promoting EXXON's purported association with a cleaner environment without mentioning its product would no longer redound to its corporate image if an unrelated seller of shoes used the EXXON mark.
  The referential meaning of the mark would have been diminished despite the lack of competition or confusion about the source of a particular product.


V.  The Public Domain Logic of Fair Use Defenses

The classic fair use defense protects the customary public domain while other fair use defenses protect the referential public domain.  Following the same logic as the scheme for classifying marks, the classic fair use defense provides protection for non-trademark use of all marks in order to preserve the linguistic richness of the customary language.  Variations on the classic fair use defense illustrate that competitors also have legitimate need for referential use of marks as source-indicators to describe their own goods.  When marks transcend their source-indicating significance and take on cultural meanings, social commentators have need to refer to marks in public discourse.  In the doctrine of fair use, the law recognizes the dominance of customary and referential uses over proprietary uses.


A.  Classic Fair Use and the Customary Public Domain.


The classic fair use defense protects the customary public domain of words and symbols.  Even though Apple Computer, Inc. and many others have registered APPLE as a mark to be used in connection with everything from computers to horseshoe nails and chewing tobacco, anyone may use the word "apple" or a picture or drawing of an apple in almost any way that does not refer to the source of a product or service without fear of the trademark laws.  All customary use of words and depictions is fair.


The difficulty applying the classic fair use defense arises when customary use shades over into referential use.  In such cases, courts must decide either characterize the use according to the category into which it fall (as when classifying types of marks) or decide whether, on balance, the use should be permitted because it is predominately customary or enjoined because it is improperly referential or proprietary.  A recent Supreme Court case illustrates this choice.


Prior to the 2004 Supreme Court opinion in KP Permanent Makeup, Inc. v. Lasting Impression I, Inc.,
 it was unclear whether a competitor's descriptive use of a term would qualify as a fair use if some confusion would result.
  Circuits had split on the question.
  If confusion and fair use may not coexist, then the proprietary and referential uses trump customary uses.  If a competitor's use of descriptive use of a term was permissible despite the presence of confusion, the customary uses trump.


The Supreme Court resolved the conflict in favor of the customary public domain, holding that some degree of confusion is compatible with fair use, but approved a balancing test.
  The Court found "there was no indication that the statute was meant to deprive commercial speakers of the ordinary utility of descriptive words"
 and cited Congressional testimony to the effect that "Everybody has got a right to the use of the English language and has got a right to assume that nobody is going to take that English language away from him."
  There could be no clearer support for the protecting the customary public domain than this language.


Protecting the referential public domain is also in the public interest, and the Supreme Court did not abandon that interest.  The question of the extent of confusion that would be consistent with fair use was not before the Court, but the opinion in KP Permanent explicitly left open the possibility that consideration of the extent of confusion along with the accuracy of the use of the descriptive term, the commercial justification for the use of that term descriptively, and the strength of the plaintiff's mark could be taken into account when deciding whether the use was fair.
  The Lanham Act's requirement that the descriptive use be fair
 requires consideration of the harm to the referential public domain when evaluating the classic fair use defense.


B.  Commercial Referential Fair Use.


While classic fair use focuses on the customary domain, commercial and artistic fair use focuses on the referential use of trademarks by commercial interests.  Competitors use the mark of another in their market to describe their own goods, e.g., "If you like OPIUM [perfume], you'll love OMNI."
  Remanufacturers place the original sources' marks on their own products to show the origin of the goods before their repairs, e.g., golf ball restorer Nitro re-marking their cleaned and repainted golf balls with the TITLEIST mark owned by Acushnet Co.
   Each of these uses of the referential public domain is protected.


In order to maintain the integrity of the referential public domain, there is a balancing between commercial interests' referential use and consumers' interests in referential use.  Comparative advertisements must truthfully compare the products so as not to obscure the quality characteristics consumers associate with the plaintiff's mark and must not display the plaintiff's mark in such a way as to confuse consumers about the source.  The disclaimer "Yves Saint Laurent and OPIUM are not related in any manner to Deborah Intl Beauty and OMNI" must not appear in tiny letters while the marks appear in a larger size print.
   Similarly under the Ninth Circuit's approach, which it describes as a "nominative fair use" test, only so much of the mark as is reasonably necessary to identify the other's product may be used and the user must do nothing that would suggest a connection with the mark owner.


Remanufacturers can sell their products under the mark of the original manufacturer as long as they do not deceive the public as to the source, attempt to restore the good "as far as possible" to their original condition, and fully disclose the true nature of the goods.
  This rule does not protect the proprietary interest of the mark owner.  The Supreme Court acknowledged that the remanufacturer gets some advantage from the trademark but stated that the advantage is "wholly permissible so long as the manufacturer is not identified with the inferior qualities of the product."
  The key, according to legislative history is "protect[ing] the public so it may be confident that, in purchasing a product bearing a particular trade-mark which it favorably knows, it will get the product which it asks for and wants to get."
  "So long as the customer is getting a product with the expected characteristics, and so long as the goodwill built up by the trademark owner is not eroded by being identified with inferior quality, the Lanham Act does not prevent the truthful use of trademarks, even if such use results in the enrichment of others."
  This is protection of the referential public domain at the expense of the proprietary user.


C.  First Amendment Fair Use and the Customary Public Domain.


When the meaning of a mark transcends its source-indicating meaning, it may become part of the customary public domain:

Some trademarks enter our public discourse and become an integral part of our vocabulary.   How else do you say that something's "the Rolls Royce of its class"?   What else is a quick fix, but a Band-Aid?   Does the average consumer know to ask for aspirin as "acetyl salicylic acid"?  Trademarks often fill in gaps in our vocabulary and add a contemporary flavor to our expressions.   Once imbued with such expressive value, the trademark becomes a word in our language and assumes a role outside the bounds of trademark law.
  

When a mark enters our vocabulary in such a way, it becomes part of the customary public domain.  When used in its customary (non-source indicating) way, it is protected by the first amendment, e.g., referring to Mattel's BARBIE mark as a symbol of both an ideal American woman and a bimbo.
  


As for other types of fair use, the value of the customary public domain is balanced against any interference with the referential public domain.  The Second Circuit adopted an "artistic relevance" test that applies the Lanham Act to artistic works "only where the public interest in avoiding consumer confusion outweighs the public interest in free expression."
  While that language suggests a balancing, the test protects the artistic expression unless the use of the mark has "no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless [the use of the mark] explicitly misleads as to the source or the content of the work."

VI.  Conclusions

The public domain perspective offers to advantages over current theoretical approaches to trademark law.  First, it provides a firmer theoretical foundation.  The traditional assumption that trademark law is totally different from copyright and patent law is misguided.  As discussed in Part VI.A., contrary to common perceptions, all are based on intellectual property as a public good, providing incentives for creative activity, and protecting and enhancing the public domain.  Second, as discussed in Part IV.B., this perspective explains the structure of trademark law and its multiple facets as all reflecting a common goal of protecting the customary domain and enhancing the referential public domain.  These interests dominate the interest in protecting any trademark owner's right to the goodwill it has created in its mark.  This public interest story applies equally to infringement, dilution, and passing off theories.


A.  Macro-Theoretic Implications.  


From the public domain perspective, trademark law has the same fundamental character as copyright and patent law.  To say that this has been underappreciated is an understatement.  Scholars regularly assume that trademarks are unique.  While copyright and patent law are based in public goods theory, trademarks were thought to be private goods.  While copyright and patent law were understood to be necessary to provide incentives to create and innovate, no incentives were thought necessary for trademarks.  While copyrighted works of authorship and patented inventions enriched the public domain, trademarks were merely tools of competition.  While copyright and patent law involved a careful balance between the public domain and private interests, trademark merely involved regulation of competition.


The public domain theory of trademark demonstrates that all of these presumptions are false.  Public goods theory focuses our attention of what product and service providers create when using a mark.  It is a resource with two uses, proprietary and referential.  As a proprietary resource, a mark can be used by many related parties (licensees producing the same product) without diminishing the utility each derives from the mark's source-indicating power.  As a referential resource, consumers, commercial interests, and artists can simultaneous use the mark to refer to or discuss a particular product or service.  In each of these uses, trademarks have the characteristics of non-rivalry, which they share with tangible expressions of ideas and innovations.  


Trademarks are a public good, but a congestible public good.  Some types of simultaneous proprietary and referential uses diminish the utility related suppliers or consumers derive from the source-indicating significance of the mark.  These are uses, typically by unrelated suppliers of goods and services, that alter the meaning of the mark.   To  minimize harmful congestion, trademark law prohibits some of these uses.  Either a competitor or a non-competitor's use of the mark may interfere with consumers' ability to find goods that satisfy their requirements.  Infringement and dilution claims, respectively, discourage these uses, but only to the extent that the referential use, the public domain, is affected.  If the public domain is unaffected by a use, a mark owner has no remedy.  This illustrates the primacy of the referential public domain interest over the proprietary interest.


Without legal protection, creators of intellectual property would undoubtedly still create.  There would still be singers and song writers, poets and map makers, all of whom would be inspired by the benefit they derive personally from their artistic expressions.  There would still be inventors, who would be motivated by their interest in more efficient processes for manufacturing their goods and by the benefit of being first to market a new product.  Suppliers of goods and services would still attract customers by associating their names with their output.  The issue for all intellectual property is whether there would be as much output of these resources.  


For each type of intellectual property, the supposition is that there would be less than an optimal output of goods.  Undersupply is a classic property of public goods provided in an unregulated market.  Non-rivalry means that many can simultaneously benefit from the provision of a resource without additional cost.  Once the resource is supplied, if may (and economic theory suggests should) be made available to all at no cost.  Because these types of intellectual property share the property of non-excludability, the problem is getting the resource supplied in optimal amounts.  The supposition is that authors can be motivated to express more, innovators to invent more, and suppliers to market their goods and services more if these creators can reap greater benefits from their creative activity.  Trademark is no different from copyright or patent in this respect.


Copyright and patent law are based on encouraging contributions to the public domain, tangible expressions of creative ideas and properly specified inventions.  Trademark is based on encouraging suppliers of products and services to contribute to the linguistic storehouse of terms used to refer to sources of products and distinguish products from one another.  Copyright promotes the progress of ideas and awareness of the human condition.  Patent promotes the progress of science and commerce. Trademark promote the progress of trade and enhances consumer satisfaction.  Each does so by contributing to the public domain. 


Each area of intellectual property law gives protection that corresponds to the creative contribution of the author or inventor.  Copyright law protects only the copyrightable elements of a work and gives little protection to thin copyright, those expressions whose copyrightable elements are narrow in scope and only barely distinguishable from elements that are in the public domain.  Patent law protects only novel and non-obvious claims and gives no protection to the individual, previously known elements of an invention that are combined in a new way.  Trademark law protects only the new source-indicating meanings of devices used as marks and gives little protection to devices with customary linguistic meaning or practical or visual utility.  Ideas that are expressed in a traditional uncreative ways, innovations that are obvious extensions of prior art, marks that use the names or descriptions of products as source-indicators are all unprotected because they are in the public domain of resources available to all.


Because of the need to provide private incentives, all areas of intellectual property involve tradeoffs between private interests and the public domain.  Protecting tangible expressions of ideas and well-specified inventions protects the financial interests of past creators and stimulates future creation.  At the same time, increasing protection makes it harder for creators to adapt and improve on copyrighted and patented works.  Providing greater protection to trademarks encourages mark owners to invest in the communicative meaning of their marks but makes it more difficult for competitors to enter and succeed in markets and hamper competition.  The law in all three areas involves a balancing of interests.


The macro-theoretic conclusion is that we have been looking at trademark law incorrectly.  It is more like copyright and patent than commonly thought.  This article is designed  to strengthen the theoretic foundations of trademark law.  Trademark law is the ugly duckling of the intellectual property world.  It lacks intellectual respectability.  A recent collection of readings in intellectual property containing the leading articles in each of the three areas devoted only 61 of its 526 pages to trademark.
  There were no articles from this century and only three (of 16) from the last ten years.  Even the latest economic treatise on intellectual property has only 44 of 424 pages devoted exclusively to trademark.
  Perhaps that is because the current theoretical bases of trademark law is built on faulty assumptions.  Trademark research might be more productive with a sound theoretical foundation.

B.  Micro-Theoretic Conclusions.


Because protecting and enhancing the public domain is at the heart of trademark law, the structure of trademark law can be explained by observing how the rules achieve those objectives.  This article considers a variety of central rules of trademark from a public domain perspective.  The use and priority requirements, for instance, which establish the product market and geographic scope of entitlements reflect the contributions of a mark holder to the public domain.  In geographic and product markets where the holder has established no referential meaning, there are no rights to exclude others.  Even a registered mark owner has rights inferior to another who had previously enriched the referential public domain in a particular market.  The goal of trademark law is to promote investment in the proprietary value of a mark in order to enhance its referential utility.


Similarly, there is no entitlement to exclusive use of terms that are not used "as a mark."  Thus, a device used as a label for a service provided only for the user does not enrich the public domain and does not qualify as a mark.   And terms used for non-trademark purposes are in the customary public domain as are mark used for their customary purpose.  Thus, a mark holder cannot enjoin another's customary use of the device embodied in a mark.


The traditional categories of "strength" for traditional trademarks reflect the extent to which recognizing rights to a mark diminishes the customary public domain and enriches the referential public domain.  Customary language would be impoverished by granting a fruit supplier the exclusive right to call its apples "apples."  The effect of this impoverishment is reduction of competition in the apple market, as search-cost and efficiency theories point out, but the underlying foundation for classifying marks is reference to the nature of the term in the linguistic customary and referential public domains.  People understand "apple," when used with fruit to indicate the fruit, not a source.  Adoption of that term does not enrich the referential public domain.   By contrast, wholly invented, fanciful terms do not diminish the customary public domain and enrich the referential public domain with a term that has no meaning except its reference to the source.  Similarly, functional devices are part of the utilitarian or aesthetic customary public domain and are unavailable as source-indicators.


The legal theories included under the trademark umbrella give primacy to the referential use over the proprietary use, which emphasizes the propriety of focusing on the public domain.  There is no infringement or dilution of a mark unless the referential meaning of an owner's mark is obscured by another's use.  A passing off claim does not even require the existence of a protectible mark; statements misleading consumers about source are sufficient for a cause of action.  Proprietary use is protected by infringement claims, but if the mark owner's ability to exploit their mark were the primary concern, trademark law would focus more on whether the other user was free riding on the mark owner's investment than the commercial impression of the marks and consumers' reactions.  In the factors relevant to determining consumer confusion, the owner's investment is relevant only to how familiar consumers are likely to be with the owner's mark.


Finally, fair use defenses in trademark explicitly subordinate the mark owner's interest to the interests of others whose use is in the public interest.  This is true for those whose customary use of devices incorporated into trademarks involves describing their own products as well as the referential use of the trademarks themselves to compare their products, indicate the component parts of their products, the original manufacturer of their restored or repaired goods, or to engage in social commentary.  Protecting the public domain uses facilitates communication, commerce, and commentary.  As with the legal theories, mark owner's rights are subordinated to the public domain.  Thus, it makes sense to focus on the public domain as the foundation for analysis of trademark issues.
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� There is a long history of applying public goods theory to intellectual property law.  For intellectual property articles laying out the foundations of the theory of public goods and its intellectual origins, see Alfred C. Yen, The Legacy of Feist:  Consequences of the Weak Connection Between Copyright and the Economics of Public Goods, 32 Ohio St. L.J. 1343, 1365-69 (1991): Brett M. Frischmann, An Economic Theory of Infrastructure and Commons Management, 89 Minnesota L. Rev. 917, 939-956 (2005)(discussing public goods theory and comparing impure public goods); and Glynn S. Lunney, Jr., Trademark Monopolies, 48 Emory L.J. 367, 441 and nn. 267-270 (1999)(referring to the history of the development of public goods theory).


� See Richard Cornes and Todd Sandler, The Theory of Externalities, Public Goods, and Club Goods 8 (2d ed. 1996) [hereinafter "Cornes and Sandler"] ("A good is nonrival or indivisible when a unit of the good can be consumed by one individual without detracting, in the slightest, from the consumption opportunities still available to others from that same unit").  The authors offer the following examples:  a sunsets when views are unobstructed, deterrence, as provided by a fleet of Trident submarines, pollution-control devices, weather-monitoring stations, disease-eradication programs, crisis-warning monitors, and information-dissemination networks.  Id.  By contrast, food, clothing, and fuel are rival in their consumption.  Id.


� See Head, supra note � NOTEREF _Ref109812880 \h � \* MERGEFORMAT �35�, at 180.


� See Cornes and Sandler, supra note � NOTEREF _Ref110414518 \h � \* MERGEFORMAT �37�, at 272-73.  Cornes and Sandler offer the example of the level of congestion of a highway, which is dependent on the total amount of driving and the level of highway services provided.  Id. at 273.


� U.S. Trademark Registration No. 1491822.
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� 35 U.S.C. § 102.
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� See e.g., Feist Publication, Inc. v. Rural Telephone Service Co., Inc., 506 U.S. 984 (1992)(denying copyright protection for lack of original copyrightable subject matter). 


� See Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225 (1964) (discussing non-patentability of Stiffel's pole lamp).


�See Graham v. John Deere Co., 383 U.S. 1, 26 (1966).


� See Merriam Webster Online Dictionary, http://www.m-w.com/cgi/bin/dictionary (defining "apple") (last visited June 7, 2005).


� Id.


� Id.


� See Part V. infra  (discussing the doctrine of fair use). 


� A.J. Canfield Co. v. Honickman, 808 F.2d 291, 304 (3d. Cir. 1986).
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� See Part IV.C., infra.


� See e.g., James Burrough, Ltd. v. Sign of Beefeater, Inc., 540 F.2d 266, 276 (7th Cir. 1976 ) ([t]he trademark laws exist not to 'protect trademarks, but . . . to protect the consuming public from confusion, concomitantly protecting the trademark owner's right to a non-confused public.").  See also, id. at 274 ("A 'trademark' is not that which is infringed. What is infringed is the right of the public to be free of confusion and the synonymous right of a trademark owner to control his product's reputation.")
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� See e.g., Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1008 (2d Cir. 1995) ("Product designs are more likely to be seen merely as utilitarian or ornamental aspects of the goods.... Product designs are therefore not ordinarily considered inherently distinctive and are thus normally protected only upon proof of secondary meaning.")(quoting Restatement (Third) of Unfair Competition § 16, cmt. b (1995).
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� The Lanham Act provides that use by related companies does not affect the validity of the mark as long as the mark is not used in a way that deceives consumers.  15 U.S.C. 1055.  In the famous case of Yocum v. Covington, 216 U.S.P.Q. 210 (T.T.A.B. 1982) the putative trademark owner allowed another to use the service mark of a musical group without an control or supervision.  The substance of the agreement was "give me some loot and use the name." Section 45 of the Lanham Act provides that a mark is abandoned "[w]hen any course of conduct of the owner . . . causes the mark to lose its significance as a mark."  15 U.S.C. 1127.  The T.T.A.B. in Yocum  quoted J.T. McCarthy, Trademarks and Unfair Competition, §18.15 at p. 636 (1973) for the propositions that abandonment was a purely involuntary forfeiture of trademark rights and subjective intent to abandon a mark is irrelevant.  Uncontrolled licensing may result in abandonment of all rights, cancellation of a registration, or loss of priority of use over another.  See J.T. McCarthy, Trademarks and Unfair Competition § 18:48 (4th ed. 2005).
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� This is commonly referred to as the Tea Rose/Rectanus doctrine--the first user of a common law trademark may not oust a later user's good faith use of an infringing mark in a market where the first user's products or services are not sold.   See United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 100-01 (1918);  Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 415 (1916).   The basic rationale of the rule requiring use in a particular geographic area is that a mark owner  should not be permitted to "monopolize markets that his trade has never reached and where the mark signifies not his goods but those of another."  Hanover Star Milling, 240 U.S. at 416, 36 S.Ct. 357.  


� See e.g., Burger King of Florida, Inc. v. Hoots, 403 F.2d 904, 907 (7th Cir. 1968)(recognizing national rights " except to the extent that such use infringes what valid right the defendants have acquired by their continuous use of the same mark prior to plaintiffs' federal registration").


� See, e.g, Dawn Donuts Co. v. Hart's Food Stores, Inc., 267 F.2d 358, 362 (2d Cir. 1959)(holding that "if the use of the marks by the registrant and the unauthorized user are confined to two sufficiently distinct and geographically separate markets, with no likelihood that the registrant will expand his use into defendant's market, so that no public confusion is possible, then the registrant is not entitled to enjoin the junior user's use of the mark."].
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� 15 U.S.C. §1072.


� See, e.g., Allard Enterprises, Inc. v. Advanced Programming Resources, Inc., 249 F.3d 564, 572 (6th Cir. 2001)(stating that "Federal registration of a trademark or service mark cannot create rights and priority over others who have previously used the mark in commerce" and " The territorial rights of a holder of a federally registered trademark are always subject to any superior common law rights acquired by another party through actual use prior to the registrant's constructive use.").


� Landes and Posner, supra  note � NOTEREF _Ref110137899 \h � \* MERGEFORMAT �11�, at 179-82.
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� See text accompanying notes � NOTEREF _Ref110225694 \h � \* MERGEFORMAT �28�-� NOTEREF _Ref110225712 \h � \* MERGEFORMAT �30�.


� J. Thomas McCarthy, 2 McCarthy on Trademarks and Unfair Competition § 11:2 (4th ed. 2005).
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� See Virgin Enterprises Ltd. v. NAWAB, 335 F.3d 141, 147-48 (2d Cir. 2003)("(E)fficiency and the public interest require that every merchant trading in a class of goods be permitted to refer to the goods by their name, and to make claims about their quality.). 


� Id. ("In short, the more distinctive the mark, the greater the likelihood that the public, seeing it used a second time, will assume that the second use comes from the same source as the first. The goal of avoiding consumer confusion thus dictates that the inherently distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader protection than weak marks, those that are descriptive or suggestive of the products on which they are used."). See also, Walt-West Enterprises, Inc. v. Gannett Co., Inc., 695 F.2d 1050, 1057-58 (7th Cir. 1982)("Properly understood, the so-called trademark spectrum reflects levels of judicial skepticism concerning whether the term actually serves the source denoting function which a mark is supposed to perform."). 


� See In re Merrill Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 1569 (Fed. Cir. 1987) ("To allow trademark protection for generic terms, i.e., names which describe the genus of goods being sold, even when these have become identified with a first user, would grant the owner of the mark a monopoly, since a competitor could not describe his goods as what they are."(citing CES Publishing Corp. v. St. Regis Publications, Inc. 531 F.2d 11, 13 (2d Cir. 1975)).
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� See Landes and Posner, supra note � NOTEREF _Ref110137899 \h � \* MERGEFORMAT �11�, at 193.


� The view that descriptive and generic marks are treated quite differently is well supported by the Lanham Act, 15 US.C § 1052(e) and (f), which permit registration of a descriptive mark with  proof of secondary meaning.  The question here is not one of registrability but one of classification.


� See text accompanying notes � NOTEREF _Ref109707079 \h � \* MERGEFORMAT �177�-� NOTEREF _Ref109707099 \h � \* MERGEFORMAT �179�, infra.
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� In re Merrill Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 1569 (Fed. Cir. 1987). 


� Duraco Products, Inc. v. Joy Plastic Enterprises, Ltd., 40 F.3d 1431, 1442 (3rd Cir. 1994).  See also, Home Builders Association of Greater St. Louis v. L & L Exhibition Management, Inc., 226 F.3d 944, 949 (8th Cir. 2000), and Jews for Jesus v. Brodsky, 993 F.Supp. 282, 297 (D.N.J. 1998).


� Viewed in this light, giving incontestability status to descriptive marks in use for over five years (etc, other requirements) may be sensible.  If the (now-superseded) customary use of a term were particularly important to competitors, it would have been challenged during that period.  Park 'N Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 189 (1985).  Contra, see Alexandri, supra note � NOTEREF _Ref110393231 \h � \* MERGEFORMAT �19�, at 330 ("incontestability . . . increases barriers to entry and competition and can even lead to predatory pricing [and] deplete the public domain, leaving competitors at a severe disadvantage and disabling future wordsmiths from building on our common linguistic heritage.")


� See, e.g., Zatarains, Inc. v. Oak Grove Smokehouse, Inc., 698 F.2d 786, 790 (5th Cir. 1983) ("[t]he labels are more advisory than definitional, more like guidelines than pigeonholes").
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� Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141, 147 (2d Cir. 2003) (The goal of avoiding consumer confusion thus dictates that the inherently distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader protection than weak marks, those that are descriptive or suggestive of the products on which they are used.").
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� TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23 (2001).


� See text accompanying note � NOTEREF _Ref110401994 \h � \* MERGEFORMAT �98�.
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� 291 F.Supp.2d 1116 (D. Cal. 2003). 


� Qualitex Co. v. Jabobson Products Co., 514 U.S. 159, at 165 (1995) quoting Inwood Laboratories, Inc. v. Ives Laboraborties, Inc., 456 U.S. 844, 850 n. 10 (1982).
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� TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 33 (2001).
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� See Restatement (Third) of Unfair Competition § 17 cmt. c.[hereinafter "Restatement"] ("Because of the difficulties inherent in evaluating the aesthetic superiority of a particular design, a finding of aesthetic functionality ordinarily will be made only when the range of alternative designs is limited either by the nature of the design feature or by the basis of its aesthetic appeal.").  See also, Welkowitz, Trade Dress & Patent, 30 Rutgers L.J. 289 (1990);  Gary Myers, Statutory Interpretation, Property Rights, and Boundaries:  The Nature and Limits of Protection in Trademark Dilution, Trade dress, and Product Configuration Cases, 23 Columbia-VLA J. L. & Arts 241, 259 (2000); Mitchell M. Wong [Note], The Aesthetic Functionality Doctrine and the Law of Trade-Dress Protection, 83 Cornell L. Rev. 1116 (1998) (reviewing the law, identifying goals as promoting competition and preserving the partitioning of intellectual property law).
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�The standard account of trademark law phrases this conclusion slightly differently, "When market access and competition run in tension with the trademark holder's interests in protect its product-associated goodwill, the competitive interests trump.  Dogan and Lemley, supra note � NOTEREF _Ref110078583 \h � \* MERGEFORMAT �1�, at 792.


� See text accompanying note � NOTEREF _Ref110239565 \h � \* MERGEFORMAT �7�, supra. See also, Mark A. Lemley, Property, Intellectual Property, and Free Riding, 83 Texas L. Rev. 1031 (2005).  Professor Lemley's general point in this article is that while free riding may result in market failure, that does not mean that the creator of intellectual property should be entitled to appropriate the full value of his or her creation.  Professor Lemley argues that, because the general concern with free riding impels some to argue that it ought to be totally eliminated, the concept is ill-suited for providing an analytical basis for intellectual property law.  Id. at 1032.
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� Qualitex Co. v. Jabobson Products Co., 514 U.S. 159, at 165 (1995) quoting Inwood Laboratories, Inc. v. Ives Laboraborties, Inc., 456 U.S. 844, 850 n. 10 (1982).


� Park 'N Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 189, 198 (1985).


� Landes and Posner, supra note � NOTEREF _Ref110137899 \h � \* MERGEFORMAT �11�, at 269.   See also United States v. E.I. du Pont de Nemours & Co., 351 U.S. 377, 425 (1954) (stating that buyers who have reasonable alternatives to a particular seller's product are entitled to competition within the industry because "such competition may lead to lower prices and improved quality").  


� Virgin Enters. Ltd. v. NAWAB, 335 F.3d 141, 147 (2d Cir. 2003). ("The purpose for which the trademark law accords merchants the exclusive right to the use of a name or symbol in their area or commerce is identification, so that the merchants can establish goodwill for their goods based on past satisfactory performance, and the consuming public can rely on a mark as a guarantee that the goods or services so marked come from the merchant who has been found to be satisfactory in the past.").


� Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992) ("It is, of course, also undisputed that liability under § 43(a) requires proof of likelihood of confusion.")  See also, Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 461 (7th Cir. 2000) (stating that, to prevail on a Lanham Act claim, a plaintiff must establish that (1) her mark is protectable, and (2) the defendant's use of the mark is likely to cause confusion among customers.); Quality Inns Int’l, Inc. v. McDonald's Corp., 695 F. Supp. 198 (D. Md. 1988) ("There are but two inchoative elements that must be establish for entitlement [to sanction in a trademark infringement action], from which all permutations and guises of the cause of action are derived:  the senior owner of the mark must demonstrate (1) the adoption and use of a mark and his entitlement to enforce it, and (2) the adoption and use by a junior user of a mark that is likely to cause confusion that goods or services emanate from the senior owner.").   Proof of these two elements is required for federal claims involving registered marks and other source indicating devices.  15 U.S.C. §§ 1114 and 1125(a).


� The first element of the Federal Circuit test is "the similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial impression." Application of E.I. DuPont De Nemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973) (emphasis added).


� Commercial impression is relevant, for instance, to whether trade dress is used as a mark, see, e.g., In re Pacer Technology, 338 F.3d 1348, 1351 (Fed. Cir. 2003) ("In considering whether a design is inherently distinctive, we consider factors such as . . . whether it was capable of creating commercial impression distinct from the accompanying words.").


� On the issue of whether a combination of descriptive and other unregisterable components of a term together create a distinctive enough impact to qualify as a mark, see, e.g., Courtenay Communications Corp. v. Hall, 334 F.3d 210, 216 (2d Cir. 2003) ("While an entire mark cannot be disclaimed and also registered, nevertheless, where the unregisterable components of a mark are combined in a design or display which is so distinctive as to create a commercial impression separate and apart from the unregisterable components, it is possible to disclaim those unregisterable components and still have a mark which is registerable as a whole.")


� On the issue of whether using only a variation of a registered mark for a long period of time constitutes abandonment of the mark, see, e.g., Sands, Taylor & Wood Co. v. Quaker Oats Co., 978 F.2d 947 (7th Cir. 1992) ("[M]inor changes in a mark which do not change the basic, overall commercial impression created on buyers will not constitute any abandonment." (quoting 1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §17:10, at 787 (2d ed. 1984)); and J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 17:26 (4th ed. 1996) (stating that abandonment can be avoided if the owner was using a variation on the mark where "the continuing common element of the mark retains its impact and symbolizes a continuing commercial impression").


� See, e.g., In re Thrifty, Inc., 274 F.3d 1349, 1353 (Fed. Cir. 2001) (upholding TTAB finding that proposed amendment would materially alter commercial impression of the mark);


� See, e.g., Hugo Boss Fashions, Inc. v. Fed. Ins. Co., 252 F.3d 608, 619 (2d Cir. 2001) ("One federal court has explicitly acknowledged that ‘a slogan can only function as a separate trademark if it creates a separate impression from the house mark.’” (quoting Genovese Drug Stores, Inc. v. TGC Stores Inc., 939 F. Supp. 340, 346 (D.N.J. 1996)).  See also, In re Nat'l Training Ctr. Of Lie Detection, 226 U.S.P.Q. 798, 799 (T.T.A.B. 1985) (inquiring whether “the slogan create[s] a commercial impression separate and apart from the other material on the [product]”);


� See, e.g., Van Dyne-Crotty, Inc. v. Wear Guard Corp., 926 F.2d 1156, 1158-60 (Fed. Cir. 1991) (stating that for the purpose of tacking two marks must create the same, continuing commercial impress and that "it would be clearly contrary to well-establish principles of trademark law to sanction the tacking of a mark with a narrow commercial impression onto one with a broader commercial impression").


� See, e.g., Kellogg Co. v. Pack'em Enters., Inc., 951 F.2d 330,333 (Fed. Cir. 1991) (upholding a TTAB judgment that “the substantial and undisputed differences in ‘appearance, sound, connotation and commercial impression’ between the marks in this case warranted the grant of summary judgment that there was ‘no likelihood that [the mark's] contemporaneous use by different parties will result in confusion.’”).


� Each federal Court of Appeals has adopted its own flexible list of factors, but there is a great deal of similarity among them.    Combining the general sense of each list, there are seven factors:  (1) Similarity of marks, (2) Similarity of goods and service, (3) Extent of applicant's exclusive rights/strength of mark, (4) Conditions under which Sales are make/classes, nature of advertising/sophistication of prospective purchasers/price/similarity of trade channels or customers; (5) Actual confusion/Time and conditions of concurrent use without actual confusion; (6) Intent/good faith; and (7) Likelihood the plaintiff will bridge the gap.  See, Volkswagenwerk Aktiengesellschaft v. Wheeler, 814 F.2d 812, 817 (1st Cir. 1987); Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961); Interpace Corp. v. Lapp, Inc., 721 F.2d 460, 462-63 (3d Cir. 1983); Shakespeare Co. v. Silstar Corp. of America, Inc., 110 F.3d 234, 241 (4th Cir. 1997); Elvis Presley Enterprises, 141 F.3d 188, 194 (5th Cir. 1998); Frisch's Rests., Inc. v. Elby's Big Boy of Steubenville, Inc., 670 F.2d 642, 648 (6th Cir. 1982); Ty, Inc. v. Jones Group, Inc., 237 F.3d 891, 897-98 (7th Cir. 2000); Co-Rect Prods., Inc. v. Marvy! Adver. Photography, Inc., 780 F.2d 1324, 1330 (8th Cir. 1985); AMF Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (9th Cir. 1979); King of the Mountain Sports, Inc. v. Chrysler Corp., 185 F.3d 1084 (10th Cir. 1999); and Frehling Enters., Inc. v. Intern'l Select Group, Inc., 192 F.3d 1330, 1335 (11th Cir. 1999).


� See text accompanying notes � NOTEREF _Ref109812873  \* MERGEFORMAT �165�-� NOTEREF _Ref109812897  \* MERGEFORMAT �167�, infra.


� See, e.g., Alpha Industries, Inc. v. Alpha Steel Tube & Shapes, Inc., 616 F.2d 440, 446 (9th Cir. 1980)("[I]f the mark is weak, then a stronger showing as to other factors (overlap of goods, actual confusion, etc.) must be made.").


� Intent and good faith are relevant because they indicate the alleged infringer's projected effect on public referential domain, not because intent or bad faith is an element.  See e.g.,  Shakespeare Co. v. Silstar corp. of America, Inc., 110 F.3d 234, 240-41 (4th Cir. 1997)("When a newcomer to the market copies a competitor's trade dress, its intent must be to benefit from the goodwill of the competitor's customers by getting them to believe that the new product is either the same, or originates from the same source as the product whose trade dress was copied. Logic requires . . . that from such intentional copying arises a presumption that the newcomer is successful and that there is a likelihood of confusion.").


� Interpace Corp. v. Lapp. Inc., 721 F.2d 460, 464 (3d Cir. 1983) (citing 2 J.T. McCarthy, Trademarks and Unfair Competition § 24:5 (1973)).  See also, Savin Corp. v. Savin Group, 391 F.3d 439, 459-61 (2d Cir. 2004)("'This factor is designed to protect the senior user's 'interest in being able to enter a related field at some future time.'") (quoting Scarves by Vera, Inc. v. Todo, Imports Ltd., 544 F.2d 1167, 1172 (2d Cir. 1976)) and Surfvivor Media, Inc. v. Survivor Productions, 406 F.3d 625, 634 (9th Cir. 2005) ("to resolve this factor, we must determine whether existence of the allegedly infringing mark is hindering the plaintiff's expansion plans.")


� See Lambda Electronics Corp. v. Lambda Technology, Inc., 515 F.Supp. 915, 926 (D.C.N.Y. 1981).
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