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The intention of section 301 is to preempt and abolish any rights under the common law or statutes of a State that are equivalent to copyright and that extend to works coming within the scope of the Federal copyright law.  The declaration of this principle in section 301 is intended to state in the clearest and most unequivocal language possible, so as to foreclose any conceivable misinterpretation of its unqualified intention that Congress shall act preemptively, and to avoid the development of any vague borderline areas between State and Federal protection.1
Boy, did they get it wrong!!  The authors of Section 301 of the Copyright Act of 19762 asserted that they had drafted a provision, delineating the scope of the displacement of state law by this new copyright statute, which would afford predictability and certainty to the preemptive reach of the Act.  Instead, in the quarter-century-plus since the Act became effective in 1978,3 there have been literally hundreds of federal and state court decisions in which courts have been required to apply and interpret this statutory provision.  The uncertainty of the scope of preemption is highlighted not only by these numbers, but by the fact that, in particular, the appellate decisions have not infrequently overruled the trial court’s conclusion on preemption,4 and/or contained concurring and dissenting opinions on this supposedly “clear” issue.5
This Article will initially review the situation under the prior regime, established by the Copyright Act of 1909,6 which provided for alternative state or federal protection, and the reasons that led the Congress to opt for virtually total displacement of state copyright protection.  The Article will identify and discuss the various elements found in Section 301, as conditions for federal preemption of state law; this will include analysis and criticism of many of these cases applying and interpreting the statute.  Based on the premise that a more robust approach to preemption not only will fulfill the goals of the drafters of the 1976 Act, but indeed will advance the objectives for a federal copyright regime contemplated by the Constitution, this Article will conclude with some suggestions which, hopefully, will also advance that other goal of the drafters of the 1976 Act – a statutory provision which avoids, to the greatest extent possible, “vague borderline areas.”

I.
Introductiontc \l1 "I.
Introduction
As just noted, under the prior statute – the Copyright Act of 1909 – copyright was characterized by a dual regime of alternative state or federal protection.  The fundamental distinction was between “unpublished” and “published” works.  Publication was an essential requirement for federal protection.7  Therefore, before a work was “published,” it could be protected only by state law – commonly referred to as “common law copyright.”8  The term “publication” was not used in the layman’s sense, but rather was a term of art under copyright law.  It meant some distribution of the work to the general public, although the nature and extent of that dissemination was imprecise and unpredictable.  As a practical matter, this meant that state protection extended only to works that the author was not (yet) exploiting commercially.  No affirmative steps were needed to secure common law copyright.

After publication, i.e., after the author undertook some form of commercial distribution, protection under state law was no longer available.  At that point, the copyright owner was required to take steps to obtain federal protection.  These steps – the principal ones of which were affixation of the specified notice in a specified location on the work,9 deposit of copies of the work with the Copyright Office of the Library of Congress,10 and registration of the work11 – were essential preconditions to obtaining and retaining federal copyright protection.

Under the 1909 Act, state and federal protection differed not only in the works covered and the formalities required to obtain protection.  They also differed in their duration.  As long as the work remained unpublished, and common law copyright therefore still obtained, protection could be eternal.12  On the other hand, federal protection was afforded for an initial term of 28 years;13 in the last year of that term, the copyright owner could renew the copyright for another period of 28 years.14  Then, after the expiration of federal copyright protection, anyone was free to use the work without obtaining permission from, or paying royalties to, the copyright owner.

By contrast, Section 301 of the present-day statute, the Copyright Act of 1976,15 expressly preempts not only state (common law) copyright,16 but also all other state law rights which are equivalent to the rights afforded by the federal regime.17  This preemption provision extends even to state rights which conceptually are not intended to protect traditional forms of “intellectual property,” but rather arise under tort or contract law.

The legislative history of Section 301 sets forth a number of reasons for the express preemption not only of common law copyright, but also of other claims under state law which would be inconsistent with the system created by the newly enacted (in 1976) federal law – a regime that not only provides for the protection of certain copyrightable materials, but that also reflects a decision not to extend or permit protection for certain other materials and activities.  The House Report on the bill that was eventually enacted offers four “main arguments in favor of a single Federal system....”18  It is noteworthy that the first argument proffered, which in turn referred to James Madison’s comments in the Federalist Papers, was the importance of “promot[ing] national uniformity and ... avoid[ing] the practical difficulties of determining and enforcing an author’s rights under the differing laws and in the separate courts of the various states.”19
The other three reasons given for displacement of state protection were that “[w]ith the development of the 20th century communications revolution, the concept of publication has become increasingly artificial and obscure”; that “section 301 would also implement the ‘limited times’ provision of the Constitution, which has become distorted under the traditional concept of ‘publication,’ [since] [c]ommon law protection in ‘unpublished’ works is now perpetual”; and that “[a]doption of a uniform national copyright system would greatly improve international dealings in copyrighted materials.”20
Section 301 of the 1976 Act sets forth two conditions for statutory preemption.  To simplify this provision: The Act preempts state law claims when (1) the rights afforded under state law are the “equivalent” of the rights afforded to the owners of copyright under the 1976 Act, and when (2) the work of authorship is fixed in a tangible medium of expression and the rights sought to be protected by state law fall within the “subject matter” of copyright.  This first element has been widely held in turn to require examination of whether the state law claim requires proof of a qualitatively substantial “extra element,” beyond those required to establish a violation of copyright.21  The largest number of cases considering the issue of statutory preemption have focused on the presence or absence of this “extra element.”

Although Section 301 is an explicit, statutory source for preemption of state law, it is not the only such source.  The federal Constitution is another basis for possible preemption of a wide variety of forms of state protection.  Quite apart from the statutory command in Section 301 of the 1976 Act, preemption may also be mandated because state regulation is deemed inconsistent with the goals, values and policies reflected in the federal regime for protecting intellectual property.

Unlike the bulk of federal legislation, which is enacted pursuant to general constitutional authorization, such as the Commerce Clause or the Necessary and Proper Clause, there is explicit constitutional authority for the enactment of the copyright and patent laws.22  This specific authority evidences not only a recognition of the importance of promoting these forms of intellectual property by affording them protection of limited duration, but also the importance that the nature, scope and duration of that protection be controlled by federal law.  Therefore, inconsistent or overlapping state law protection for potentially patentable and copyrightable materials would be particularly antithetical to these constitutionally enunciated goals.23
Determination of the appropriate scope of federal copyright protection, and of the counterpart displacement of state law protection, requires balancing a number of competing values and interests.  This weighing process is valuable both to implement the statutory command in Section 301, of preemption of certain state law claims, and to determine the proper extent of non-statutory preemption.

The preambular portion of the Copyright Clause of the Constitution – which is found in Article I, section 8 – identifies a principal rationale for affording copyright protection to authors – “to promote the progress of Science and useful Arts....”24  This provision, which is the eighteenth century embodiment of classical economic principles, reflects the assumption that according certain exclusive rights to authors – although the exact scope of those rights is undefined and has varied (and been expanded over time) by statute25 – is a necessary and appropriate incentive to the creation of literary and artistic works.  The premise is that society will be benefitted, since the greater the rights afforded, the greater the number (and perhaps quality) of works which will be created.

Another rationale for affording copyright protection is based on a combination of economic and artistic values, while also reflecting certain natural law principles.  To use the contemporary term, works of authorship are identified as forms of “intellectual property.”  Admittedly, both the means of creating copyrightable works and the ways in which ownership of those works can be established differ significantly from the creation and ownership of most other forms of property.  However, the characterization of such works as “intellectual property” carries various significations.  First, the owner of any unit of  “property” has the right (subject of course to limitations based on supervening public and governmental interests), among others, to control its use, to exclude others from unauthorized use, and to license, convey or alienate it to others.  Copyright law protects those interests by setting forth minimal requirements for establishment of copyright,26 by identifying initial ownership of works,27 by defining the exclusive rights of the copyright owner,28 by permitting transfer of those rights,29 and by affording remedies against others who invade those rights.30  Second, however, the description of these works as intellectual property not only recognizes that they come into being as the result of human creativity, but reflects the recognition that the author has an interest in the identity and integrity of the work, and that these artistic interests may be deserving of some protection, regardless of whether there are any economic effects of the unauthorized use by others.31
Advancement of these goals means that both the author and society have interests in affording some measure of copyright protection to works of authorship – although the extent of those interests is obviously not congruent.  But, with respect to any work of authorship, other (and perhaps overlapping) segments of society – those who use copyrightable materials and those who would build upon them to develop new works of authorship, and thus who are also actual or potential “authors” – have compelling reasons to want to limit the scope of copyright protection.  These limitations are reflected in a number of ways.  The Copyright Clause extends exclusive rights (only) to “Authors,” and authorizes protection only “for limited Times.”  Section 107 of the Act codifies a long-understood common-law exception to the scope of copyright protection,32 by excluding from the definition of infringement the “fair use” of a copyrighted work.33  The 1976 Act contains dozens of other express limitations on the rights of the copyright owner.34  And, most important for the purposes of this paper, first the drafters of the Copyright Clause, and then the legislators who voted to pass the 1976 Copyright Act – by limiting both the scope of potentially copyrightable works to which protection has in fact been extended, and by narrowing the scope of potentially exclusive rights which in fact have been given to the owners of copyright – made judgments about those works and conduct of others for which protection should not be available.

It is a theme of this paper that these constitutional and legislative judgments are reflective of a balance.  The rights that have been afforded recognize the authors’ interests in protecting their works and in receiving rewards for their creations, and society’s interest in maximizing the creation of works.  On the other hand, the limitation on or exclusion of other rights not only recognizes the public interest in permitting certain uses of works of authorship even in the absence of authorization of or payment to the copyright owner, but is also another means of promoting society’s parallel interest in expanding the creation of other, new works by encouraging and protecting different authors.  The extension of rights under state law, beyond those provided for by the federal Copyright Act, will distort that federally crafted balancing of interests.35
As noted above,36 Section 301 of the 1976 Act sets forth two conditions which must be satisfied before a state law claim is preempted.  Although judicial application of this statutory test has yielded the correct outcome in the majority of decisions, a few prominent examples indicate that this analysis has, on a number of occasions, produced troublesome results.  While the decisions have given far less attention to non-statutory (ie, constitutional) preemption, some of the cases treating this issue also have yielded problematic outcomes.  This is the result of two related occasional failures – a failure by the courts to give full respect to Congress’ stated purposes for the enactment of Section 301, and their failure fully to consider the incompatibility of these state law claims with the importance of maintaining a consistent, and predominantly federal, system for protecting (and equally, for declining to protect) various forms of intellectual property.

Proper attention to, and correction of, these failures will likely result in greater preemption of state claims.  It is the thesis of this Article that that result will advances the goals both of the drafters of the Copyright Act of 1976 and of the framers of the Constitution.

This Article will initially examine the various standards for statutory preemption.  This will include a consideration of case law, of legislative history and of other interpretative sources.  Since subsequent developments have revealed that the hopes of the drafters of the 1976 Act for clarity have not been realized, it would be the height of hubris for me to suggest a “magic bullet” to achieve that hoped-for consistency and predictability.  But, an examination of the goals which in 1976 animated the express displacement of state copyright protection and of other related state-law claims, by the insertion into the Act of an explicit preemption provision, should prove helpful in guiding future decision-makers as to the proper reach of state law.  A better appreciation of these goals, as well as of the policies which support alternatively a greater or narrower scope of protection for copyrightable or  potentially copyrightable materials, should help in the identification of some general principles for the determination of whether a state law claim ought to be preempted by federal law.

A major premise of this Article is that the legislative determination not only of the intellectual creations for which copyright protection is available, but also those works for which protection will not be available, and also the determination of the scope of the rights available – and not available – to the copyright owner, represents more than the determination about the scope of federal protection.  Rather, the balances and compromises embodied in the Act are a determination about the proper scope – and limits on that scope –  of copyright and quasi-copyright protection which shall exist in the United States.  State law which gives different or greater rights to creators and owners of this form of intellectual property is inappropriate, and therefore within the scope of the preemption provision of the statute.

Finally, as noted, a determination of the appropriate scope of preemption requires examination of sources in addition to Section 301, and in particular Article I of the Constitution.  Therefore, this Article will also suggest that increased use of non-statutory preemption will further advance the goal of achieving a uniform national system for protecting the interests both of authors and of users of copyrightable and potentially copyrightable materials.

II.
Statutory Preemptiontc \l1 "II.
Statutory Preemption
Section 301(a) contains two requirements for statutory preemption of state law claims.  It provides that

On and after January 1, 1978, all legal or equitable rights [1] that are equivalent to any of the exclusive rights within the general scope of copyright as specified in section 106[37] [2] in works of authorship that are fixed in a tangible medium of expression and  come within the subject matter of copyright as specified in sections 102 and 103,[38] whether created before or after that date and whether published or unpublished, are governed exclusively by this title.  Thereafter, no person is entitled to any such right or equivalent right in any such work under the common law or statutes of any State.39
Breaking down the two requirements for statutory preemption, it can be seen that each in turn consists of two elements.  The first prong of the Section 301(a) test is that the state right must be (1) “equivalent to” any of the exclusive rights (2) “within the general scope of copyright,” as provided in Section 106 of the Act.  The second prong is that the work of authorship for which state protection will be denied must be (1) “fixed in a tangible medium of expression,” and (2) it must “come within the subject matter of copyright as specified in sections 102 and 103.”

Perhaps proceeding out of an excess of caution, in Section 301(b) of the 1976 Act, the drafters of the preemption provision also affirmatively indicated those types of claims which would not be preempted.40  Examination of this subsection will reveal that several of those actions for which state protection remains available are merely the mirror of the conditions found in Section 301(a).  Section 301(b) provides that

Nothing in this title annuls or limits any rights or remedies under the common law or statutes of any State with respect to – 

(1) subject matter that does not come within the subject matter of copyright as specified by sections 102 and 103, including works of authorship not fixed in any tangible medium of expression; or

(2) any cause of action arising from undertakings commenced before January 1, 1978;

 (3) activities violating legal or equitable rights that are not equivalent to any of the exclusive rights within the general scope of copyright as specified by section 106....41
A.
First Prong of Section 301(a)tc \l2 "A.
First Prong of Section 301(a)
The first prong for statutory preemption, found in Section 301(a), consists of  the “general scope of copyright” and the “equivalence” requirements.42  As noted above, the reciprocal of this provision – reiterating that a work not meeting these two requirements is not preempted – is found in Section 301(b)(3).

Section 106 of the Copyright Act specifies the six exclusive rights given to the owner of copyright43 – the so-called “bundle of rights.”44  These include, with respect to all kinds of works,45 the right to reproduce (make copies of) the work;46 to prepare derivative works based on the work;47 and to distribute the work, by sale, rental, lease or lending.48  The Act also confers on the copyright owner of some, but not all, forms of copyrightable works, the exclusive right to perform publicly and to display publicly those works.49
There are numerous other rights which potentially might have been conferred on  a copyright owner, but which do not fall within these specified, statutorily granted exclusive rights.  One kind of potential, but “non-conferred,” right is a performance right for sound recordings.50  Another of these “non-conferred” rights, and perhaps the most important,  are the full range of moral rights (droit moral).51  Yet another “non-conferred” right would be one by the creator of an artistic work to collect a portion of the increase in the value of the work upon its resale (droit de suite).  Although the caselaw has resulted in somewhat inconsistent treatment regarding the preemption of these rights, in most situations, state claims for these kinds of rights are unavailable.  This is because Section 301 preempts not only those rights that are conferred by Sections 106, but also those other rights that fall within the “general scope” of those rights.  This phrase has been interpreted also to include those rights that are analogous to the Section 106 rights, and protection for which could have been – but was not – afforded by the copyright statutes.

Preemption also extends only to those legal or equitable rights which are “equivalent to” these Section 106 rights.  The facts which support the state right, and whether those facts would also give rise to an action under federal law, are not determinative of “equivalence.”  Instead, the vast majority of cases have in turn inquired into the legal elements necessary to make out the state claim,52 and have found an absence of “equivalence” if (and only if) the state law requires an additional or “extra” element.53
1.  Claims which are within “general scope of copyright”tc \l3 "1.  Claims which are within “general scope of copyright”
The first prong of Section 301 preempts only those state claims which are within the “general scope of copyright as specified in section 106.”  This includes not only those  rights specifically provided for in that latter section, but also some rights which might have been, but which were not in fact, granted by the Copyright Act.

a.  Sound recordingstc \l4 "a.  Sound recordings
Sound recordings are the “works that result from the fixation of a series of musical, spoken or other sounds,”54 as opposed to the music or words themselves;55 they are typically reproduced in such formats as vinyl records, cassettes, CDs or DVDs.  Copyright protection for sound recordings has had a special history.  Until it was amended in 1971,56 the Copyright Act of 1909 omitted protection for unauthorized reproduction of sound recordings; although the underlying musical works or literary works contained in those recordings may well have been subject to copyright protection,57 so-called “record piracy” was rampant.  In response, a number of states passed legislation either permitting civil actions against or even criminalizing that conduct;58 yet other states allowed actions against copying under the judicially-created misappropriation theory.59  The vitality of these rights under state law was recognized in a 1973 decision, Goldstein v. California,60 in which the Supreme Court rejected the defendant’s argument that such state protection was preempted either expressly by the U.S. Constitution or impliedly by principles of federalism.61
Federal protection against unauthorized reproduction of sound recordings is expressly provided for in the 1976 Act.62  The Act also gives the owner of copyright in a musical or literary work the exclusive right to control the public performance of that work.63  Copyright theory provides no a priori reason to limit the right of the owner of copyright in a sound recording to control the public performance of that work; indeed, the decision whether to grant that right was extensively debated in Congress.  At the end of the day, however, the 1976 Act withholds that right.64  In fact, not only is this performance right not listed in the grant of exclusive rights found in Section 106;65 the Act expressly states that no such right shall exist.66  While a limited form of performance right in sound recordings was subsequently granted in 1995 for performances by means of digital audio transmission,67 the broader denial of such a right under the Copyright Act for the performance of sound recordings remains the rule today.

The one exception found in Section 301, which reserves state protection for certain sound recordings – presumably including the right of performance – is for sound recordings fixed before the 1972 effective date of the amendments to the 1909 Copyright Act,68 which expanded the right of reproduction to include those works.  As to those earlier works, state law protection will be available until 2067.69  However, state protection for public performance of any sound recording which does fall within the protection of the Copyright Act must be preempted.70  The contrary result – permitting the states to afford a right which has been expressly withheld by federal law – would interfere with the balance of interests of creators of these works and users thereof which was struck by Congress in 1976.71
b.  Moral rightstc \l4 "b.  Moral rights
Although some European systems afford relatively broad rights of attribution and integrity  – so-called “moral rights” – to the authors of certain literary and artistic works, historically the American legal system has declined to extend similar rights.72  For purposes of determining the proper scope of preemption, it is important to stress that this more limited conferral of rights is not simply the product of inaction or inertia or indifference.  Rather, the congressional failure to accord those same moral rights represents affirmative legislative and societal judgments about the nature of music, literature and the arts, about the relationship of the author to his or her work, and indeed about the nature and purpose of copyright.

The Copyright Act, as enacted in 1976, made at best only limited provision for the federal protection of moral rights.73  In 1990, the Act was amended by the Visual Artists Rights Act74 to afford certain limited rights of attribution and integrity under federal law for certain works75 created by certain authors.76  Although that statute, or subsequent legislation, obviously could have been more generous in extending moral rights, the present-day state of the law is that American moral rights doctrine remains considerably more limited than its European counterpart.77
As already noted, Section 301 not only preempts state claims for those rights which have in fact been recognized by federal law; it also preempts alternate claims for any of the rights which fall “within the general scope of copyright.”  Because of the broad reading given to this language, the first part of the first prong of the statutory provision is satisfied with respect to moral rights.  It normally would follow that the congressional decision – identifying and balancing those moral rights which are available, as well as the circumstances under which they are not available – would preclude states from recognizing moral rights which extend beyond the range both of these federally granted and withheld rights.

However, a number of considerations – both statutory and policy-based – dictate that not all state causes of action, either recognizing moral rights or rights which are analogous to moral rights, ought to be preempted.  First, as required by the second half of the first statutory prong of Section 301(a),  preemption will occur only with respect to claims that are “equivalent to” any of the exclusive rights conferred by the Copyright Act.  Many moral rights differ meaningfully from copyright claims, and therefore fall short of that “equivalence.”  Second, VARA contains its own preemption provision, specifically exempting certain claims by creators of works of visual art from federal preemption.78  This would suggest a congressional decision to permit a broader range of state claims in this area.  Third, the United States may well be dependent on state law to fulfill its obligations under the Berne Convention79 to afford some measure of protection to certain moral rights.

The significance of the “equivalent rights” requirement for statutory preemption of moral rights claims is discussed in more detail below.80  As will be seen, most courts have employed an “extra element” test to determine equivalence.  Since many state claims that are akin to moral rights genuinely require proof of an extra element which is not needed to make out a claim for copyright infringement, it is appropriate that those claims should fall outside the preemptive provisions of the Act.

The other two considerations also dictate caution in finding too expansive a preemption of state-based moral rights claims.  As just noted, VARA has its own preemption provision, Section 301(f), which has similarities to the general copyright preemption provision in Section 301(a), but which, in a few respects, goes beyond that general provision.  That subsection provides that all rights which are “equivalent to any of the rights” granted by VARA, with respect to those “works of visual art” for which VARA confers rights, are to be governed exclusively by VARA, and protection under state law for those claims is foreclosed.81  However, not only does this provision keep state-based causes of action which violate rights which are “not equivalent” to rights conferred by VARA, outside its preemptive scope.  Claims which arose from conduct before the statute’s effective date and causes of action which extend protection beyond the life of the author are also expressly not preempted.82  And, of course, Section 301(f) is inapplicable to the larger body of “works” which do not fall within one of the categories of a “work of visual art.”83
In fact, prior to the passage of VARA, a number of states had enacted statutes which provide various kinds of moral rights to creators of works of fine arts.84  The two most important of these are California’s Art Preservation Act85 and New York’s Artists’ Authorship Rights Act86; the statutes of several other states follow one or the other of these models.87  These statutes vary in a number of details,88 with the California Act giving a somewhat broader range of rights to those artists than New York’s.  Specifically, the California Act makes it unlawful to deface, mutilate, alter or destroy a work of fine art, either intentionally or, in certain cases, by gross negligence.89  By contrast, the New York Act only makes it unlawful knowingly to display publically, publish or reproduce a work of fine art “in an altered, defaced, mutilated or modified form,”90 and then only “if the work is displayed, published or reproduced as being the work of the artist, or under circumstances under which it would reasonably be regarded as being the work of the artist, and damage to the artist’s reputation is reasonably likely to result therefrom.”91  Therefore, the New York Act would not prohibit the complete destruction and the subsequent removal of such works, nor does it reach the mutilation or alteration of a work if done with appropriate notice and disclaimer.  In addition, both statutes also contain provisions dealing with the artist’s right of attribution – both the right to claim authorship and the right, “for just and valid reason,” to disclaim authorship of the work.92  In sum, although there is some variation between these statutory approaches to protecting artists’ moral rights, it is clear that there is significant overlap between the protection given to works of fine art by these two types of state statutes and by the federal VARA.

As noted, Section 301(f) has a similar preemptive reach as the basic preemption provision in Section 301(a).  The goal of both provisions is to achieve uniformity between state and federal law.  Therefore, to the extent that VARA occupies the area by affording certain moral rights for specified works of the visual arts, the differing, additional measure of protection that these state laws purport to extend must be foreclosed.  As with the preemption of other state legislative or common law causes of action, these state laws no longer can grant “equivalent rights”93 to those conferred by VARA.94  A handful of cases, applying pre-VARA law, held incorrectly that claims under the New York statute were not preempted.95  More recent cases have recognized that VARA probably has resulted in the preemption of these state laws.96  But, in any event, even if it were concluded that a state cause of action for infringement of a visual artist’s moral rights did not fall within Section 301(f), that ought not preclude preemption under the general provision of Section 301(a).97
Nonetheless, I believe that the preemption of state moral rights claims ought not be as broad as for causes of action which seek relief for injuries of a more traditional copyright nature.  Under the regime which prevailed under the 1909 Act, common law copyright was for the most part parallel to federal protection; it was principally available for works only prior to their “publication.”  By contrast, some forms of state protection for moral rights were and are supplemental to federal protection; they afford rights which are simply not available under present-day federal law.98
Moral rights obviously might be claimed for a variety of works – both for  “works of the visual arts” under VARA and for other works.  But, the fact that VARA expressly declined to preempt certain moral rights which were not extended by that statute for works of the visual arts99 reflects a congressional decision to permit continued protection of those rights under state law.  And, because of the similarity of the language in Sections 301(f) and 301(a), it is certainly arguable that the inclusion of this limited preemption provision in VARA represents a larger congressional recognition of the continued desirability and importance of some state protection for moral rights for all types of “works.”

A preference for a more limited preemption of state-based moral rights claims is also counseled by American obligations under the Berne Convention.  This multilateral convention adopts a “national treatment” approach, imposing a duty on the United States, as a signatory state, to accord the same rights to nationals of other member states as are given to its nationals.100  The Convention also imposes certain minimum obligations with respect to the copyright rights which must be afforded by the United States to nationals of all signatory states.  Among these, Article 6bis of the Convention specifically requires the recognition of certain moral rights.101
In the late 1980s, when Congress was considering whether to ratify the Berne Convention, the nature and extent of American compliance with this obligation was one of the key subjects of discussion and debate.102  Although it is questionable whether the then-existing combination of federal and state law was indeed sufficient to satisfy this responsibility, both the text of the Berne Implementation Amendments and the legislative history recognized the need to satisfy it, and clearly indicate a reliance on this combination to support the conclusion that the United States had in fact met its treaty obligations.103  A more expansive approach to the preemption of those state-based causes of action for moral rights would be directly inconsistent with this recognition of the importance of state law in fulfilling our international obligations.  Indeed, any significant post-accession restriction on state protection for moral rights would make it even more doubtful that the U.S. is in full compliance with its obligations under Berne.

The Berne Amendments also added a subsection to Section 301 of the Copyright Act, indicating that American adherence to the Convention would not affect the basic scope of preemption of state law.104  Although the inclusion by the Berne Convention of moral rights among those rights which must be afforded by member states was not deemed sufficient to require an expansion of those rights under either federal or state law,105 Section 301 also furnishes no basis either for contracting those rights which were previously available under state law or for restricting a natural expansion of state-based rights which are consistent with those pre-1988 norms.106  This combination of historical coexistence and international comity point to a broader allowance of state-based moral rights claims, and thus a narrower range of preemption, than for state claims which abut the economically grounded interests traditionally protected by copyright.

c.  Resale royalty rightstc \l4 "c.  Resale royalty rights
Another right recognized under certain European systems is the so-called droit de suite, or resale royalty right.107  This “right” affords to the artist, sculptor or creator of other works of fine art  a portion of the appreciation in the value of the work of art, from the time of its original sale to its subsequent resale.108  The right is predicated in part on the principle that the appreciation is usually at least to some degree attributable to the artist’s subsequent efforts and growing fame.109  But, not only does the Copyright Act of 1976 not provide such a right; the bills that eventually led to the enactment in 1990 of the Visual Artists Rights Act originally also contained provisions providing for the creation of a federal droit de suite.110  However, the Congress opted against the addition of a resale royalty right, instead settling for the inclusion in VARA of a provision calling for a study, by the Copyright Office, of the feasibility of implementing such a right.111  Furthermore, the right appears to fly in the face of the “first sale” doctrine found in the 1976 Act, which gives to the owner of a lawfully made copy of a work the apparently unconditional right, “without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord.”112 

In fact, protection at the state level has been afforded only by a single state.113  In 1976, California enacted the Resale Royalties Act,114 which confers such rights on creators of works of fine arts.115  In the only decision to consider the validity of the California statute, Morseburg v. Balyon,116 the Ninth Circuit rejected a challenge to the Act.  However, that case only analyzed possible preemption under the Copyright Act of 1909 and the U.S. constitution.117  Regardless of whether Morseburg correctly decided the challenges to the California Act on those two bases,118 in light of the inclusion of a specific preemption provision and of the first sale doctrine in the 1976 Act,119 and in further light of Congress’ subsequent  “affirmative inaction,” in failing to create a federal resale royalty right,120 that statute ought to be preempted by Section 301. 

 As with moral rights,121 a resale royalty right is “within the general scope of copyright” – it is a right that could be conferred on the owner of a copyright under the copyright statutes.  And, because it reallocates the balance between the author and subsequent purchasers of the distribution  right established by the Copyright Act,122 it involves rights which are “equivalent to,” albeit not identical to, the rights conferred by Section 106 of the Act.123  Thus, while there may be sound policy arguments for affording such a right to creators of works of the fine arts, this is a decision that should be made by the Congress, to achieve uniformity throughout the United States.124  Until such time as the Copyright Act is amended to create a droit de suite, the absence of such a federal right should foreclose the recognition of a similar right under state law.125
2.  State claims must be “equivalent to” federal rightstc \l3 "2.  State claims must be “equivalent to” federal rights
Section 301 preempts state claims which are “equivalent to” the rights within the general scope of copyright.  This requirement has proven to be the most frequent source of difficulty for the courts in interpreting and applying Section 301.  The variety of state law theories which have been asserted to prosecute claims for infringement of various forms of intellectual property is in part a testimony to the versatility and creativity of the legal profession.  These claims have varied sources, drawing on the full range of contracts, torts and property law.126
a.  “Extra element” testtc \l4 "a.  “Extra element” test
In determining whether these different claims are “equivalent” to any of the rights within the general scope of copyright, courts have usually resorted to the “extra element” test:  Does successful invocation of the asserted state law claim require proof of an additional legal element?  Or, does the state claim merely restate the elements of a copyright claim, in different guise?

The Sixth Circuit has provided a useful formulation of this common test:

Equivalency exists if the right defined by state law may be abridged by an act which in and of itself would infringe one of the exclusive rights....  Conversely, if an extra element is required instead of or in addition to the acts of reproduction, performance, distribution or display in order to constitute a state-created cause of action, there is no preemption, provided that the extra element changes the nature of the action so that it is qualitatively different from a copyright infringement claim.127
In short, there must be a meaningful additional element, rather than merely an allegation such as the defendant’s awareness of the plaintiff’s claim, or an intent by the defendant to deprive the plaintiff of some allegedly protected right.128
In invoking the extra element test to determine “equivalence,” courts are being faithful to the  congressional understanding of the statutory language.129  But, judicial application of the test to the large number and variety of claims has given rise to a host of interesting, controversial and, at times, troubling decisions.

The House Committee version of the bill that finally became the 1976 Copyright Act actually had a listing of various state law theories which would not be preempted.  These included “rights against misappropriation not equivalent to any of such exclusive rights, breaches of contract, breaches of trust, trespass, conversion, invasion of privacy, defamation, and deceptive trade practices such as passing off and false representation.”130  However, these examples were removed from the version of the preemption provision that ultimately became law.131  One alternative conclusion that may be drawn from this legislative history is that these listed examples were deemed superfluous, and that their deletion did not change the congressional objective that they not be preempted.  Another alternative is that Congress did not want to resolve these questions conclusively, perhaps because the content of these claims might vary from state to state, and perhaps because the elements of at least some of these claims were thought to be still in a state of evolution.  Under either of these alternatives, this listing is at least helpful in delineating the types of claims which are unaffected by Section 301.132  Yet another possibility is that by omitting these examples, Congress now intended that all of the previously listed examples would be preempted.133
b.  Claims typically not preemptedtc \l4 "b.  Claims typically not preempted
Actions for breach of an express contract other than one promising not to engage in behavior constituting copyright infringement, conversion of a copy of a work, fraud, breach of fiduciary duty, breach of a confidential relationship (including misuse of information which may constitute a trade secret), or theft of trade secrets are some examples of situations in which the state claim most likely would not be preempted.  Each of these actions usually requires proof of an important element which is qualitatively different than those needed to prove an infringement of the rights conferred by the Copyright Act.  For example, an action for breach of contract will require proof of some agreement between the parties and consideration for the reciprocal promises; an action for conversion requires proof that the defendant unlawfully obtained (or retains) possession of an object;134 an action for breach of fiduciary duty will require proof of the nature of the relationship between the parties which gives rise to expectations of trust and a duty of fair dealing;135 an action for fraud may require proof of deceptive representations, confusion, reliance or specified inequitable conduct; an action for breach of a confidential relationship will require proof of a promise from the defendant that it would maintain that confidence; and an action for theft of trade secrets will require proof that the plaintiff expected that the information would remain secret, and that it took steps to preserve its secrecy.136
c.  More problematic claimstc \l4 "c.  More problematic claims
By contrast, other state causes of action have presented greater difficulty in applying this extra element test.  Among the more problematic are claims for infringement of the right of publicity,137 fraud and unfair competition,138 unjust enrichment,139 tortious interference with a contract,140 conversion of copyrighted works,141 and various manifestations of the misappropriation doctrine.

d.  Breach of contract actionstc \l4 "d.  Breach of contract actions
One of the clearest situations, in which preemption is not called for, would be a breach of contract action, where copyrighted works are the subject of the dispute but where the asserted breach does not involve conduct by the defendant akin to the type of behavior giving rise to a claim of copyright infringement.  Two examples of such disputes would be a suit to collect royalties for the licensing of a copyrighted work or a dispute about the transfer of ownership of a copyright.142  Resolution of both of these disputes would require proof of elements qualitatively different from those at issue in a copyright infringement action, including evidence regarding the giving of consideration and the existence and nature of promises to pay royalties or to convey ownership interests.  As a policy matter, it is  appropriate to permit such state causes of action to proceed, since resolution of these kinds of claims would not require the interpretation or application of the copyright laws, and therefore since the adjudication of the parties’ competing claims and defenses does not implicate the federal interests underlying those laws.

The Wrench case143 provides a good example of a claim based on breach of contract, asserting claims which resembled copyright infringement, but where the court properly rejected the proffered preemption defense.  The plaintiffs alleged that they had shared ideas for a promotional campaign for Taco Bell (which featured a talking chihuahua), pursuant to a promise that they would be compensated if the restaurant chain used their ideas.144  The court of appeals not only found that the defendant had breached an implied-in-fact contract providing for such payment, but that this action was not preempted by Section 301.  Applying the “extra element” test, the court correctly concluded that there were several legal elements necessary to prove breach of contract which would not be part of a copyright infringement action.  In contrast to an action for quasi-contract or implied-in-law contract,145 the plaintiffs’ claim required proof, inter alia, of a promise by the defendant that it would pay for the use of these ideas,146 the defendant’s failure to pay, and an expectation by the plaintiffs that they would be paid, as well as evidence of the value of work and defendant’s use thereof.147  These extra elements made the plaintiffs’ action “qualitatively different” from a copyright infringement claim.148
Application of the “equivalence requirement” to some other breach of contract actions  has raised more questionable analytical problems.  As was true in Wrench, obviously all claims for breach of contract require proof of promise and breach.  But, is there a meaningful “extra element” if the defendant’s promise was merely that it would not engage in conduct which would infringe one of the copyright holders’ exclusive rights under the Act?  Has this “element” resulted in a “qualitatively different” claim than one under copyright law?149
National Car Rental150 is another case which properly found no preemption, because the plaintiff’s breach of contract claim was not one alleging breach of a promise not to infringe upon any of the rights conferred on a copyright owner by Section 106.  The plaintiff, Computer Associates (“CA”), had developed a computer program which it had licensed to National only for its internal operations and for the processing of its own data.  CA alleged that in violation of this contractual promise, National had used the program also to process data of third parties.  The district court had concluded that CA’s claim for breach of contract was “equivalent to” a claim for the exclusive right of distribution of copies of its work, and therefore was preempted.  In reversing, the court of appeals first concluded that the plaintiff’s complaint, properly read, only alleged claims for unauthorized use of its copyrighted work, and not a claim for unauthorized distribution.151  The court stressed that the exclusive right to use copyrighted material is not within the scope of protection of the Copyright Act.  It therefore concluded that a claim for infringement of that different right requires proof of an extra element – the contractual restriction on that use.152
By contrast, a number of cases which found that the state breach of contract claim was not preempted have yielded more problematic results.  For example, in Acorn Structures, Inc. v. Swantz,153 the plaintiff, which both designed homes and sold the materials to build those homes, entered into a “design agreement” with the defendant, undertaking to perform architectural services and to deliver drawings of a residential home to the defendant for the sum of $750.  The agreement did not require the defendant to purchase those materials from the plaintiff and did not expressly require the return of the drawings.154  However, the agreement expressly recited that the “drawings are copyrighted and are [the plaintiff’s] property, and may not be used or copied in any way, in whole or in part, without the written consent of [plaintiff].”155  In alleged breach of this undertaking,156 the defendant delivered the drawings to another architect, who then filed a copy under his own seal with the local buildings permits office; a building permit was issued, and a home based on plaintiff’s plans was constructed.  Reversing the district court’s conclusion that the claim for breach of contract was preempted,157 the Fourth Circuit – with what was at best minimal analysis, including absolutely no attention to the equivalence requirement or the extra element test – concluded that the action could proceed because it “does not arise out of the subject matter of copyright and is therefore a separate and distinct cause of action.”158
Even at the time this action was litigated in the 1980's, architectural plans were considered “pictorial, graphic or sculptural works,”159 and  protection was available against unauthorized copying of the plans.160  Thus, at a minimum, the plaintiff, Acorn, would appear to have had an infringement action against the second architect, and perhaps against the defendant as well for contributory infringement.  However, it was not until 1990, with the enactment of the Architectural Works Copyright Protection Act,161 that “architectural works” were added to the list of the “subject matter of copyright,” and that protection was explicitly extended to the unauthorized construction of a structure based upon copyrighted architectural plans.  Nonetheless, as discussed below, even prior to the Act, such works might well have been within the general “subject matter of copyright” for purposes of Section 301(a).162  Under this approach, the plaintiff’s action here, based on the uncompensated construction of the house, was really one for the unauthorized creation of either a copy or a derivative work of its architectural plans.  The defendant’s contractual undertaking that the plans would not be “used or copied in any way” was then a promise not to infringe on any of the rights which were either within the general scope of copyright, or indeed actually protected by the Copyright Act.163  It follows that the breach of contract action, which did not require proof of anything other than the unauthorized copying of the plans and the construction of the house based on those plans, was “equivalent to” an action for violation of those statutory rights.164
The Eleventh Circuit engaged in similarly flawed reasoning in Lipscher v. LRP Publs., Inc.165  The plaintiff and defendant were competitors, distributing information to lawyers on individual jury verdicts.  The plaintiff published newsletters summarizing this information; the defendant maintained this information on computerized databases and also offered a telephone service, allowing customers to call in search requests.  Using a fraudulent name, the defendant obtained a subscription to plaintiff’s newsletters.  The subscription form required subscribers to affirm that the information was being provided only for their personal use, and “that we will not computerize, record, reproduce or re-market any portion of the publication or the selected material which it contains.”166  In breach of that undertaking, the defendant incorporated the information provided by the plaintiff into its databases.  The court of appeals properly recognized that even though the factual information collected and disseminated by plaintiff was not copyrightable, it was nonetheless within the “subject matter of copyright.”167  Nonetheless, the court held that the plaintiff’s breach of contract claim was not preempted; it concluded that the rights created by contract were not “equivalent to” the rights created by copyright, since the former only affected the parties to the contract, while the latter exist against the whole world.168  Based on this distinction, the court asserted that “in order to succeed on its claim, [plaintiff] needed to show an extra element, the existence of a valid contract between the parties.”169  But, the court ignored a critical consideration: Even absent the contract, had the material been copyrightable, the plaintiff’s claim would have been for the unauthorized reproduction and/or distribution of its copyrightable work.170  There would be little doubt that a state claim would have been preempted had federal protection existed.  However, allowing the plaintiff to proceed under a breach of contract theory here had the effect of giving  it a state law claim for conduct for which the federal law withheld protection.171
The invocation of the “extra element” test to determine “equivalence” has raised particularly difficult questions in the context of alleged violations of shrink-wrap licenses, since these licenses, which are treated by many state courts as a form of contract, are obviously being used as alternative means to protect against the unauthorized reproduction and distribution of the uncopyrightable elements (information and databases) contained in copyrightable computer programs.  Thus, the plaintiffs are seeking to use these “contractual” provisions to obtain copyright-like protection, ie, against unauthorized reproduction and distribution, for materials which are outside the narrower definition of the “subject matter of copyright.”  Nonetheless, two of the courts of appeals to have considered the application of Section 301 to shrink-wrap licenses have concluded that state contract claims were not preempted.

In ProCD, Inc. v. Zeidenberg,172 the plaintiff had compiled information from thousands of telephone directories into a computer database.  It sold this database on CD-ROM discs; the box in which the discs were sold contained a restrictive license, limiting their use by the purchaser to non-commercial purposes, and the box was enclosed with a cellophane wrapper, along with language which indicated that opening the box and using the software constituted assent to the terms of the license.  The defendant disregarded the terms of the license and sold the plaintiff’s database on the Internet; the plaintiff then sued for breach of contract.173  Reversing the district court’s conclusion that this state-law claim was preempted by Section 301, Judge Easterbrook, writing for the Seventh Circuit, held that the plaintiff’s rights under its shrinkwrap agreements with purchasers of its product, such as the defendant, were not “equivalent to” any of the rights within the general scope of copyright.174
The court offered two rationales for this conclusion.  First, rights created by the Copyright Act are rights established by law rather than by agreement, and they are rights against the world.  By contrast, contracts create rights only between the parties thereto, and strangers are unaffected by the agreement.175  The terms and conditions in a contract “reflect private ordering, essential to the efficient functioning of markets.”176  The court asserted that federal preemption provisions in general do not reach such voluntary, contractual arrangements177 between private parties.178  Second, Judge Easterbrook concluded that allowing state protection for breach of these contracts would not be inconsistent with the objectives of Section 301 – to “prevent[] states from substituting their own regulatory systems for those of the national government.”179  The federal copyright regime did not seek to interfere with private transactions with respect to intellectual property, and thus the Copyright Act did “not prevent states from respecting those transactions.”180
But, this analysis is incomplete.  Even if the defendant’s “promise” (and its breach of that promise) arguably constituted an “extra element” in the plaintiff’s breach of contract action,181 it would appear that this particular promise was nothing more than an undertaking by the defendant not to violate the plaintiff’s rights under the Copyright Act – here, the plaintiff’s exclusive rights to reproduce and/or distribute the copyrighted work.182  Of course, the difficulty for the plaintiff was that since the database was uncopyrightable, the Copyright Act conferred no reproduction and distribution rights thereto, and so such a right could  exist, if at all, only under state law.  But, since the Act reflects an advertent decision not to protect databases, the full body of federal law in fact reflects the decision to preempt any state-based rights “equivalent to” reproduction or distribution rights for those federally unprotectable works.  By permitting the plaintiff to assert a state law claim for the defendant’s unauthorized reproduction and/or distribution of the plaintiff’s database, the court of appeals was affording a cause of action which the Copyright Act affirmatively withheld.183
Another shrinkwrap case, Bowers v. Baystate Technologies, Inc.,184 is even more troubling.  The plaintiff sold its copyrighted computer program with a shrinkwrap license that prohibited any reverse engineering.  After the defendant copied the plaintiff’s program as a step in creating its own competitive program, the plaintiff sued both for copyright infringement and breach of contract.  Rejecting the defendant’s argument that the latter claim was preempted, the Court of Appeals for the Federal Circuit upheld judgment for the plaintiff on this state law claim.  The court recognized that the copying by the defendant that took place incident to the process of reverse engineering would usually be immunized in a copyright infringement action by the fair use doctrine.185  But, the court nonetheless allowed the breach of contract claim, which was based on the alleged violation of the shrinkwrap promise, to proceed.

Although the court invoked the “extra element” test in support of that conclusion, it is not at all clear from the opinion what that “element” was.  If the additional piece necessary for the state law claim was the defendant’s promise not to copy, that would have been nothing more than a promise not to violate one of the rights within the general scope of Section 106.  Pursuant to the shrinkwrap license, the plaintiff was seeking to extract a promise from the defendant not to copy, under circumstances where that conduct was implicitly authorized by the Act.186  Although the agreement resulted in a private undertaking not to copy, the defendant’s breach of this “promise” was still only a breach of the kind of right conferred on plaintiff as the copyright owner, but then restricted by the fair use doctrine.187  Indeed, because that doctrine is an equitably created limitation on the rights of the copyright owner, the result here is especially problematic; the plaintiff was seeking to foreclose the defendant from undertaking activities which not only would be freely permitted by the public at large, but which would have benefitted the public by the creation of another work.  Thus, the suit for breach of that contractually created state law “right” should have been viewed as functionally “equivalent to” a suit under the copyright laws for infringement of that right, and should have been preempted.188
 
A more satisfactory application of the preemption doctrine to shrinkwrap licenses is found in the Fifth Circuit’s Vault decision.189  The plaintiff produced computer diskettes, incorporating its copyrighted software program, which were designed to prevent the unauthorized duplication of other programs placed on those diskettes by vendors of computer software, who were the plaintiff’s customers.  The plaintiff’s diskettes were sold in a package which specifically prohibited the copying, modification, translation, decompilation or disassembly of its program.  The defendant also produced and sold diskettes, which contained a program that was expressly designed to defeat the plaintiff’s protective program.  In order to produce its diskettes, the defendant first copied plaintiff’s program into the memory of its own computer and then analyzed the manner in which that program operated.

In addition to asserting copyright claims for unauthorized copying, creation of an unauthorized derivative work, and contributing to infringement by others (ie, by the purchasers of defendant’s diskettes), the plaintiff also asserted a claim, pursuant to a state statute, for breach of its license agreement.190  After rejecting all of plaintiff’s federal copyright claims, the court of appeals correctly held that the state breach of contract claim was preempted.  Remarkably, the court made no reference to Section 301.  Instead, it relied on the Sears-Compco line of cases191 for the proposition that state law which “touches upon an area” governed by federal law, and which would “set at naught” or deny the benefits of the federal policy embodied in that federal law, is preempted.192  Here, the court noted that state law conflicted with federal law in at least three significant ways.193
However, application of Section 301 by the court of appeals would have produced the same result – preemption of the state claim.  Here, the plaintiff’s software clearly satisfied the second prong of the statute – it was a work falling within the subject matter of copyright, fixed in a tangible medium of expression.194  And, the plaintiff was essentially seeking overlapping protection under state law, for claims which were equivalent to its federal claims for unauthorized reproduction and creation of a derivative work.

A consideration of the policy behind Section 301 makes clear why preemption is appropriate here.  Federal law has created a balance – affording certain rights to the owners of copyrightable works, but also limiting those rights and conferring parallel rights on others to make certain unauthorized uses of those works, free of any challenge.  The allowance of a state claim here would alter this balance and would indeed “set at naught” the policies which the federal statutes reflect.

e.  Claims for misuse of trade secretstc \l4 "e.  Claims for misuse of trade secrets
The continued availability of state law claims for misuse of trade information or trade secrets, either by breach of a promise of confidentiality or by obtaining that information by improper means, is justified both by the extra element test and by sound policy analysis.195  The particular contours of these claims will of course be determined by state law, including both the information subject to protection and the defendant’s allegedly improper conduct which will support a claim.  But, generally such claims will require proof that the information was novel and had some business value, that the plaintiff took reasonable steps to keep it secret, and either that the information was conveyed to the defendant with a promise (and expectation) of confidentiality or that the defendant obtained the information by theft, fraud or other misconduct.196  These are all important “extra elements,” which would not need to be proven if the plaintiff’s claim were merely for the unauthorized “reproduction” or “distribution” of material within the subject matter of copyright.197
Judicial treatment of these claims has not been particularly problematic.  Most courts which have considered this issue have properly found that state claims for misappropriation of trade secrets require proof of an “extra element” and thus are not preempted by Section 301.  For example, in Dun & Bradstreet Software Servs., Inc. v. Grace Consulting, Inc.,198 the plaintiff sought relief for the defendant’s misappropriation of software and customer lists.  The district court had dismissed the plaintiff’s claim, finding it preempted by Section 301.  Applying the “extra element” test, the Third Circuit reversed.  It concluded that the plaintiff could not recover merely by proving unauthorized copying, and therefore that a “state law misappropriation of trade secrets claim that requires a proof of breach of duty of trust or confidence to the plaintiff through the improper disclosure of confidential materials is qualitatively different because it is not an element of copyright infringement.”199  Even the handful of cases which have dismissed the trade secret claim have used this “extra element” approach, but then have held it to be preempted because the specific nature of the plaintiff’s action did not require proof of such an element.200
Policy analysis also supports the conclusion that such actions ought not be preempted.  The public welfare is advanced by encouraging the creator of ideas, customer lists,  collections of “data,” or other business information to share that information with or to convey it to others if it wishes to do so.  However, in most cases, that creator understandably will agree to share that information only under a promise of confidence and an expectation of compensation either for its use or for its improper disclosure. There is also a public interest in allowing that creator the alternative, if it so chooses, of maintaining the secrecy of that information, and to be secure from its improper appropriation.

It is a basic principle that facts, processes, ideas and the like are unprotected by copyright,201  and therefore resort to the copyright regime for their protection and exploitation is unavailable.  In the absence of the enforceability under state law of a promise of confidentiality and nondisclosure, it is likely that much information would simply not be shared with others, thereby diminishing societal economic welfare.  Indeed, absent the ability to control and then reap certain rewards for that sharing, oftentimes the information would never be gathered or assembled in the first place, in which case society would be even worse off.  Similarly, if state law could not provide remedies against persons who use improper means to obtain trade secrets, firms would have to incur significant and unnecessary expenses to insure their continued secrecy.  Affording protection for this conduct under state law, then, benefits society, without undermining any of the values of the copyright regime.

f.  Right of publicitytc \l4 "f.  Right of publicity
The proper scope of the preemption of a state right of publicity claim was at issue in the Wendt case,202 which is doubtless among the most frequently discussed, and most heavily criticized, decisions treating this question.203  The plaintiffs, Wendt and Ratzenberger, had respectively portrayed Norm and Cliff, two characters on the long-running Cheers television program; it was produced by Paramount, which also owned the copyright in the show.  After securing a license from Paramount, Host decided to open several Cheers airport bars; to help evoke the Cheers theme, Host placed “animatronic” figures204 resembling Norm and Cliff in front of and inside those bars.

The plaintiffs brought an action under California’s right of publicity statute and its common law doctrine, based on the defendants’ unauthorized use of their identities or likenesses.  Reversing the district court’s grant of summary judgment for the defendants, the Ninth Circuit held, in a decision containing minimal analysis, that these claims were not preempted, because they required proof of additional elements beyond those needed to make out a copyright claim – specifically, “proof that the defendant’s use of the plaintiff’s ‘likeness’ or ‘identity’ was commercial (i.e., connected with selling or promoting a product), whereas copyright infringement occurs with any unauthorized copying of the protected material.”205
This supposed “additional element” is in fact meaningless for proper preemption analysis.  Each of the shows in the Cheers series constituted an audiovisual work.  The use made by defendant Host of the materials from that series – which inevitably used a depiction of the characters in that show206 – involved either the reproduction and then the distribution of copyrightable elements of those works, or else the creation and then the distribution of derivative works of those works.  These uses were among the exclusive rights conferred by the Copyright Act on Paramount, the copyright owner, or on its licensee.  Therefore, had anyone else – and that includes the plaintiffs – made photographs, posters, paintings, or even animatronic figures of those copyrighted elements or made derivative works thereof, Paramount would have had a claim for copyright infringement.  Even if it is true that the defendants’ subsequent use of their own copyrighted works was commercial – and showing Cheers in syndicated form or creating a sequel series using the characters from Cheers would also be commercial – that added “fact” or “element” in a right of publicity action does not properly give rise to a claim which is not “equivalent to” the rights conferred on the copyright owner by Section 106.207
Discuss other right of publicity cases.208
g.  Misappropriationtc \l4 "g.  Misappropriation
  Discuss misappropriation209
B.
Second prong of Section 301(a)tc \l2 "B.
Second prong of Section 301(a)
Section 301(a) only preempts a state law claim if the intellectual property for which protection is sought is a work of authorship that is (1) “within the subject matter of copyright” specified in Sections 102 and 103 and if it is (2) “fixed in a tangible medium of expression.”  As noted above,210 the reciprocal of this provision – reiterating that works not meeting these two requirements are not preempted – is found in Section 301(b)(1).

Section 102 specifies the general “subject matter of copyright.”  Copyright is stated to subsist in “original works of authorship fixed in any tangible medium of expression....”211  In addition to these two requirements, of originality and fixation, which are specified in the Copyright Act, case law makes clear that there is another requirement for obtaining copyright, which is in fact an element of originality – there must be some minimal degree of creativity in the work.212  Section 102 also states a fundamental rule of copyright – that protection is available only for the “expression of an idea,” and that copyright does not “extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery....”213
The significance of the two conditions for statutory preemption which are set forth in this second prong differ significantly not only from those conditions described with respect to the first prong, but also between each other.  As noted above, under the first prong, preemption will occur if the would-be state right is roughly “equivalent to” a right falling within the “general scope of copyright,” even if federal law does not in fact afford protection against the defendant’s conduct.   As will be seen, for purposes of Section 301, the “subject matter of copyright” is analogously also somewhat broader than the actual scope of copyrightable works. However, under the other requirement found in this second prong – the fixation requirement – state law clearly is permitted to extend protection to certain works which, while arguably potentially copyrightable under Article I, section 8, fall outside of the parameters of works encompassed within the category of statutorily copyrightable works.  The result is that Section 301 clearly does not preempt all works for which the Constitution arguably might allow protection under the copyright statutes, but rather, under this second prong, only a somewhat smaller class of works for which protection has in fact been afforded by the federal statute.

1.  Plaintiff’s work is within “subject matter of copyright”tc \l3 "1.  Plaintiff’s work is within “subject matter of copyright”
Preemption will be applied only to works of authorship which are within the “subject matter of copyright.”  In determining the proper “subject matter of copyright,” originality and creativity are viewed as constitutional imperatives.214  For example, the Congress could not afford protection under the copyright statutes to someone who discovered the work of another.  Only the actual author of the work – the person who “originated” the work – is entitled to the copyright.215  That principle is embodied in Section 102(a), which extends copyright protection to “original works of authorship.”  Similarly, some minimum level of creativity is required to obtain a copyright.  As the Supreme Court indicated in a unanimous decision, the alphabetical listings in the white pages of a telephone directory are so obvious, and so uncreative, that they simply do not qualify for copyright protection.216  Works which do not meet these originality and creativity requirements are therefore outside the scope of both the constitutional and statutory “subject matter” of copyright.

It would not have been illogical to have allowed the states to afford protection for such inherently uncopyrightable “works.”  However, the legislative history of Section 301 makes clear an intent to preempt such claims,217 and caselaw generally supports that result.

In reaching this conclusion, most courts applying this second prong of Section 301 have taken the same expansive approach to “subject matter of copyright” as is given to “scope of copyright protection” under the first prong.218  The accepted rule is that to the extent that the material or “work” for which state law protection is sought is broadly within the range of copyrightable expression, the claim will be subject to statutory preemption.  This reflects a principle enunciated by a number of courts: Even if federal protection for a work is unavailable, the work may nonetheless fall within the broader “subject matter of copyright.”219
A recent Sixth Circuit case, Murray Hill Prods., Inc. v. ABC Communics., Inc.,220  illustrates the application of this principle to works which were insufficiently creative to merit copyright protection.  The plaintiff complained that the defendant radio station had, without his permission, used a six-word tagline (“Line”) and a certain lettering style (“Artwork”), both of which had been created or designed by the plaintiff, in a billboard to promote the defendant’s radio show.  Holding that the plaintiff’s various state law claims221 were preempted, the court of appeals conceded that the brief Line and the particular Artwork in question were not amenable to copyright protection – they lacked the requisite “creativity” to bring them within Section 102(a).  Nonetheless, the court concluded that these “works” still constituted “expressions of ideas” – albeit unprotectable ones – and thus were within the “subject matter of copyright.”

Greater difficulties are presented in applying the limitation found in Section 102(b) – that copyright protection does not “extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery....”222 – to this “subject matter of copyright” requirement.  At one level, this provision would suggest that protection for ideas, processes, discoveries and so on, is not within the subject matter of copyright, and thus is not preempted by Section 301.  Therefore, protection would be available under alternate regimes – whether the federal patent (or trademark) laws, or under state law.223  Nonetheless, courts have used a similar expansive approach to define “subject matter of copyright,” when considering works which are excluded from protection by the limitations in Section 102(b).  Here too, the test focuses not on the narrower actuality of copyright protection, but the broader potential of the scope of its subject matter.

For example, in one Fourth Circuit case,224 the plaintiff brought a claim under a state conversion statute,225 alleging that the defendant, her Ph.D. supervisor, had taken “ideas and methods” from her Ph.D. thesis and had then incorporated them into other works without giving her proper attribution.  Rejecting the plaintiff’s contention that her state law claim for the plagiarism of her “ideas” was not preempted because they are specifically excluded from copyright protection, the court held that “scope and protection are not synonyms,”226 and therefore the plaintiff’s “ideas” were within the broader scope of the “subject matter of copyright.”227
The rationale for this conclusion was well stated in Judge Easterbrook’s decision in ProCD.228  The court of appeals held that data, which were embodied in a tangible medium of expression but which were not themselves eligible for copyright protection, were nonetheless within the “subject matter of copyright.”  Preemption of state claims was necessary to vindicate the congressional determination that these materials should be in the “public domain.”229
A number of other courts have similarly concluded that ideas, or other elements of expression which cannot themselves be protected, nonetheless do fall within the broader “subject matter of copyright,” thereby preempting state claims for them as well.230  A handful of decisions, however, have improperly concluded that ideas, information and other non-copyrightable materials are not within the “subject matter of copyright,” and thus protection for alleged taking or misuse of those materials is not preempted by Section 301.231
This more restrictive view is illustrated by a recent Eleventh Circuit decision.232  The plaintiff had developed an idea and business plan for an internet-based bank catering to the gay and lesbian community.  He shared these in confidence with several investors, who initially gave him an employment contract.  He alleged that after they discharged him, these investors stole his idea by continuing to operate the bank; in response, he brought an action against them for misappropriation and conversion of that idea.  The court of appeals reversed the district court’s determination that this state court claim was preempted, concluding instead that this idea was outside the subject matter of copyright.  The court asserted that preemption could take place only with respect to works which were “substantively eligible for copyright protection.”233  Contrasting Murray Hill,234 where, as noted, the state claim was preempted although the plaintiff’s tagline and artwork failed to meet the constitutional threshold of creativity, here the court concluded that preemption was inappropriate because ideas are not “works,” and thus the obstacle to their inclusion within the “subject matter of copyright” was one of “substantive ineligibility.”235
At best, the court’s distinction has reversed these obstacles to preemption.  Since works which fail a constitutional test can never obtain federal protection, state law would be the only possible source of protection.  In Murray Hill, the Sixth Circuit had effectively discerned a congressional determination –  by nonetheless including these insufficiently creative works within the subject matter of copyright for purposes of Section 301 – to deny all forms of protection to those works.  By contrast, ideas are potentially eligible for federal protection – patents for some, and in the absence of the prohibition in Section 102(b) of the Copyright Act,236 the possibility of copyright protection for others.  However, the congress made the express decision in 1976 to deny protection to “subject matter” that, as a constitutional matter, might have been eligible for federal protection.  Yet, the Eleventh Circuit’s approach allows for the possibility of state protection as well for ideas – a result which the preemption provision of Section 301 seeks to foreclose.  Murray Hill reached the far sounder result, which advances Congress’ objectives by including within the “subject matter of copyright” not only those works enumerated in Section 102(a), but also other creative material which might have been protected by the Act.

Preemption of claims for copying of useful articles?

2.  Fixation in tangible medium of expressiontc \l3 "2.  Fixation in tangible medium of expression
Unlike the originality and creativity requirements already discussed, the fixation requirement, which is found in Section 102, is arguably not constitutionally mandated.  It is not clear that the Copyright Clause in Article I, Section 8, would stand in the way of affording federal copyright protection to an extemporaneous and unrecorded speech, musical work or choreographic work,237 and so arguably even these examples of unfixed works could be within the “subject matter of copyright.”238  The potential constitutional barrier to copyright protection for unfixed works is that the Copyright Clause only authorizes the Congress to give copyright protection to the “Writings” of an author.  Therefore, a work which is not “fixed” might be outside the scope of protectable works.239  In any event, there has been a long-standing legislative judgment – probably based in large part on these perceived constitutional obstacles, and perhaps also based in part on pragmatic considerations of the difficulty of determining the identity and nature of the work that is the subject of protection, and of what would constitute infringement of that work – that unfixed works may not obtain federal protection.240  In fact, a number of states have enacted legislation which prohibits the unauthorized recording of sounds from live performances or the unauthorized distribution or sale of those recordings.241  

During the period that the 1909 Act was in effect, although unfixed works were outside the scope of federal protection, state protection for unfixed works was freely available.242  The congressional decision in 1976 to continue to deny federal protection for unfixed works arguably might have been understood to reflect a determination to change the existing practice, and to assert that no form of protection – state or federal – should be allowed for those works.  However, because Section 301 preempts only works which “come within the subject matter of copyright as specified by sections 102 and 103,”243 and because section 102 extends copyright protection only to works of authorship which have been “fixed in any tangible medium of expression,”244 the opposite is clearly true here:  State protection for unfixed works has been expressly reserved.245


In light of the comparatively sweeping scope of preemption under Section 301 – for example, of any work which falls within the broad “subject matter” of copyright, even though the Constitution and/or the Copyright Act preclude affording protection to that work246 – the congressional decision to continue to preserve common law copyright protection for unfixed works, while explicable historically, is analytically anomalous and even curious.  To use an illustration: If a customer at a nightclub at which a jazz musician is performing an extemporaneous musical work makes an unauthorized tape recording of that work, and if the musician does not also simultaneously make a recording of the work, the work has not been “fixed.”247  Although the customer has made an unauthorized “reproduction” of the work,248 there will be no federal right or remedy under the copyright laws.  However, the musician may have recourse for that act of infringement under state law.  If, on the other hand, the musician has also recorded (or authorized the recording of) the work, the “fixation” requirement will be satisfied, and the musician can now assert a claim only under federal law.249
This outcome suffers from two failings.  First, permitting a state claim in the first situation is inconsistent with two of the goals of the preemption provision of the 1976 Act.  Instead of a uniform federal rule, the existence and nature of the musician’s rights and remedies will continue to be governed by the varying laws of fifty different jurisdictions.  And, the duration of protection will be potentially eternal, rather than the “limited term” provided for under federal copyright law.250  Second, allowing the alternative of state protection for unfixed works is inconsistent with society’s interest in expanding the number and quality of works of authorship.  This rule gives the musician less incentive to “fix” the work, and thus there is less likelihood that others will have access to it.  Yet, for all its deficiencies, this outcome clearly seems contemplated by Section 301.251  But, recognition of these failings would dictate the desirability of congressional reexamination of the preservation of common law copyright for claims for unfixed works.

III.
Additional bases for preemptiontc \l1 "III.
Additional bases for preemption
As discussed above, there is a strong federal interest in uniform national treatment of copyright – uniformity both in the works which are protectable and what rights the copyright owner will have therein, and in what is not protectable.  The scope of protection conferred, as well as the areas left unprotected and the rights not afforded, are the product of extensive debates and compromises, and they constitute a deliberately crafted balance of interests.  They reflect legislative judgments about the rights of authors and owners of copyrights, and instances in which the interests of users and potential creators of new works should prevail over those of the author.  These judgments will be severely impaired if state law can provide a cause of action, and thus can prohibit, the same conduct which federal law leaves unprotected.

Preemption of state law does not occur only pursuant to express provisions in federal statutes.  Preemption will also occur when the U.S. constitution or federal legislation evidences the Framers’ intent or a congressional intent fully to occupy the area in question, and to leave no room for supplemental state regulation, or when there is a fundamental incompatibility between state and federal law.252  This principle has important implications for copyright preemption, and it may require the displacement of state laws even if they would not fall afoul of Section 301.  Regardless of whether a state claim is preempted by that provision, preemption should also occur if recognition of the state claim would impede the panoply of goals advanced by the copyright laws.253  Conversely, it also impermissibly interferes with federal interests and goals when state law attempts to limit the rights conferred on copyright owners by federal law; here too, the supremacy of federal interests should preempt such inconsistent state regulation.

One potential response to this call for enhanced preemption on constitutional or other nonstatutory grounds is that the formulation in Section 301 is indicative of a legislative determination of the appropriate balance between federal and state law.  Arguably, any further curtailment of state claims by judicial application of these other grounds could be viewed as overreaching.

An easy answer is that under the Supremacy Clause, the Constitution and federal law passed thereunder, including the Copyright Act, trumps inconsistent state law.247  Therefore, allowance of a state claim which would be inconsistent with constitutional norms would be impermissible.  It might be argued that the coexistence of state and federal copyright for the majority of the history of the Republic undercuts the suggestion that permitting some range of state claims would be unconstitutional.  But, because common law copyright only extended to works which were not distributed to the public, even the pre-1976 system contemplated that works which were exploited commercially could only obtain federal protection; and, that protection was subject to the formalities and limitations of the federal copyright regime.  The constitutional tradeoff – federal protection, of finite duration, but only for certain works and affording only certain rights and remedies – is impermissibly altered by inconsistent state protection for publicly distributed works.

A second, and better, response is that the goals and values reflected in the Copyright Clause, and the added goal of not impairing the federal objectives of the Copyright Act, should inform both the scope of the statutory prescription of Section 301 and of “conflict preemption.”  Thus, for example, not only is it improper to afford copyright protection of infinite duration when the Constitution contemplates that authors will receive protection for “limited times.”  It is also improper to permit states to protect intellectual property which falls within the broad realm of copyrightable materials, when Congress has determined not to afford those rights.  And, it is also equally improper for the states to abridge rights conferred by the federal Copyright Act.

A principal theme of this Article is that allowing state law claims to proceed, in the face of a judgment – whether found in the Constitution, a statute or the fabric of federalism – that the availability and scope of protection for copyrightable materials should be determined exclusively by federal law, interferes with the important goal of national uniformity and thus they must be foreclosed.  The Ninth Circuit’s ill-advised decision in Wendt248 illustrates the serious problems created by permitting a state law claim in an area also occupied by the federal copyright regime.  The conduct challenged – the alleged unauthorized use of the plaintiffs’ likenesses in animatronic figures in or in front of Cheers airport bars – may have occurred both inside and outside of California.  Yet, that state’s right of publicity laws were invoked to determine the parties’ rights not only in California, but also in Missouri and Ohio, in the face of contrary rights arguably conferred on the defendants by the federal Copyright Act.249  Regardless of whether Section 301 expressly preempted the plaintiffs’ claim,250 it is destructive of the important goal of national uniformity to allow a single state, by recognizing rights and affording protection for certain activities, to impose duties or foreclose the exploitation of intellectual property rights throughout the United States.  The nature and scope of those rights should be determined solely under one, federal regime.

Capital Cities,251 by contrast, demonstrates the proper response to an attempt by a state, whose law had the effect of limiting federally afforded rights and which thus resulted in an improper interference with the balance of interests carefully crafted by federal law.  The Copyright Act of 1976 made several changes in the legal treatment previously given, under the 1909 Act, to the unauthorized retransmission of distant broadcast (ie, over-the-air) signals by cable television companies.  On the one hand, the Act changed prior law by defining such retransmission as a “performance,”252 and thus included control over that conduct among the exclusive rights of the copyright owner.253  On the other hand, the Act also limited the “exclusive” nature of that right, by  creating an elaborate system for the compulsory licensing to cable companies of that right.254  One condition of these “licenses” was that the cable company had to refrain from deleting or altering any commercial advertising in the broadcast signals being retransmitted.255  Oklahoma law broadly prohibited the advertisement of alcoholic beverages,256 and the Oklahoma Attorney General issued an opinion that the retransmission by cable companies of that kind of advertising would subject them to criminal prosecution – thus as a practical matter barring them from transmitting any programming which contained such advertisements.  The Supreme Court unanimously concluded that Oklahoma law was preempted, since it interfered with two goals of the copyright regime257 – promoting broad availability to the public of copyrighted materials, and permitting copyright owners to obtain rewards for the use of their works.258  Although the goal of the Oklahoma law may have been laudable, the Court correctly decided that it had to yield to the superior federal interests embodied in the federal legislation.  Achievement of those federal goals would have been thwarted if the cable companies had to comply with state regulation.259
The principle that state law should be preempted, based on the supremacy of the federal copyright regime, when that state law abridges rights conferred by federal law on copyright owners, is also illustrated by the Orson case.260  In an attempt in part to protect operators of smaller movie theaters, Pennsylvania had enacted legislation, requiring distributors of motion pictures to expand the distribution of movies; after the grant of a maximum of six weeks of exclusive first run rights, the statute mandated the licensing by distributors of the movie to another theater in the same geographic area.261  In an en banc opinion, the Third Circuit held that this state statute was preempted by the Copyright Act, because it improperly limited the exclusive right of distribution conferred by the Act on copyright owners.262  Here, Section 301(a) preemption was probably not at issue, since state law was not conferring a right “equivalent to” federal copyright, but rather was withdrawing some of those rights.263  Nonetheless, the Pennsylvania statute was properly preempted, since the state’s abridgement of the distributors’ rights was in fundamental conflict with the federal conferral of those rights.  The statute irreconcilably interfered with the incentive to creativity underlying the federal copyright regime, as well as with the balance of interests, between copyright owners and others, established by the Copyright Act.264
Far more questionable, then, was the Fifth Circuit’s opposite resolution of this conflict in Rodrigue.265  The case involved a dispute between the creator of copyrighted paintings and his former wife – both of whom had resided in a community property state – to determine her rights in those paintings.  At issue was whether Louisiana law – which provided that “property acquired during the existence of the legal regime through the effort, skill, or industry of either spouse” is community property266 – and  that “[e]ach spouse owns an undivided half-interest in former community property and its fruits and products”267 – was preempted by its conflict with Section 201 of the Copyright Act, which provides that “[c]opyright in a work protected under this title vests initially in the author or authors of the work.”268  After first holding that the application of these statutory provisions to copyrighted works was not preempted by Section 301,269 the court of appeals also rejected a conflict preemption argument by inappropriately narrowing the rights conferred on the creator of a copyrighted work by the Act, thus permitting its conclusion that federal law did not “ineluctably conflict” with Louisiana’s matrimonial property law.270  This result was achieved in part by recognizing the author-spouse’s exclusive management control over the works,271 and by giving to the non-author spouse a half-interest only in the economic benefits from exploitation of the works.272
But, this conflict preemption analysis still fails, since there were several respects in which federal interests might have been significantly affected by dividing the copyright ownership and depriving the author of one-half of the benefits therefrom – which would have argued for the displacement of the state law.273  Even though the court’s Solomonic solution nominally gave the author-spouse the exclusive right to sell or license the works, would-be purchasers or licensees might still be hesitant to enter into such transactions because of the lurking interests of another party, who might subsequently assert claims against them, including possibly exercising the right granted by Section 203 to terminate transfers and licenses.274  And, more important, the incentive of many authors to create new works – an objective expressly stated in the Copyright Clause as the basis for granting copyright protection – might well be diminished by the author’s realization that the financial benefits of that creativity will automatically be cut in half by state law.275
To be sure, there will often be situations where a conflicts preemption analysis will properly reach the same result as under Section 301 analysis – that the state claim is not preempted.276  But, because conflicts preemption involves the consideration of some interests which are not fully accounted for under the statutory standard for preemption, courts should not feel that their analysis is necessarily complete simply because they have undertaken the analysis required by Section 301.  Instead, this non-statutory analysis may also be required, to balance the full range of interests and values of the federal and state governments in the copyright area.

Summary

A consideration of these constitutional objectives suggests several methodologies to determine the extent of the preemption of state copyright-related claims.  Courts could rely on these constitutional values to give the broadest possible reach to the statutory preemption dictated by Section 301.  Alternatively, courts could use these values as an independent basis for preempting certain state law claims.

IV.
Conclusiontc \l1 "IV.
Conclusion
The aspiration of the drafters of Section 301 of the Copyright Act – to create a provision which would express the scope of preemption “in the clearest and most unequivocal language possible, so as to foreclose any conceivable misinterpretation ..., and to avoid the development of any vague borderline areas between State and Federal protection”277 – has unfortunately not been realized. This is partly because the drafters of any statute always lack the prescience to anticipate the variety of legal issues which will be presented by application of the statute to a multitude of factual situations.  Although some uncertainty about the scope of preemption of state copyright is probably inevitable, this uncertainty could be reduced by increased attention to the objectives underlying the statutory provision.  In particular, Section 301 is intended to advance uniformity in the scope of copyright protection, by bringing the vast majority of copyright law within a single, federal regime.  This goal requires yielding to the judgments made by Congress about the kinds of copyright-like works for which protection will (and will not) be available; the rights available (and not available) to the owners of these forms of intellectual property; the actions which will (and will not) constitute an infringement of those rights; and finally, the remedies which will (and will not) be available in the event of infringement.  Express invocation of a strong presumption that federal law will control, and that state law must yield in arguably close situations, should simultaneously advance the policies underlying preemption and advance the goal of certainty spoken of so fondly nearly thirty years ago.
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The right to display the work publicly extends only to literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic or sculptural works.  Id. § 106(5).  Even with respect to covered works, the public display right is limited by § 109(c), which allows the owner of a lawfully made copy “to display that copy publicly ... to viewers present at the place where the copy is located.”


50	See infra ns. xxx and accompanying text.


51	Among the “moral rights” recognized under many civil law regimes are the right of attribution and the right to prevent the alteration, mutilation or destruction of the work.  Since the passage of the Visual Artists Rights Act of 1990, American law has afforded limited rights of attribution, and certain rights to prevent such change or destruction of the work, to certain authors of certain specified works.  See Pub. L. No. 101-650, 104 Stat. 5128 (codified at 17 U.S.C. § 106A).


52	See Trandes Corp. v. Guy F. Atkinson Co., 996 F.2d 655, 659 (4th Cir.) (“To determine whether a particular cause of action involves rights equivalent to those set forth in § 106, the elements of the causes of action should be compared, not the facts pled to prove them.”), cert. denied, 510 U.S. 965 (1993).


53	This requirement is discussed in detail below, see infra ns. xxx and accompanying text.  An example of such an additional element would be the requirement(s) in an action for improper use of trade secrets that the plaintiff prove the extension of information in confidence and/or the defendant’s breach of an obligation of trust.


54	17 U.S.C. § 101.


55	These are respectively musical works or literary works.


56	Pub. L. No. 92-140, 85 Stat. 391 (effective Feb. 15, 1972).


57	Older music – particularly classical music – was more likely to be in the public domain, so that the unauthorized copying of a sound recording of a symphony written by Beethoven, and performed and recorded by the New York Philharmonic Orchestra, would have been unactionable by anyone under the copyright laws.  See Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 101 N.Y.S. 2d 483 (Sup. Ct. 1950), aff’d, 107 N.Y.S. 2d 795 (1951) (App. Div. ?) (paren).


58	See, e.g., Calif. Penal Code § 653h (West 1970); N.Y. Gen. Bus. §§ 5670-61 (McKinney 1968).  See generally Pesserilo, State Anti-sound Piracy Laws and a Proposed Model Statute, 8 Perf. Arts. Rev. 1 (1978).


59	See, e.g., Mercury Record Prod., Inc. v. Economic Consultants, Inc., 64 Wis.2d 163 (1974) (paren).


60	412 U.S. 546 (1973).


61	Obviously, because the 1909 Act had no express preemption as is found in §301 of the 1976 Act, Goldstein did not present issues of statutory preemption.


62	“Sound recordings” are included in the listing of “works of authorship” in id. § 102(7); id. § 106(1) gives to the owner of copyright the exclusive right to “reproduce the copyrighted work in copies or phonorecords....”


63	“[T]he owner of copyright ... has the exclusive right[] ... in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the work publicly....”  Id. § 106(4).


64	The controversial nature of this decision is emphasized by the fact that the Act required the Register of Copyrights first to consult with industry members and public representatives on this issue and then, on January 3, 1978, to submit to Congress “a report setting forth recommendations as to whether this section should be amended to provide for performers and copyright owners of copyrighted material any performance rights in such material.”  Id. § 114(d).


65	See id.


66	“The exclusive rights of the owner of copyright in a sound recording are limited to the rights specified by clauses (1), (2), and (3) of section 106, and do not include any right of performance under section 106(4).”  Id. § 114(a).


The cumulative significance of these provisions is as follows:  The composer of a song (a “musical work”) has the exclusive right to make copies of that song, to perform the work publicly, and to license others to make sound recordings of that work.  That sound recording will typically consist of the musical work, as performed by a vocalist and/or a band.  Although the owner of the copyright in the sound recording in turn has the exclusive right to reproduce and distribute that work, the reproduction and distribution of the sound recording is also a reproduction and distribution of the underlying musical work.  Thus, that copyright owner, in obtaining a license from the composer (or his/her assignee) to fix the work in a sound recording, will also have to obtain permission to engage in reproduction and distribution of the underlying musical work.


The performance of a sound recording – for example, by playing it in a restaurant or nightclub or by transmitting it over the radio – is also the performance of the underlying musical work embodied in the sound recording.  The present-day significance of the statutory withholding of a public performance right in the sound recording is that while a radio station must obtain permission from the composer to play his/her song (and will pay royalties, typically through a performing society to which the composer belongs), the radio station needs no permission from (and pays no royalties to) the recording artist or the owner of copyright in the sound recording.


67	Pub. L. No. 104-39, 109 Stat. 336 (codified at id. § 106(6)).


68	See supra n. {43}.


69	17 U.S.C. § 301 (c).  The choice of 2067 as the date for the termination of possible rights under state law was to give a maximum duration for protection of those works of 95 years – the present term for copyright of “works made for hire.”  See Capitol Records, Inc. v. Naxos of Am., Inc., 372 F.3d 471, 477-79 (2d Cir. 2004) (recognizing that common law copyright claims are not preempted with respect to sound recordings fixed prior to Feb. 15, 1972; availability and scope of remedy depend solely on applicable state law).


70	As early as 1965, the Register of Copyrights asserted that such preemption would be the result of the proposed legislation which eventually became the Copyright Act of 1976.  “The pre-emption is intended to be complete with respect to any work coming within the scope of the bill, even though it would not be given as broad protection as might otherwise be available to it under the common law.  For example, since sound recordings are now to be made copyrightable works, it would not be possible to afford them any rights of public performance under State law, even though they are denied these rights under section 112 [eventually 114(a)] of the statute.”  House Jud’y Comm., Supplementary report of register of copyrights on general revision of U.S. copyright Law: 1965 Revision Bill 84, 89th Cong., 1st Sess. (1965).


A related issue – whether state protection is available under a right of publicity theory against “sound-alike” versions of the performances of famous actors or vocal artists – is discussed infra ns. xxx and accompanying text. [Discuss Midler, Waits, Vanna White, Baltimore Orioles cases; see also Laws v. Sony Music Entertainment, Inc., 294 F. Supp. 2d 1160 (C.D. Cal. 2003)]


71	Prof. Goldstein asserts that it is not clear whether § 301 “would treat a state law as coming within the general scope of copyright if instead of filling a gap in the scope of a statutory right ... it grants a right that section 106 entirely withholds.”  Paul Goldstein, Copyright (2d ed.),  § 15.2.1.1, at 15:9.  He uses the denial of performance rights to sound recordings as an example of such withholding, and sets forth the plausible opposing conclusions one might draw from the statutory language.  The argument offered for non-preemption is “the fact that the Act omits a right of performance of sound recordings may mean that state laws against performance of sound recordings are immune from preemption since a right that does not exist – a performance right in sound recordings – cannot be said to have a ‘general scope.’”  Id. at 15:10.


As discussed below, courts have taken a similar, expansive approach both to the “subject matter of copyright” prong in § 301 and to the “scope” prong at issue here.  See infra ns. xxx and accompanying text.  Thus, for example, although ideas are not protected, or protectable, under the Copyright Act, they are nonetheless within the “subject matter” of copyright for purposes of § 301.  It is fully consistent with that approach to statutory construction to bring performance rights to sound recordings within the general “scope” of copyright protection.  And, that interpretation is also fully consistent with the policies of § 301, paramount of which is the  development of a single and uniform approach to the nature and extent of “copyright” protection.


72	The range of moral rights may include (1) a right of “integrity,” ie, a right to prevent alteration, distortion or destruction of the work; (2) a right of “paternity,” ie, a right to be identified as the author of the work; (3) a right of “disclosure,” ie, a right to control the timing and nature of the work’s initial publication; and (4) a right of “withdrawal,” ie, a right to withdraw, modify or disavow the work after its publication.  See Goldstein, Copyright (2d ed.), § 15.23, at 15:179.


See generally Thomas Cotter, Pragmatism, Economics, and the Droit Moral, 76 N.C. L. Rev. 1 (1997); Edward Damich, State “Moral Rights” Statutes: An Analysis and Critique, 13 Colum.-VLA J. L. & Arts 291 (1989); Jane Ginsburg, Have Moral Rights Come of (Digital) Age in the U.S.?, 19 Cardozo Arts & Ent. L.J. 9 (2001); Robert Gorman, Federal Moral Rights Legislation: The Need for Caution, 14 Nova L. Rev. 421 (1990); Susan Liemer, Understanding Artists’ Moral Rights: A Primer, 7 B.U. Pub. Int. L.J. 41 (1998).


73	There are a handful of rights under § 106 which are analogous to some of these moral rights.  The closest is the copyright owner’s exclusive rights of publication and distribution, including when and where those occur, which are analogous to the exclusive right of “disclosure.”  See, e.g., Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 552 (1985) (noting that 1976 Act “recognized for the first time a distinct statutory right of first publication”).  The copyright owner’s exclusive right under § 106(2) to prepare derivative works is analogous in some aspects to the right of integrity.  There are fewer analogies under the Copyright Act to the other two moral rights.  And, it is noteworthy that all of the exclusive rights under § 106 belong to the copyright owner – who is not necessarily the author.


Section 43(a) of the Lanham Act, 15 U.S.C. § 1115(a), has also been used to afford federal protection – under a trademark theory – which is similar to some elements of moral rights.  See, e.g., Gilliam v. Am. Broad. Cos., 538 F.2d 14, 24 (2d Cir. 1976) (recognizing that claim for deformation or mutilation of work was akin to “continental concept of droit moral, or moral rights”).


74	Pub. L. No. 101-650, Title VI, 104 Stat. 5128 (1990) (codified at 17 U.S.C. § 106A) (hereinafter referred to as “VARA.”).


75	VARA extends protection only to a “work of visual art,” which is defined, with various additional exceptions, to include only paintings, drawings, prints, sculptures or photographs produced in limited editions.  17 U.S.C. § 101.  See infra n. [8 more] (identifying the more prominent examples of the non-covered works).


Perhaps the most important transformation which is outside the protection of VARA (and of existing state law) is the colorization of black-and-white motion picture films.  Since the copyright in the film is typically not owned by the director or actors, they typically will be unable to rely on traditional copyright theories to challenge those alterations.  See generally Beyer, Intentionalism, Art, and the Suppression of Innovation: Film Colorization and the Philosophy of Moral Rights, 82 Nw. U. L. Rev. 1011 (1988); Honicky, Film Labelling As a Cure for Colorization [and Other Alterations]: A Band-Aid for a Hatchet Job, 12 Cardozo Arts & Ent. L.J. 409 (1994); Cook, Note, The Colorization of Black and White Films: An Example of the Lack of Substantive Protection for Art in the United States, 63 Notre Dame L. Rev. 309 (1988); Wagner, Note, Motion Picture Colorization, Authenticity, and the Elusive Moral Right, 64 N.Y.U. L. Rev. 628 (1989).


76	For example, VARA does not extend protection to “works made for hire.”  Id. (excluding such works from definition of “work of visual art”).


77	The rights under §106A are more limited than those afforded to artists under certain European regimes in a number of other ways.  For example, the American rights belong only to the author, see id. §106A(e)(1) (providing that rights may not be transferred), and it endures only for his or her life, see id. §106A(d)(1); some European systems, including those of France and Germany, allow that right to be exercised by the author’s heirs and make it perpetual.  Again, in contrast to the French and German approach, which make the right non-waivable, the right conferred by VARA may be waived by the author by an instrument in writing, see 17 U.S.C. § 106A(e)(1). And, while some European systems protect works even if created by persons in an employee status, VARA excludes “works made for hire” from the scope of its protection, see supra n. xxx {previous}.


The French Moral Rights Law, Law No. 57-298 of Mar. 22, 1957, art. 6, J.O., Mar 14, 1957, 2723, B.L.D. 197, is discussed and analyzed in Robert Plaisant, “France,” § 7, in Melville Nimmer & Paul Geller, eds., International copyright Law and Practice (1990).  The German Moral Rights Law, Law of Sept. 9, 1965, v. 4.7.1965, BGB1. I S.2098, is discussed and analyzed in Adolf Dietz, “Germany,” § 7, in id.  See generally Dworkin, The Moral Right of the Author: Moral Rights and the Common Law Countries, 19 Colum.-VLA J.L. & Arts 229 (1995); Zlatarski, “Moral” Rights and Other Moral Interests: Public Art Law in France, Russia, and the United States, 23 Colum.-VLA J.L. & Arts 201 (1999).


78	See 17 U.S.C. § 301(f).  See generally Zuber, The Visual Artists Rights Act of 1990: What It Does, and What it Preempts, 23 Pac. L. J. 445 (1992).


79	The “Berne Convention,” —  U.S.T. —, 828 U.N.T.S. 221, is defined in 17 U.S.C. 101 as “the Convention for the Protection of Literary and Artistic Works, signed at Berne, Switzerland, on September 9, 1886, and all acts, protocols, and revisions thereto.”


80	See infra ns. xxx and accompanying text.


81	“[A]ll legal or equitable rights that are equivalent to any of the rights conferred by section 106A with respect to works of visual art to which the rights conferred by section 106A apply are governed exclusively by section 106A and section 113(d) and the provisions of this title relating to such sections.  Thereafter, no person is entitled to any such rights or equivalent right in any work of visual art under the common law or statutes of any State.”  17 U.S.C. § 301(f)(1).


82	See id. § 301(f)(2).


As noted, see supra n. xxx, federal protection under VARA terminates with the author’s death.  State law may extend its protection for an indefinite period beyond the end of the author’s life – in theory, even beyond the life plus seventy years period provided for in § 302(a) for the bundle of rights recognized by § 106.  At least to this extent, the uniformity goal of the basic preemption provision is compromised.


83	See, e.g., H. Rep. No. 101-514, at 21 (1990), reprinted in 1990 U.S.C.C.A.N. 6915, 6931 (“the new federal law will not preempt State causes of action related to works that are not covered by the law, such as audiovisual works, photographs produced for non-exhibition purposes, and works in which the copyright has been transferred before the effective date”).


84	Although the works protected by these statutes varies, they generally apply to the same kinds of “works of visual arts” as those covered by VARA.  See supra ns. xxx [9 prior and 1 prior].


85	Cal. Civ. Code. § 987 (effective date 1980).


86	N.Y. Arts & Cult. Aff. L. § 11.01, § 14.01-.03 (effective date 1984).  See generally Damich, The New York Artists’ Authorship Rights Act: A Comparative Critique, 84 Colum L. Rev. 1734 (1984).


87	Statutes which follow the California model include Conn. Gen. Stat. Ann. §§ 42-116s&t; Mass. Ann. Laws, ch. 231 § 85S; N.M. Stat. Ann. § 13-4B; and 73 Pa. Cons. Stat. Ann. §§ 2101 to 2110.


Statutes which follow the New York model include 51 La. Rev. Stat. Ann. §§ 2151-2156; 27 Me. Rev. Stats. § 303; 52 Nev. Rev. Stat. Ann. §§ 597.720 to 597.760; 2A N.J. Stat. Ann. §§ 24A-1 to 24A-8; and R.I. Gen. Laws §§ 5-62-2 to 5-62-6.


Another group of states have enacted legislation, conferring a variety of an even more limited range of rights on creators of works of visual arts.  See, e.g., 815 Ill. Comp. Stat. Ann. 320 (“Consignment of Art Act”); S.D. Codified Laws §§ 1-22-9 to -17 (preserving certain rights for artists whose works are purchased with state money and displayed in public buildings); Utah Code Ann. § 9-6-409 (same).


88	For example, some of the statutes, such as California’s, require that the work be one of “recognized quality,” while that requirement is absent in other statutes.


89	Cal. Civ. Code. § 987 (c).  Like VARA, the Act does not apply to works made for hire, and it also has special provisions for works of art which cannot be removed from a building without substantial physical defacement or alteration, see id. § 987 (h).


90	N.Y. Arts & Cult. Aff. L. § 14.03 (1).


91	Id.


92	Cal. Civ. Code. § 987 (d); N.Y. Arts & Cult. Aff. L. § 14.03 (2)(a).


93	The meaning of “equivalent rights” under § 301(f) raises the same kinds of problems in this context as are discussed more generally in this Article.


94	For example, VARA gives to the author of a work of visual art the right to “prevent any intentional distortion, mutilation, or other modification of that work which would be prejudicial to his or her honor or reputation.”  17 U.S.C. § 106A(a)(3)(A).  Therefore, although that conduct is also proscribed by the California statute (and under certain circumstances also by the New York statute), because of § 301(f), any cause of action by a living author, challenging such distortion or mutilation of a work of visual art created after 1990, would have to be asserted only under the federal statute.  However, because the rights created by VARA endure only for the life of the author, id. § 106A(d)(1), claims for such distortion or mutilation occurring after his or her death could be asserted under state law, see id. § 301(f)(2)(C).  See generally Gorman, Visual Artists Rights Act of 1990, 38 J. Copyright Soc’y U.S.A. 233, 240 (1991) (noting that VARA “is not an unmixed blessing for artists,” since it will preempt some broader rights previously extant under state laws).


95	In Wojnarowicz v. American Family Ass’n, 745 F. Supp. 130 (S.D.N.Y. 1990), a professional artist complained that the defendant had, without his authorization, copied and distributed fragments of his works.  He brought an action both for copyright infringement and under the New York statute; his state law theory was that the alteration and distribution of his work injured his reputation.  The court recognized that the copyright claim was shielded by the fair use doctrine.  Id. at 142-47.  However, the court nonetheless allowed his action under § 14.03 to proceed, rejecting the defendant’s preemption argument because the aim of the New York statute – the protection of the artist’s reputation – and its elements were different.  As to the latter, the court pointed to the statutory requirement that the work must be altered or modified, that this modification must be attributed to the artist, and that this conduct must damage his reputation.  Id. at 135-36.


There is little authority for looking to the “aim” of the drafters of a state statute for evaluating the scope of preemption.  And, as discussed below, see infra ns. xxx and accompanying text, it is not enough, to avoid preemption, merely to point to one or more additional, but perhaps trivial, elements.  Those elements must change the nature of the action, so that it is qualitatively different from a copyright infringement action.  Here, the gravamen of the plaintiff’s complaint, plain and simple, was the violation of the copyright owner’s exclusive rights of reproduction, transformation and distribution, which are at the heart of a copyright infringement claim.  The court erred in concluding that the state claim was not preempted, since the congressional determination that federal law should not afford the copyright owner a claim with respect to this alleged infringement was frustrated by allowing a cause of action under state law for the self-same conduct.


The court further erred by relying on the preemption provision [§ 301(f)] in VARA, which at that point had been passed by the House but had not yet been acted upon by the Senate, as “demonstrating that Congress does not currently view the various state ‘moral rights’ laws, including New York’s, as preempted by the Copyright Act.”  Id. at 135 n.2.  Indeed, regardless of VARA, those state laws, or at least portions thereof, must be preempted if they fall within the conditions specified in § 301(a).


In Pavia v. 1120 Ave. of Ams. Assocs., 901 F. Supp. 620 (S.D. N.Y. 1995), a well-known sculptor brought an action, under the New York statute, for the unauthorized modification and display of his multi-part sculpture, growing out of the defendant’s disassembly and then re-installation of a part of the sculpture in a different location.  Because the challenged conduct occurred before the effective date of VARA, the court, relying on § 301(f)(2)(A), correctly rejected the defendant’s preemption argument under VARA.  901 F. Supp. at 626-27.  More questionable was the court’s conclusion that § 14.03 was not preempted by § 301(a).  Relying on Wojnarowicz, the court concluded that the additional element in the New York statute, of misattribution of the plaintiff’s work, rendered the state claim “non-equivalent” to the copyright claim; it added that “the fact that VARA was eventually added to the Copyright Code, granting authors rights similar to those provided in § 14.03, indicates that the rights granted by § 14.03 are not equivalent to those in the pre-VARA Code.”  Id. at 627.  Once again, the court reached the wrong conclusion on § 301(a) preemption because it failed to discuss, much less properly to weigh, the factors set forth in that provision.


See also Schatt v. Curtis Mgmt. Group, Inc., 764 F. Supp. 902, 911 n. 14 (S.D.N.Y. 1991) (following Wojnarowicz); Kwall, How Fine Arts Fares Post VARA, 1 Marq. Intell. Prop. L. Rev. 1, 32-33 (1997) (“those state provisions that provide more comprehensive protection to works covered by VARA probably would be deemed preempted by VARA, although the possibility exists that courts would sever the preempted provisions and uphold the remainder of the state statutes”).


96	See Cort v. St Paul Fire & Marine Ins. Co., 311 F.3d 979, 984 n.1 (9th Cir. 2002) (“it appears that CAPA may have been preempted by VARA”); Board of Managers of Soho Int’l Arts Condo. v. City of N.Y., No. 01 Civ.1226 DAB, 2003 WL 21403333, at * 11-16 (S.D.N.Y. June 17, 2003) (“VARA preempts the [N.Y.] state statute”); Lubner v. City of Los Angeles, 53 Cal. Rptr. 2d 24, 28 (Ct. App. 1996) (asserting, as one ground for dismissing action for accidental destruction of works of art, that “it appears that section 987 has been preempted by the Visual Artists Rights Act of 1990").  See also Pavia v. 1120 Ave. of Ams. Assocs., 901 F. Supp. 620, 627 (S.D. N.Y. 1995) (“even if VARA has preempted [N.Y. Act] § 14.03 since the effective date of the federal legislation....”); Wojnarowicz v. American Family Ass’n, 745 F. Supp. 130, 135 n.2 (S.D.N.Y. 1990) (“this amendment to the Copyright Act [the then-pending VARA bill] would arguably preempt state laws such as the New York Artists’ Authorship Rights Act which currently provide similar rights”).  But see 136 Cong. Rec. H13,314 (1990) (“This ... amendment narrows the scope of the general preemption language.  It clarifies that Congress does not intend to preempt section 989 of the California Civil Code, the ‘cultural heritage protection,’ or any other similar State code.”) (statement of Rep. Kastenmeier).


In Gegenhuber v. Hystopolis Prods., Inc., No. 92 C 1055, 1992 WL 168836 (N.D. Ill. Jul. 13, 1992), the plaintiffs brought an action in state court, based, inter alia, on a state-based  right of attribution for their role in creating, designing and directing an adult puppet show.  The defendant removed on the ground that their claim was based on federal copyright law, and thus the state claim was preempted.  The court initially concluded that puppets and costumes were not “works of visual art” under VARA, and that “if a type of work is not included in the definition of ‘visual art,’ the copyright laws afford an author no entitlement to attribution, even where the author’s work may otherwise be copyrightable.”  Id. at *3.  The court then held that the claim was not preempted by § 301, because the [p]laintiffs’ claimed right of attribution ... does not fall under VARA and thus is not within the subject matter of copyright.”  Id. at *4.


97	In Phillips v. Pembroke Real Estate, Inc., 288 F. Supp. 2d 89 (D. Mass. 2003), without ever mentioning the possibility of preemption, the district court held that although the plaintiff had no claim under VARA for the removal by the defendant of some of his sculptures from its park, the plaintiff nonetheless could assert a claim for that same alleged injury under the Massachusetts Art Preservation Act.  The court acknowledged that the intended removal of those sculptures fell within VARA’s “public presentation” exclusion in § 106A(c)(2) – a provision which the court noted was the product of a widely publicized dispute.  But, after reciting that MAPA “provides broader protection to artists than the federal statute,” 288 F. Supp. 2d at 100, the court granted preliminary injunctive relief to the plaintiff under state law, apparently oblivious to the fact that § 301 might pose an obstacle.


See generally Kwall, How Fine Arts Fares Post VARA, 1 Marq. Intell. Prop. L. Rev. 1, 44 (1997) (“state created moral rights statutes covering non-VARA copyrightable works face a strong possibility of preemption by virtue of [§ 301(a) of] the 1976 Act”).


98	See generally Damich, The Visual Artists Rights Act of 1990: Toward a Federal System of Moral Rights Protection for Visual Art, 39 Cath. L. Rev. 945, 972 ((1990) (arguing for narrower scope of preemption); Nakashima, Comment, Visual Artists’ Moral Rights in the United States: An Analysis of the Overlooked Need for States to Take Action, 41 Santa Clara L. Rev. 203 (2000).


99	See supra ns. xxx [previous 8-9] and accompanying text.


100	Berne Convention, Article 5.


101	“Independently of the author’s economic rights, and even after the transfer of said rights, the author shall have the right to claim authorship of the work and to object to any distortion, mutilation or other modification of, or other derogatory action in relation to, the said work, which would be prejudicial to his honour or reputation.”  Berne Convention, Article 6bis (1).


102	“Article 6 bis of Berne has generated one of the biggest controversies surrounding United States adherence to Berne.”  H. Rep. No. 100-609, at 32 (1988).


103	The recognition of this obligation, and the affirmation of the belief that the existing combined body of state and federal law was sufficient to meet it, were made explicit in several provisions of the Berne Convention Implementation Act, Pub. L. No. 100-568, 102 Stat. 2853 (1988).  Section 2(3) of that Act provides that “[t]he amendments made by this Act, together with the law as it exists on the date of the enactment of this Act [Oct. 31, 1988], satisfy the obligations of the United States in adhering to the Berne Convention and no further rights or interests shall be recognized or created for that purpose.” (uncodified, located in Historical Notes to 17 U.S.C.A. § 101).  Section 3(a) of the Act provides that “[t]he provisions of the Berne Convention — (1) shall be given effect under title 17, as amended by this Act, and any other relevant provision of Federal or State law, including the common law....” (emphasis added) (id.).  Section 3(b) of the Act provides that “[t]he provisions of the Berne Convention, the adherence of the United States thereto, and satisfaction of United States obligations thereunder, do not expand or reduce any right of an author of a work, whether claimed under Federal, State, or the common law — (1) to claim authorship of the work; or (2) to object to distortion, mutilation, or other modification of, or other derogatory action in relation to, the work, that would prejudice the author’s honor or reputation.” (emphasis added) (id.).


Recognition of the importance of state law in fulfilling this obligation is elaborated in the legislative history.  For example, the Senate Judiciary Committee Report states: “[P]rotection is provided under existing U.S. law for the rights of authors listed in Article 6bis....  This existing U.S. law includes ... various state statutes, and common law principles such as libel, defamation, misrepresentation, and unfair competition....”  S. Rep. No. 100-352, at 9 (1988), reprinted in 1988 U.S.C.C.A.N. 3706, 3714.  Similarly, the House Judiciary Committee Report pointed to a variety of state laws which afforded some measure of protection for moral rights.  “State and local laws include those relating to publicity, contractual violations, fraud and misrepresentation, unfair competition, defamation, and invasion of privacy.  In addition, eight states have recently enacted specific statutes protecting the rights of integrity and paternity in certain works of art.”  H. Rep. No. 100-609, at 34 (1988).


104	“The scope of Federal preemption under this section is not affected by the adherence of the United States to the Berne Convention or the satisfaction of obligations of the United States thereunder.”  17 U.S.C. § 301(e).


See H. Rep. No. 100-609, at 39 (1988) (“[T]his amendment [adding § 301(e)] once again reinforces the neutrality of the implementing legislation: adherence to Berne, and the satisfaction of our obligations under the Convention, will have no effect on the law of preemption under section 301.”); accord, S. Rep. No. 100-352, at 11 (1988), reprinted in 1988 U.S.C.C.A.N. 3706, 3716.


105	See n. {xxx} two previous.


106	Indeed, Congress apparently intended that this development of state law would continue unaffected by the Berne Convention.  For example, the Senate Judiciary Committee Report states: “Courts should be as free to apply common law principles and to interpret statutory provisions, with respect to claims of the right of paternity and the right of integrity as they would be in the absence of U.S. adherence to Berne.”  S. Rep. No. 100-352, at 10 (1988), reprinted in 1988 U.S.C.C.A.N. 3706, 3715.  Accord, H. Rep. No. 100-609, at 39-40 (1988).


107	Although the droit de suite is sometimes described as a “moral right,” it is in fact at best only “quasi-moral.”  While moral rights recognize artistic and reputational, rather than economic, interests, resale royalty rights are designed solely to increase the economic rewards to the creators of certain artistic works.


The Berne Convention provides for the droit de suite.  See Art. 14ter.  However, in contrast to Art. 6bis, which makes it mandatory for all signatory states to afford protection to moral rights, see supra n.xxx and accompanying text, the Convention provides that “protection [for the droit de suite] ... may be claimed in a country of the Union only if legislation in the country to which the author belongs so permits, and to the extent permitted by the country where this protection is claimed.”  Art. 14ter(2).  Notwithstanding the apparently permissive nature of this obligation, Prof. Nimmer asserts that “[t]he question remains whether a country may permit no recognition of the droit de suite and still comply with Berne.”  Melville Nimmer & David Nimmer, Copyright, §8C.04[A][2] (2d ed. 1997) (emphasis in original).


108	See generally Alderman, Resale Royalties in the United States for Fine Visual Artists: An Alien Concept,  40 J. Copyright Soc’y 265 (1992); Merryman, The Wrath of Robert Rauschenberg, 40 J. Copyright Soc’y 241 (1992);  Price, Government Policy and Economic Security for Artists: The Case of the Droit de Suite, 77 Yale L. J. 1333 (1968); Siegel, The Resale Royalty Provisions of the Visual Artists Rights Act: Their History and Theory, 93 Dick. L. Rev. 1 (1988); Reddy, Comment, The Droit de Suite: Why American Fine Artists Should Have the Right to a Resale Royalty, 15 Loy. L.A. Ent. L. J. 509 (1995).


109	Other possible reasons for the appreciation in value are that the artist may originally have undervalued the work or may have lacked the financial wherewithal to bargain for its full value.


Different treatment is arguably justified for works of fine art for another reason – they are created singly or in limited numbers, and there is little value in the subsequent right of reproduction, performance or creation of a derivative work of such works.  One characteristic giving value to a painting or sculpture is its uniqueness, and this value may be realized only from ownership or sale of the original copy.  By comparison, the author of a literary work or the composer of a musical work may reap benefits from the reproduction and distribution of his or her work even years after its creation, and perhaps in different media, and he or she may also gain economic benefits from its performance or reworking.	


110	See, e.g., S. 1619, 100th Cong. (1990); H.R. 3221, 100th Cong. (1990).  See Perlmutter, Resale Royalties for Artists: An Analysis of the Register of Copyrights’ Report,  40 J. Copyright Soc’y 284, 285 n.11 (1992) (noting that legislative proposals to afford a federal droit de suite date to the 1960's, and that the first bill to attempt to create such a right was introduced in Congress in 1978).


111	Pub. L. No. 101-650, Title VI, § 608(b) (1990).  See also H. Rep. No. 101-514, at 23 (1990), reprinted in 1990 U.S.C.C.A.N. 6915, 6933 (describing resale royalty as “a controversial provision, which was not included in [the enacted bill].  Instead, the [House] Committee [on the Judiciary] believes that the Congress should await the results of the Copyright Office study before deciding whether any such provision is appropriate.”) (footnote omitted).


The Report required by the statute was issued in 1992.  Its conclusion stated that “the Copyright Office is not persuaded that sufficient economic and copyright policy justification exists to establish droit de suite in the United States.”  Register of Copyrights, Droit de Suite: The Artist’s Resale Royalty 149 (1992).  See generally Perlmutter, supra n.xxx {previous}, at 313 (canvassing arguments for and against enactment of federal statute, and concluding that Report was “unduly negative”).


112	17 U.S.C. § 109.  While admittedly the obligation of the reseller to pay a resale royalty does not prevent a sale which the “first sale” permits, the requirement created by state law, to share a portion of the resale price with the creator of the work, diminishes the value of the unrestricted resale right conferred by federal law.


113	Droit de suite legislation has been unsuccessfully introduced in at least eleven other state legislatures.  Register of Copyrights, Droit de Suite: The Artist’s Resale Royalty 75 (1992). 	 The Commonwealth of Puerto Rico also provides for resale royalties under the Intellectual Property Act of 1988, codified at 31 P.R. Laws Ann. § 1401h (2001).


114	Cal Civ. Code § 986.


115	The Act applies only to sales of works of fine arts, where the gross sales price is in excess of $1000, id. § 986(b)(2).  It also applies only either where the seller resides in California, or where the sale takes place in California, id. § 986(a); and where the artist is either an American citizen or has resided in California for at least two years, id. § 986(b)(6).  For these covered transactions, the seller must pay 5% of the sales price to the buyer (and not just the appreciation in value of the work), id. § 986(a), except where the sales price is less than the purchase price paid by the seller, id. § 986(b)(4).  Although as originally enacted the resale right terminated on the artist’s death, id. § 986(b)(3), the Act was subsequently amended to extend these rights for twenty years beyond the life of an artist who died after January 1, 1983, id. § 986(a)(7).


The Puerto Rico statute, which is far less detailed than California’s, provides that the creator of “a work of art is entitled to receive five (5) percent of the increase in the value of said work at the moment it is resold.”  31 P.R. Laws Ann. § 1401h (2001).


116	621 F.2d 972 (9th Cir.), cert. denied, 449 U.S. 983 (1980).


117	The plaintiff had argued that the California statute was inconsistent with the balance of interests, and federal vs. state protection thereof, reflected in the Copyright Clause, and was also preempted by the Contracts Clause and the due process provisions of the Constitution.  The court rejected all of these arguments.


Because the California Act became effective on January 1, 1977, Cal Civ. Code  § 986(d), and the sale in question occurred in March, 1997, the Copyright Act of 1976 was not implicated, since the effective date of that statute was January 1, 1978.


118	Two cases that cited Morseburg have hinted that subsequent events may have undermined its analysis of the validity of the California Resale Royalties Act.  See Associated Film Distrib. Corp. v. Thornburg, 520 F. Supp. 971, 992 n.36 (E.D. Pa. 1981) (noting that McCarty v. McCarty, 453 U.S. 210 (1981) held that “even in the area of domestic relations, which ‘belongs to the laws of the States and not to the laws of the United States...,’ a state’s community property laws must give way to federal law...”), rev’d on other grounds, 683 F.2d 808 (3d Cir. 1982); Robert H. Jacobs, Inc. v. Westoaks Realtors, Inc., 159 Cal. App. 3d 637, 644 (Ct. App. 1984) (noting, without comment, argument in Prof. Nimmer’s treatise “that the resale royalties act is also preempted by the 1976 Copyright Act”).


119	The Morseburg court explicitly noted that “[w]e do not consider the extent to which the 1976 Act ... may have preempted the California Act.... [O]ur holding, as well as our reasons, ... are addressed to the 1909 Act only.”  621 F.2d at 975.


120	The House Report on VARA indicated that the new preemption provision therein, § 301(f), would not foreclose a claim for resale royalties.  “[T]he law will not preempt a cause of action ... for a violation of a right to a resale royalty.”  H. Rep. No. 101-514, at 21 (1990), reprinted in 1990 U.S.C.C.A.N.6915, 6931.  However, since this statement was made without providing any analysis or citing any authority, it should at most apply only to preemption under § 301(f), and it should not foreclose a court from finding such a claim preempted by the general provision in § 301(a).


121	See supra n. xxx and accompanying text.


122	15 U.S.C. § 106(3).


123	Section 109(a) explicitly recites that the “first sale” limitation is an exception to the exclusive rights conferred by § 106(3).


124	At present, California is the only state affording such a right.  See supra n.xxx and accompanying text.  The lack of national uniformity would be accentuated by multiple state laws, varying in the percentage amount of the royalty, the duration of the right, the works to which it applied, and so forth.


125	A number of commentators have concluded that state resale royalty protection is preempted by the 1976 Act.  See, e.g., Melville Nimmer & David Nimmer, Copyright, §8C.04[C] (2d ed. 1997); Katz, Copyright Preemption Under the 1976 Copyright Act: The Case of the Droit de Suite, 47 Geo. Wash. L. Rev. 200, 219-22 (1978); Warren, Comment, Droit de Suite: Only Congress Can Grant Royalty Protection for Artists, 9 Pepp. L. Rev. 111 (1981).  See also Solomon & Gill, Commentary, Federal and State Resale Royalty Legislation: “What Hath Art Wrought?,” 26 UCLA L. Rev. 322, 340 (1978) (“While the Morseburg court chose to ignore the preemption implications of the new Act, the argument for a future contrary holding is appealing.”).  Indeed, the Register’s Study reached a similar conclusion.  “The Thornburg court’s analysis together with the view of copyright experts firmly suggests that any state droit de suite provision would be preempted under the current Copyright Law.”  Register of Copyrights, Droit de Suite: The Artist’s Resale Royalty 86 (1992).


126	Cf. Gulfstream Park Racing Ass’n v. Tampa Bay Downs, Inc., 294 F. Supp. 2d 1291, 1303-04 (M.D. Fla. 2003) (state regulation of wagering on horse races which were simulcast from out-of-state racetrack was not preempted, since controls on wagering did not regulate “rights equivalent to copyright”).


127	Wrench LLC v. Taco Bell Corp., 256 F.3d 446, 456 (6th Cir. 2001) (emphasis added).


128	See Briarpatch Ltd. v. Phoenix Pictures, Inc., 373 F.3d 296, 306 (2d Cir. 2004) (noting that “we take a restrictive view of what extra elements transform an otherwise equivalent claim into one that is qualitatively different from a copyright infringement claim”).


129	“[C]ommon law rights ... would remain unaffected as long as the causes of action contain elements ... that are different in kind from copyright infringement.”  H.R. Rep. No. 94-1476, at 132, reprinted in 1976 U.S.C.C.A.N. 5659, 5748.


130	§ 301(b)(3), H.R. (bill no), 94th Cong. (1976).


131	See 122 Cong. Rec. 32,015 (1976).


132	In the legislative history to the Visual Artists Rights Act, passed fourteen years after the Copyright Act of 1976, the House Report stated that “State law causes of action such as those for misappropriation, unfair competition, breach of contract, and deceptive trade practices, are not currently preempted under section 301, and they will not be preempted under the proposed law.”  H. Rep. No. 101-514, at 21 (1990), reprinted in 1990 U.S.C.C.A.N.6915, 6931.


133	But see National Car Rental Sys. v. Computer Assocs. Int’l, 991 F.2d 426, 433-34 (8th Cir.) (“Although the deletion of a provision from a final bill generally means that Congress intends to disavow what was formerly expressed, we believe in this case the facts surrounding the deletion of § 301(b)(3) suggest Congress did not intend to reverse the presumption of non-preemption for the examples initially included in § 301(b)(3).”), cert. denied, 510 U.S. 861 (1993).


134	The 1976 Act distinguishes between a “work” and a “copy.”  See 17 U.S.C. § 101 (“‘Copies’ are material objects, other than phonorecords, in which a work is fixed....”); id. § 102(a) (“Copyright protection subsists ... in original works of authorship....”); id. § 202 (“Ownership of a copyright, or of any of the exclusive rights under a copyright, is distinct from ownership of any material object in which the work is embodied.”).  A novel or play is a “literary work,” and it is the subject of copyright protection; the book or computer disk, which is a tangible medium in which the literary work is embodied, is not entitled to copyright protection. Thus, an action for theft or conversion of a limited, first edition of a “book” would not give rise to a claim under the Copyright Act.  See, e.g., Carson v. Dynergy, Inc., 344 F.3d 446, 455-57 (5th Cir. 2003) (action for refusal to return tangible copies of worksheet created by plaintiff was not preempted; “elements of conversion of physical property are ... qualitatively different than those of copyright infringement”); Oddo. v. Ries, 743 F.2d 630, 635 (action for conversion of papers comprising plaintiff’s manuscript was not preempted).


135	See Briarpatch, Ltd. v. Phoenix Pictures, Inc., 373 F.3d 296, 307-09 (2d Cir. 2004) (action for breach of fiduciary relationship was not preempted);  Dorsey v. Money Mack Music, Inc., 304 F. Supp. 2d 858, 864-65 (E.D. La. 2003) (same).


Co-owners of a copyrighted work, including co-authors and partners, have the right to undertake (or authorize others to undertake) any of the acts specified in § 106 with respect to that work, without securing permission from another co-owner, and thus that kind of conduct can not form the basis of a copyright infringement action.  However, such a use of the work by one co-owner may make him or her liable in an accounting to share any financial benefits received from that use with other co-owners, under a variety of legal theories, including breach of fiduciary duty.  Because the co-owner’s claim would not be “equivalent to” an action to secure any of the rights protected by the Act, they would not be preempted.  See, e.g., Oddo v. Ries, 743 F.2d 630, 635 (9th Cir. 1984) (refusing to preempt claim that partner breached fiduciary duty to his co-partner, since it “is quite different from the interests protected by copyright”).  Cf. United States Naval Institute v. Charter Communics., 936 F.2d 692, 695 (2d Cir. 1991) (“an exclusive licensee of any of the rights comprised in the copyright, though it is capable of breaching the contractual obligations imposed on it by the license, cannot be liable for infringing the copyright rights conveyed to it”).


136	An action for improper taking of a trade secret may also involve the defense of “reverse engineering,” which would be unavailable in a copyright infringement action.  Preemption of claims for misappropriation are discussed infra ns. xxx {195+} and accompanying text.


137	To be added


138	See Lipscher v. LRP Publs., Inc. 266 F.3d 1305, 1310-12 (11th Cir. 2001) (preempting claim for unfair competition, which asserted that defendant’s act of obtaining subscription to plaintiff’s newsletter by making false representations and then disseminating information therein constituted “acquisition misconduct,” because claim did not contain meaningful extra element) (discussed infra ns. xxx and accompanying text); Iconbazaar, L.L.C. v. America Online, Inc., 308 F. Supp.2d 630, 636-37 (M.D.N.C. 2004) (preempting unfair trade practices claim; even though fraud or deceit may be part of action, proof thereof was not required to state claim); DirecTV, Inc. v. Cashe, 2004 WL 1622229, at *4 (S.D. Ind. June 7, 2004) (action for fraud and deception, based on purchase and use of devices to intercept encrypted satellite television signals, was preempted; claim presented no extra element beyond that needed to prove copyright infringement); Mastercard Int’l Inc. v. Nader 2000 Primary Comm., 70 U.S.P.Q. 2d 1046, — (S.D. N.Y. 2004) (unfair competition and misappropriation claims, grounded solely on unauthorized copying of protected expression, were preempted); Collezione Europa U.S.A., Inc. v. Hillsdale House, Ltd., 243 F. Supp. 2d 444, 449-50 (M.D.N.C. 2003) (state law claim for unfair and deceptive trade practices, based on copying of copyrighted sculptural works, was preempted; allegation of “deceptiveness” and of “immoral, unethical and unscrupulous” behavior was not “qualitatively additional element which is separate and distinct from the alleged copying,” and at best they “would only change the scope, not the nature of the action”);  Reinke + Assocs. Architects Inc. v. Cluxton, 2003 WL 1338485 (N.D. Ill. Mar. 18, 2003) (dismissing state unfair competition claim, based on unauthorized copying of architectural plans; allegations of “reverse passing off,” consumer confusion and intention to deceive public were insufficient to avoid preemption); Old South Home Co. v. Keystone Realty Group, Inc., 233 F. Supp. 2d 734 (M.D.N.C. 2002) (state law claim for unfair and deceptive trade practices, based on construction of homes which replicated plaintiff’s copyrighted home designs, was preempted; allegations that defendant’s conduct was unethical and immoral, and that it gave rise to consumer confusion, did not constitute qualitatively different additional elements).


The conclusions in a number of opinions that claims for unfair competition or unfair trade practices were not preempted are highly problematic.  For example, in Computer Management Assistance Co. v. Robert F. DeCastro, Inc., 220 F.3d 396 (5th Cir. 2000), the plaintiff, the owner of a copyrighted computer program, asserted claims both of copyright infringement and violation of a state unfair trade practices act, based on the defendant’s unauthorized copying of that program.  Although the court of appeals affirmed the dismissal of the state law claims on the merits, its intermediate conclusion was that they were not preempted; because the state “Act requires proof of fraud, misrepresentation or other unethical conduct,... we find that the relief it provides is not ‘equivalent’ to that provided in the Copyright Act.”  Id. at 404-05.  Whether behavior rises to the level of “unethical conduct” is inherently subjective.  However the court’s approach apparently would permit relief under state law, either in lieu of or in addition to federal relief, for those instances of infringement which a court finds particularly egregious.  In fact, neither the defendant’s state of mind nor the supposedly outrageous nature of its behavior are meaningful “extra elements,” going beyond the elements necessary to prove copyright infringement, even if done “willfully,” so as to remove such state claims from the scope of § 301(a).


In Butler v. Target Corp., 323 F. Supp. 2d 1052, 1057-58 (C.D. Cal. 2004), the plaintiffs, who had written and then recorded a musical work, alleged that the defendant-store had altered some of the lyrics in their song and then had used them, without authorization, in advertisements and in-store signage.  The court erroneously held that the plaintiffs’ unfair competition claim was not preempted, since their allegation that the “distorted lyrics” confused their fans constituted the requisite “extra element.”  In fact, the defendant’s conduct would have stated a claim for unauthorized adaptation and distribution of a copyrighted work, and any alleged consumer confusion was not meaningfully different from the effect of garden-variety copyright infringement.


See also Silverstein v. Penguin Putnam, Inc., Civ. No. 309(JFK), 2003 WL 1797848 (S.D. N.Y. April 4, 2003) (unfair competition claim, for reverse passing off of plaintiff’s copyrighted compilation of poems, was not preempted, since state law required proof of misrepresentation or deception, giving rise to actual consumer confusion), vacated in part on other grounds, 368 F.3d 77 (2d Cir.), cert. denied, — S. Ct. — (2004).


139	See Briarpatch, Ltd. v. Phoenix Pictures, Inc., 373 F.3d 296, 306-07 (2d Cir. 2004) (finding that unjust enrichment claim, for alleged breach of contract to pay royalties for derivative work, was preempted, since it merely sought enforcement of right of adaptation); Zito v. Steeplechase Films, Inc., 267 F. Supp. 2d 1022, 1027 (N.D. Cal. 2003) (finding that unjust enrichment claim, based on unauthorized distribution of photograph, was preempted, even though state claim required proof of benefit conferred on defendant).


The Ninth Circuit undertook a difficult, but ultimately correct, application of the equivalency test to complicated facts in G.S. Rasmussen & Assocs. v. Kalitta Flying Serv., Inc., 958 F.2d 896 (9th Cir. 1992), cert. denied, 508 U.S. 959 (1993).  The Federal Aeronautics Administration (FAA) had promulgated regulations regarding the certification of alterations to commercial aircraft.  The owner of an airplane was permitted to make changes to the plane if it obtained, and presented to the FAA, a Supplemental Type Certificate (STC).  Obtaining an STC in turn required the assembly and presentation of extensive engineering and test data to the FAA.  After expending considerable time and expense, the plaintiff had obtained an STC which could be used to convert cargo DC-8's; it had offered to license its STC to the defendant for the conversion of one of its planes.  Eschewing that license, the defendant made a photocopy of another of plaintiff’s STCs and presented that copy to the FAA, for certification of its DC-8.  The defendant also made a photocopy of the plaintiff’s flight manual supplement, which FAA regulations required must be carried on a modified plane.  The plaintiff brought an action for conversion of its STC and for unjust enrichment. After first determining that state law recognized a property right in the STC, the court of appeals concluded that the state law claims were not preempted by § 301.  The court correctly recognized that an action based solely on unauthorized copying of the plaintiff’s works – the drawings and plans and the flight manual – would surely have been preempted, and the STC certificate itself was actually a government document, outside the scope of copyright protection.  But, the plaintiff’s claim was for the “right to use the STC as a basis for obtaining an airworthiness certificate,” id. at 904 (emphasis in original), which then conferred “a valuable government privilege – the right to modify an airplane in a particular way without going to the trouble and expense of proving that the modification meets FAA standards.”  Id.  This use by the defendant of the plaintiff’s property, and the benefit it received therefrom, are indeed qualitatively different elements from an action predicated merely on unauthorized copying, which would not be actionable under state law.  Permitting the claim for unjust enrichment for that unauthorized use did not interfere with federal interests in having a uniform set of standards to regulate permissible copying.


A far more questionable result was reached in Ulloa v. Universal Music & Video Distrib. Corp. 70 U.S.P.Q. 2d 1843 (S.D. N.Y. 2004).  The plaintiff, a recording artist, asserted a copyright interest in a sound recording of her voice; she alleged that the defendant had used that recording, without her permission, in creating another sound recording.  The plaintiff brought claims for copyright infringement, unjust enrichment and breach of contract.  The court held that the two state law claims, which the court interpreted as having been pleaded in the alternative, were not preempted, since the copyright infringement claim might have been subject to the defenses that the plaintiff’s recording was a “work made for hire” or the plaintiff may have impliedly licensed it to the defendant.  The court’s explanation for allowing the unjust enrichment claim to proceed was that the plaintiff was entitled “to persuade the jury that Defendants have failed to compensate her for her time and labor.”  Id. at —.  But, if the defendant prevailed under either of the defenses, it would have been entitled, under the copyright laws, to use the plaintiff’s sound recording.  It would upset the defendant’s federally defined panoply of rights to allow, for example, a state claim for unjust enrichment, for a portion of the value of the defendant’s copyrighted work, based only on the “extra element” that the plaintiff was allegedly inadequately compensated as an employee under the “work made for hire” rubric.


140	See Huckshold v. HSSL, L.L.C., 344 F. Supp. 2d 1203, 1208-09 (E.D. Mo. 2004) (tortious interference claim, asserting that defendant caused co-defendant to breach its contractual promise not to copy plaintiff’s copyrighted software, was preempted; neither defendant’s alleged knowledge or awareness of contract, nor its intent to infer with that contract, were substantial extra elements).


141	See DirecTV, Inc. v. Beecher, 296 F. Supp. 2d 937, 943-44 (S.D. Ind. 2003) (conversion claim, for unauthorized interception of television signals containing copyrighted audiovisual works, was preempted); Zito v. Steeplechase Films, Inc., 267 F. Supp. 2d 1022, 1027 (N.D. Cal. 2003) (action for conversion, based on unauthorized publication of photograph, merely restated claim for copyright infringement, even if conversion requires proof of intent); Daboub v. Gibbons, 42 F.3d 285, 288-90 (5th Cir. 1995) (claims for conversion, misappropriation and plagiarism, based on unauthorized copying of musical work, were preempted).  See also Briarpatch, Ltd. v. Phoenix Pictures, Inc., 373 F.3d 296, 307-09 (2d Cir. 2004) (further factual development needed to determine whether claims for trover and conversion were preempted).


142	See, e.g., Dorsey v. Money Mack Music, Inc., 304 F. Supp. 2d 858 (E.D. La. 2003) (rejecting preemption defense in action by songwriter/performer against his agents and managers, asserting breach of contractual and fiduciary duties, and seeking accounting for royalties and declaratory judgment to establish ownership rights in copyrights); Asunto v. Shoup, 132 F. Supp. 2d 445, 450-53 (E.D. La. 2000) (same, in action by musician’s estate against music recording and distribution companies);  Brown v. Mono Records, Civ. No. CV-00-286-ST 2000, WL 33244473 (D. Ore. June 6, 2000) (rejecting preemption defense, in action by band members against other band members and recording company, asserting counts for conversion, breach of contract and accounting, and involving disputed claims to royalties and ownership in copyrighted works); Dead Kennedys v. Biafra, 37 F. Supp. 2d 1151, 1154 (N.D. Cal. 1999) (same as Brown, in action among former members of rock band).


143	Wrench LLC v. Taco Bell Corp., 256 F.3d 446 (6th Cir. 2001).


144	An alternative basis for finding that the contract claim was not preempted would have been that ideas – as opposed to expressions of those ideas – are unprotectable by the copyright laws.  See supra ns. xxx and accompanying text.  However, the court of appeals initially held – as have most other courts, see infra ns. xxx and accompanying text – that ideas nonetheless fell within the “subject matter of copyright.”  Id. at 454-55.


145	The court suggested in dictum that a claim for a quasi-contract, i.e., a contract implied-in-law, was far more likely to be subject to preemption, since such an “action depends on nothing more than the unauthorized use of the work.”  Id. at 458-59. [check other cases discussed and distinguished]


See Endemol Entertainment B.V. v. Twentieth Television, Inc., 48 U.S.P.Q.2d 1524, 1528 (C.D. Cal. 1998) (action for breach of implied-in-fact contract, for defendant’s failure to pay for ideas for television show, was preempted; allegation of “promise not to accept benefit of a copyright [sic] work” without making payment was not necessary “extra element”).  See also Keane v. Fox Television Stations, Inc., 297 F. Supp. 2d 921, 945 (S.D. Tex. 2004) (claims for unfair competition, misappropriation, breach of implied contract and quantum meruit, for defendant’s failure to pay for ideas for television show, was preempted; plaintiff failed to allege existence of confidential relationship or facts giving rise to fiduciary duty); Panizza v. Mattel, Inc., 68 U.S.P.Q. 2d 1469 (S.D. N.Y. 2003) (preempting claim for breach of quasi-contract based upon unjust enrichment theory, for use of ideas to create television show).


146	The court was careful to note that the mere presence of a promise was not always the necessary “extra element.” It properly contrasted this case with a situation where the defendant merely promises not to infringe one of the rights protected under § 106 (eg, a promise not to copy without permission) or merely promises to pay royalties for use of those rights.  Id. at 457-58.


147	The court also looked to the remedies available to support its “extra element” analysis.  After identifying the specific remedies found in 17 U.S.C. §§ 502-505, the court noted that these remedies “do not include damages for the reasonable value of the defendants’ use of the work.”  256 F.3d at 457.


148	See also Grosso v. Miramax Film Corp., 383 F.3d 965, 967-68 (9th Cir. 2004) (finding that action for breach of implied-in-fact contract, seeking compensation for idea allegedly embodied in defendant’s movie screenplay, was not preempted; implied promise to pay for idea, submitted in confidence by plaintiff and voluntarily accepted by defendant, with mutual expectation that payment would be made therefor, constituted qualitatively different “extra element”).


149	Preemption arguments were properly rejected in Huckshold v. HSSL, L.L.C., 344 F. Supp.2d 1203, 1207-08 (E.D. Mo. 2004).  The plaintiff, the owner of the copyright in computer software, alleged that the defendant, its licensee, had breached a contractual promise by allowing a non-party to their agreement to copy and download the software.  The court recognized that an action which only asserted that the defendant had engaged in unauthorized copying would have been preempted, regardless of any contractual undertaking by the defendant not to engage in that behavior.  By contrast, here, the necessity of proving that the defendant had permitted a third party to copy the software, as well as proving the existence of this provision in the contract itself, constituted a qualitatively different “extra element.”


150	National Car Rental Sys. v. Computer Assocs. Int’l, 991 F.2d 426 (8th Cir.), cert. denied, 510 U.S. 861 (1993).


151	The exclusive right to distribute copies of a work is conferred by § 106(3).  The court of appeals understood the complaint merely to challenge National’s unauthorized use of the copyrighted program to process of data of third parties, but without any copy of the program having been given to those third parties.


152	“CA is alleging that the contract created a right not existing under the copyright law, a right based upon National’s promise, and that it is suing to protect that contractual right.  The contractual restriction on use of the programs constitutes an extra element that makes this cause of action qualitatively different from one for copyright.”  991 F.2d at 433.


153	846 F.2d 923 (4th Cir. 1988).


154	Instead, as inducements, the contract provided that the defendant would receive a credit of $750 towards the purchase of materials in connection with the construction of the house, and that the defendant would receive a refund of $100 if he returned the drawings.


155	Id. at 925.


156	The court concluded that the contract contained defendant’s implied promise that, if it did use Acorn’s design to build a house, he would either purchase the materials from Acorn or would purchase the plans themselves.  Id. at 926.


157	657 F. Supp. 70 (W.D. Va. 1987).


The district court had held that the plaintiff’s action for conversion, based on the unauthorized use of its plans, was also preempted.  As discussed below [cases dealing with conversion of a copy], this ruling is suspect, since copyright in fact does not protect against unauthorized exercise of dominion over property, including copies of a work, as opposed to the misuse of the underlying work.  But, the court of appeals affirmed this portion of the judgment, “because at best conversion is only an alternative ground of action to that of breach of contract....”  846 F.2d at 926.


158	Id.


159	As enacted in 1976, the Act defined “pictorial, graphic, and sculptural works” to include “technical drawings.”  15 U.S.C. § 101.  In 1988, this portion of the statute was amended to read “technical drawings, including architectural plans.”  Pub. L. No. 100-568, § 4(a)(1)(A), 102 Stat. 2853, 2854 (1988).  However, even before 1988  – i.e., at the time of the events in Acorn – courts had concluded that “technical drawings” included architectural plans.  See Wickham v. Knoxville Int’l Energy Exposition, Inc., 555 F. Supp. 154, 155 (E.D. Tenn. 1983) (“Architectural plans are subject to copyright protection.”), aff’d, 739 F.2d 1094 (6th Cir. 1984); Schuchart & Assocs., P.E., Inc. v. Solo Serve Corp., 220 U.S.P.Q. 170, 177 (W.D. Tex. 1983) (“the legislative history of the Copyright Act leaves no doubt that Congress intended copyright protection to extend to architectural drawings and plans”); Aitken, Hazen, Hoffman, Miller, P.C. v. Empire Constr. Co., 542 F. Supp. 252 (D. Neb. 1982) (finding infringement from unauthorized copying of plaintiff’s architectural drawings and use thereof to construct building); Robert H. Jacobs, Inc. v. Westoaks Realtors, Inc., 159 Cal. App. 3d 637, 643 (Ct. App. 1984) (architect’s plans and drawings are protected by copyright).


160	15 U.S.C. § 106(1).


161	Pub. L. No. 101-650, Title VII, § 703, 104 Stat. 5133.  The Act added “architectural works” in § 102(a)(8) as one of the categories of “works of authorship.”


162	See infra Part II.B.2.


163	If the defendant’s contractual undertaking was merely a promise not to violate any of the exclusive rights afforded by the Copyright Act to the plaintiff, it is arguable that the contract itself was void for lack of consideration.


164	An example of a case which clearly gets this rule wrong is Taquino v. Teledyne Monarch Rubber, 893 F.2d 1488, 1501 (5th Cir. 1990) (aff’g on basis of dist. ct’s opinion).  The plaintiff’s claim was for the unauthorized use by the defendant – its former distributor and now its competitor – of plaintiff’s drawings in defendant’s sales materials, in breach of a contract which prohibited that conduct.  The court of appeals found no preemption because of the “extra element” of the defendant’s contractual promises. But, since the defendant’s conduct violated the plaintiff’s exclusive rights under § 106 to reproduce its drawings and then to distribute them in copies, in fact the state law claim was nothing more than one for violation of those statutorily conferred rights.


165	266 F.3d 1305 (11th Cir. 2001).


166	Id. at 1309.


167	Id. at 1311.  See generally infra ns. xxx and accompanying text [Part II.B.1]


168	“[C]laims involving two-party contracts are not preempted because contracts do not create exclusive rights, but rather affect only their parties.”  Id. at 1318.  The court relied on ProCD, Inc. v. Zeidenberg, 86 F.3d 1447 (7th Cir. 1996), for this distinction; see infra n. xxx {note in ProCD} and accompanying text


169	Id. at 1318-19.


Applying the same test, the court had previously concluded, see id. at 1310-12, that the plaintiff’s unfair competition claim was preempted.  See supra n. xxx.


170	As the court recognized, see n. [two earlier], this portion of the analysis should not change merely because the material which defendant copied and distributed was outside the scope of copyright.


171	Equally problematic is the district court’s holding in Lowry’s Reports, Inc. v. Legg Mason, Inc., 271 F. Supp. 2d 737 (D. Md. 2003).  An employee of the defendant, a brokerage firm, had a single subscription to a copyrighted stock market newsletter published by the plaintiff.  The employee had signed an agreement promising “not to disseminate or furnish to others, including associates, branch offices, or affiliates, the information contained in any reports issued by [plaintiff], without consent.”  In breach of that undertaking, on a daily basis, the defendant distributed the information in the newsletter to all of its offices telephonically, via fax and by intra-firm intercom, intranet and email.  In an earlier decision in this case by another district court judge, 186 F. Supp. 2d 592 (D. Md. 2002), the court had held that the plaintiff’s state law unfair competition and breach of contract claims were not preempted, although a claim for fraud was preempted.


At this later stage, without referring to that earlier decision, the district court correctly held, applying the “extra element” test, that the plaintiff’s claim for “unfair competition” was preempted by § 301.  Even though the information disseminated by the defendant was not itself copyrightable, it still fell within the “subject matter of copyright” because it was part of a copyrightable (and copyrighted) work.  See infra Part II.B.1.  The behavior giving rise to the plaintiff’s claim was the unauthorized copying, distribution and performance of the newsletter or parts thereof.  Although the plaintiff sought to characterize the defendant’s behavior as “free-riding,” the court properly concluded that this was nothing more than a “pejorative description of copying,” id. at 755 (quoting Ginsburg, Copyright, Common Law, and Sui Generis Protection of Databases in the United States and Abroad, 66 U.Cin. L. Rev. 151, 162 (1997)).  The court also rejected the plaintiff’s attempt to bring itself within a “hot news” exception to preemption, finding that the proffered elements for that doctrine “do not describe any behavior at all [but] merely define pre-existing conditions.”  Id.


However, with minimal analysis, the court also concluded that the breach of contract action was not preempted.  Relying on that earlier decision, the court asserted that “[t]he unique terms of the parties’ express subscription agreement, if proved, ‘establish[] a private law governing fair use of the copyrighted works inter partes, which makes the claim qualitatively different from a simple copyright case, in which there is no “private law” defining what is and what is not fair use.’” 271 F. Supp. 2d at 756-57 (quoting from 186 F. Supp. 2d 592, 594-95).  But, the plaintiff’s action for breach contract did not provide a meaningful, or qualitatively different, “extra element.”  Not only can “private law” not overrule the restrictions of § 301.  More important, applying the statutory test, it is clear that the defendant’s employee’s promise was, once again, nothing more than an undertaking not to engage in conduct which violated the plaintiff’s exclusive rights under § 106.


Yet another decision reaching similar, problematic results – and again after minimal analysis – is Davidson & Assocs., Inc. v. Internet Gateway, 334 F. Supp. 2d 1164 (E.D. Mo. 2004).  There, a court held that a software owner’s breach of contract action against other software designers, for unauthorized reverse engineering, based on the defendants’ alleged violation of End User License Agreements (EULA) and Terms of Use (TOU) agreements, was not preempted.  Applying the “extra element” test, the court concluded that “[a]bsent the parties’ agreement, this restriction would not exist.” id. at 1175; then, using circular reasoning, it stated that “[t]he contractual restriction on use constitutes an extra element....”  Id.   However, it is hardly obvious why the plaintiff’s claims were not simply for violations of its rights of reproduction, distribution and creation of derivative works – rights which are conferred on the copyright owner by § 106.  Thus, an agreement not to engage in behavior otherwise protectable by, and actionable under, the Copyright Act would not have required proof of any “extra element.”


172	86 F.3d 1447 (7th Cir. 1996).


173	The plaintiff also asserted claims for copyright infringement, misappropriation, unfair competition and violation of Wisconsin’s Computer Crimes Act.  See ProCD, Inc. v. Zeidenberg, 908 F. Supp. 640, 644 (W.D. Wis. 1996).  The court of appeals found it unnecessary to consider these other claims.  86 F.3d at 1449.


174	Although the court assumed that the database itself was insufficiently original to be copyrightable, it nonetheless held, see id. at 1453, that for purposes of § 301, both the software and the data were within the “subject matter of copyright.”  See infra ns. xxx and accompanying text.


175	See supra n. xxx {in Lipscher, cross-reference}


176	Id. at 1455.


177	The characterization of a contract of adhesion, such as a shrink-wrap license, as “voluntary” unreasonably expands the meaning of that word.  As discussed more fully below, see infra ns. xxx and accompanying text, it would make far more sense to permit state law claims, which are not made subject to federal preemption, only for those contracts which are the product of arms-length bargaining and where the promise not to engage in prohibited uses was genuinely “voluntary.”


178	The court, however, did not suggest that all contract actions were excluded from the reach of § 301.  “[W]e think it prudent to refrain from adopting a rule that anything with the label ‘contract’ is necessarily outside the preemption clause.”  Id.


179	Id.


180	Id.


181	In an earlier part of the opinion, the court had held that the contract – the shrinkwrap license – was enforceable under Wisconsin’s Uniform Commercial Code, even though the licenses were inside the box rather than printed on the outside.  See id. at 1450-53.  But, promises contained in such contracts of adhesion offer far weaker support for finding a “promise” as an extra element than promises made with full knowledge and often as a result of vigorous bargaining.


182	This was the basis for the district court’s conclusion that there was no extra element – or at least none that is “qualitatively different from the underlying copyright claim.”  908 F. Supp. at 658.  As that court correctly observed, “in reality, [the plaintiff’s] breach of contract claim is nothing more than an effort to prevent defendants from copying and distributing its data, exactly what it sought to bar defendants from doing under copyright law.”  Id. at 657.


183	See also HotSamba, Inc. v. Caterpillar, Inc., 2004 WL 609797, at *5 (N.D. Ill. Mar. 25, 2004) (finding that action for breach of contract, under which defendant had agreed to refrain from disclosing confidential information, and which allowed defendant to create derivative works provided those works were not transferred to third parties, was not preempted, because rights claimed by plaintiff were both more expansive than and more restrictive than those afforded by copyright law; following ProCD).


184	320 F.3d 1317 (Fed. Cir.), cert. denied, 539 U.S. 928 (2003).


185	See, e.g., Bateman v. Mnemonics, Inc., 79 F.3d 1532 (11th Cir. 1996); Sega Enters. Ltd v. Accolade, Inc., 977 F.2d 1510 (9th Cir. 1992); Atari Games Corp. v. Nintendo of Am., Inc., 975 F.2d 832 (Fed. Cir. 1992).


186	The court observed that “[t]he shrink-wrap agreements in this case are far broader than the protection afforded by copyright law.”  320 F.3d at 1326.  At one level this is surely true; as just noted, the agreements sought to prohibit conduct that the statute allows.  But this observation merely begs the question of whether the preemption provision in the Copyright Act forecloses the state from in fact affording that greater level of “protection” under its contract law.  The legislative history of § 301, indicating that one of its goals was the achievement of national uniformity, dictates that the answer to this question must be a resounding “yes.”


187	This case raises the question whether the defendant could have, by contract, waived its fair use defense, so that while reverse engineering would normally be permissible (and even desirable, as a vehicle for creating additional works), the defendant would have been forbidden to engage in conduct otherwise allowable to the rest of the world.  See Radin article on waivability of certain IP rights/defenses.


188	Ironically, the court seemed to recognize this equivalence, by upholding the district court’s decision to drop copyright damages from the combined damage award.  That decision was correct, it said, because “the breach of contract damages arose from the same copying and include the same lost sales that form the basis for the copyright damages.”  Id. at 1328.


189	Vault Corp. v. Quaid Software Ltd., 847 F.2d 255 (5th Cir. 1988).


190	This action was brought under the Louisiana Software License Enforcement Act, La. Rev. Stat. § 51:1961 et seq. (West 1987).  The plaintiff had also asserted a misappropriation claim based on the Louisiana Uniform Trade Secrets Act, La. Rev. Stat. § 51:1431 et seq. (West 1987).  The district court had rejected that claim, and plaintiff abandoned it on appeal.


191	Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225 (1964) (paren needed); Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234 (1964) (paren needed).


192	The district court, Vault, 655 F. Supp. 750, 762-63 (E.D. La. 1987), had relied on both Sears-Compco and § 301 to find that plaintiff’s state law claim was preempted.


193	“(1) [W]hile the [Louisiana] License Act authorizes a total prohibition on copying, the Copyright Act allows archival copies and copies made as an essential step in the utilization of a computer program, 17 U.S.C. § 117; (2) while the License Act authorizes a perpetual bar against copying, the Copyright Act grants protection against unauthorized copying only for the life of the author plus fifty years, 17 U.S.C. § 302(a); and (3) while the License Act places no restrictions on programs which may be protected, under the Copyright Act, only ‘original works of authorship’ can be protected, 17 U.S.C. § 102.”  847 F.2d at 269.


194	This prong is discussed in Part II.B. of this Article.


195	Allowing state protection for trade secret protection is also consistent with the legislative intent.  See H.R. Rep. No. 94-1476, at 132, reprinted in 1976 U.S.C.C.A.N. 5659, 5748 (“The evolving common law right[] of ... trade secrets ... would remain unaffected as long as the causes of action contain elements, such as ... a breach of trust or confidentiality, that are different in kind from copyright infringement.”).


196	See, e.g., Unif. Trade Secrets Act, 14 U.L.A. 437 (1990).


197	Since the information or secrets taken are usually in the form of data or facts, an alternate basis for asserting that a state law claim would not be preempted is that the “work” taken does not fall within the “subject matter of copyright.” See, e.g., Dun & Bradstreet Software Servs., Inc. v. Grace Consulting, Inc., 307 F.3d 197, 218-19 (3d Cir. 2002) (finding that claim for misappropriation of customer lists was saved from preemption by § 301(b)(1), because they were “not subject to copyright”), cert. denied, 538 U.S. 1032 (2003).  However, a number of courts have held that even such unprotectable matter falls within that prong of § 301.  See infra ns. xxx and accompanying text.


198 	307 F.3d 197, 216-19 (3d Cir. 2002), cert. denied, 538 U.S. 1032 (2003).


199	Id. at 218 (emphasis added).


Other courts of appeals have reached similar conclusions.  See Bateman v. Mnemonics, Inc., 79 F.3d 1532, 1549-50 (11th Cir. 1996) (“As a general matter, state trade secret statutes have been deemed not to be preempted because the plaintiff must prove the existence and breach of a confidential relationship in order to prevail.”) (dictum, because court found inadequate evidence of confidential relationship); Data Gen’l Corp. v. Grumman Sys. Support Corp., 36 F.3d 1147, 1165 (1st Cir. 1994) (“participation in the breach of a duty of confidentiality – an element that forms no part of a copyright infringement claim – represents unfair competitive conduct qualitatively different from mere unauthorized copying”); Avtec Sys., Inc. v. Peiffer, 21 F.3d 568, 574 (4th Cir. 1994) (no preemption; citing Trandes, infra); Gates Rubber Co. v. Bando Chem. Indus., Ltd., 9 F.3d 823, 847-48 (10th Cir. 1993) (no preemption, since trade secret claim requires proof of breach of duty of trust or confidence, which is not required for copyright claim); Trandes Corp. v. Guy F. Atkinson Co., 996 F.2d 655, 660 (4th Cir.) (“breach of a duty of trust or confidentiality comprises the core of actions for trade secret misappropriation, and ‘supplies the “extra element” that qualitatively distinguishes such trade secret causes of action from claims for copyright infringement that are based solely upon copying’”) (quoting Computer Assocs. Int’l, Inc. v. Altai, Inc., 982 F.2d 693, 717 (2d Cir. 1992)), cert. denied, 510 U.S. 965 (1993); S.O.S., Inc. v. Payday, Inc., 886 F.2d 1081, 1090 n.13 (9th Cir. 1989).


See also Huckshold v. HSSL, L.L.C., 344 F. Supp.2d 1203, 1209-10 (E.D. Mo. 2004) (no preemption; claim for misappropriation of trade secret required extra element of breach of duty of trust or confidentiality); Association of Am. Med. Colleges v. Princeton Review, Inc., 332 F. Supp.2d 11, 22-24 (D. D.C. 2004) (same); Higher Gear Group, Inc. v. Rockenbach Chevrolet Sales, Inc., 223 F. Supp.2d 953, 957-58 (N.D. Ill. 2002) (requirement that plaintiff prove breach of confidential relationship is additional element changing nature of action from copyright infringement); CoStar Group Inc. v. LoopNet, Inc., 164 F. Supp.2d 688, 713 (D. Md. 2001) (“trade secret misappropriation requires proof of breach of confidence, which is an additional element of proof beyond those necessary to recover for copyright infringement”); Firoozye v. EarthLink Network, 153 F. Supp.2d 1115, 1130-31 (N.D. Cal 2001) (no preemption, because trade secret claim requires proof that information was not generally known to public and that reasonable efforts were taken to maintain its secrecy); Tingley Sys., Inc. v. CSC Consulting, Inc., 152 F. Supp.2d 95, 104-08 (D. Mass. 2001) (finding no preemption; following Data Gen’l, supra); Micro Data Base Sys., Inc. v. Nellcor Puritan-Bennett, Inc., 20 F. Supp.2d 1258, 1262 (N.D. Ind. 1998) (no preemption; breach of trust is extra element).  Cf. Fischer v. Viacom Int’l, Inc., 115 F. Supp.2d 535, 542-44 (D. Md. 2000) (dismissing claim for breach of confidential arrangement, based on defendant’s use of plaintiff’s idea for television program; noting that “Copyright Act does not preempt such claims because they involve the extra element of a confidential promise or duty of trust between the parties,” but that plaintiff inadequately pleaded existence of confidential relationship).


200	See, e.g., Keane v. Fox Television Stations, Inc., 297 F. Supp.2d 921, 944-46 (S.D. Tex. 2004) (rejecting trade secrets claim, because plaintiff could not establish that his idea was conveyed in confidence or that express or implied contractual relationship existed between him and defendants) (alternative holding); Avco Corp. v. Precision Air Parts, Inc., 210 U.S.P.Q. 894, 898 (M.D. Ala. 1980) (preempting plaintiff’s claim, because it did “not require the elements of an invasion of privacy, a trespass, a breach of trust or a breach of confidentiality”), aff’d on other grounds, 676 F.2d 494 (11th Cir.), cert. denied, 459 U.S. 1037 (1982).  See also Evolution, Inc. v. SunTrust Bank, 342 F. Supp.2d 943, 963 (D. Kan. 2004) (dismissing trade secrets claim not only because plaintiff offered no evidence that defendants used improper means to obtain access to the computer program, but also because their claim was “not distinguishable in any qualitative way from plaintiff’s copyright infringement claim”); Idema v. Dreamworks, Inc., 162 F. Supp.2d 1129, 1194-95 (C.D. Cal. 2001) (concluding that trade secret claim was preempted not only because plaintiff did not make requisite “disclosure,” but also because alleged “trade secrets” were plaintiff’s idea and expressions which were “stolen” and “converted” by unauthorized and uncompensated use in defendant’s motion picture).


201	17 U.S.C. § 102(b).


202	Wendt v. Host Int’l, Inc., 50 F.3d 18, 1995 WL 115571 (9th Cir. 1995)(unpub.), appeal after remand, 125 F.3d 806 (9th Cir. 1997), rehearing en banc denied, 197 F.3d 1284 (9th Cir. 1999), cert. denied, 531 U.S. 811 (2000).


203	See generally Vincent de Grandpre, Understanding the Market for Celebrity: An Economic Analysis of the Right of Publicity, 12 Fordham Intell. Prop. Media & Ent. L.J. 73 (2001); Melissa Jacoby & Diane Zimmerman, Foreclosing on Fame: Exploring the Uncharted Boundaries of the Right of Publicity, 77 N.Y.U. L. Rev. 1322 (2002); Jennifer Rothman, Copyright Preemption and the Right of Publicity, 36 U.C. Davis 199 (2002); Michael Albano, Note, Nothing to “Cheer” About: A Call for Reform of the Right of Publicity in Audiovisual Characters, 90 Geo. L.J. 253 (2001); Jennifer Choi, Comment, No Room for Cheers: Schizophrenic Application in the Realm of Right of Publicity Protection, 9 Vill. Sports & Ent. L.J. 121 (2002); Dawn Dawson, Note, The Final Frontier: Right of Publicity in Fictional Characters, 2001 U. Ill. L. Rev. 635 (2001); Ashley Hayes, Note, The Right of Publicity and Protection of Personas: Preemption Not Required, 51 Syracuse L. Rev. 1049 (2001).


204	“As best the record discloses, these are lifesize stuffed dolls that move somewhat and play pre-recorded quips.”  197 F.3d at 1284 n.4 (9th Cir. 1999) (Kozinski, J., joined by Kleinfeld and Tashima, JJ., dissenting from order rejecting suggestion for rehearing en banc).


205	Wendt, 1995 WL 115571, at *1.  Initially, in a decision which the court had indicated as not appropriate for publication, it had made the bald, and erroneous, assertion that “[a]t the outset, we wish to make it clear that this is not a preemption case.”  Id.  Presumably, the court meant that it had concluded that under appropriate analysis, the right of publicity claim was not preempted.


Upon remand, the district court had granted summary judgment on other grounds.  On review of that decision, the court of appeals again reversed, this time in a published decision.  In that decision, which involved a different panel, review of the preemption issue was confined to whether its earlier conclusion was affected by an intervening state court case, Fleet v. CBS, 50 Cal. App. 4th 1911 (1996).  The court of appeals concluded that this decision did not affect its “no preemption” conclusion, since “[a]ppellants here are not seeking to prevent Paramount from exhibiting its copyrighted work in the Cheers series.”  Wendt, 125 F.3d at 810.


206	Since the plaintiffs were the only actors who portrayed these characters, it would have been surprising had the animatronic depiction of the characters not borne some resemblance to the plaintiffs.  In fact, after remand from the first court of appeals decision, see {previous footnote}, the district court had made an in-court inspection of the robots and found that there was not “any similarity at all” to the plaintiffs themselves.  Id. at 809.  The court of appeals reversed, finding that there were disputed issues of material fact on this question, requiring evaluation at trial.


207	Several of the defects in the court’s reasoning are well analyzed by Judge Kozinski’s opinion, dissenting from the court’s decision denying the petition for rehearing en banc.  Wendt, 197 F.3d 1284.  As he noted, “[t]he parties are fighting over the same bundle of intellectual property rights – the right to make dramatic representations of the characters Norm and Cliff.”  Id. at 1286 (emphasis added).  While the source of their claims – the plaintiffs relied on state law, the defendants’ rights arose under the federal Copyright Act – obviously differed, the nature of those rights – the distribution and display of likenesses of the Cheers characters portrayed by the plaintiffs – was the same.


208	Cf. Leto v. RCA Corp., 341 F. Supp.2d 1001, 1005-07 (N.D. Ill. 2004) (remanding right of publicity claim, which had been removed from state court, because Copyright Act did not result in “complete preemption” of state claim; because plaintiffs’ personas were not “fixed,” claim for their unauthorized use did not fall within “subject matter of copyright”).


209	Cf. Leto v. RCA Corp., 341 F. Supp.2d 1001, 1005 (N.D. Ill. 2004) (remanding misappropriation claim, which had been removed from state court, because Copyright Act did not result in “complete preemption” of state claim).


210	See supra text accompanying n. xxx.


211	17 U.S.C. § 102(a).


212	In fact, as noted by the Supreme Court in  Feist Publications, Inc. v. Rural Telephone Serv. Co., 499 U.S. 340 (1991), both originality and creativity are constitutionally mandated.  The Court explained that “originality requires independent creation plus a modicum of creativity.”  Id. at 346.  After noting that “originality is a constitutionally mandated prerequisite for copyright protection,” id. at 351, the Court then indicated that “[t]he standard of originality is low, but it does exist....  As this Court has explained, the Constitution mandates some minimal degree of creativity.”  Id. at 362.


213	17 U.S.C. § 102(b).


214	See supra n.xxx [two previous].


215	“To qualify for copyright protection, a work must be original to the author....  Original ... means only that the work was independently created by the author.... [F]acts do not owe their origin to an act of authorship.  The distinction is one between creation and discovery.”  Feist Publications, Inc. v. Rural Telephone Serv. Co., 499 U.S. 340, 345-47 (1991).  See also Community for Creative Non-Violence v. Reid, 490 U.S. 730, 737 (1989) (“As a general rule, the author is the party who actually creates the work, that is, the person who translates an idea into a fixed, tangible expression entitled to copyright protection.”).


216	Feist, id.


217	“As long as a work fits within one of the general subject matter categories of sections 102 and 103, the bill prevents the States from protecting it even if it fails to achieve Federal statutory copyright because it is too minimal or lacking in originality to qualify....”  H.R. Rep. No. 94-1476, at 131, reprinted in 1976 U.S.C.C.A.N. 5659, 5747.


218	See supra ns. xxx and accompanying text.


219	See, e.g., Wrench LLC v. Taco Bell, 256 F.3d 446, 455 (6th Cir. 2001) (“the scope of the Copyright Act’s subject matter is broader than the scope of the Act’s protections”).


220	264 F.3d 622 (6th Cir. 2001).


221	The plaintiff asserted claims for conversion, unjust enrichment and quantum meruit.


222	17 U.S.C. § 102(b).  A common version of this principle is that copyright does not protect “ideas,” but only protects the “expression of the idea.”


223	Of course, § 301 only deals with preemption of state law.  “Nothing in this title annuls or limits any rights or remedies under any other Federal statute.”  17 U.S.C. § 301(d).


224	United States ex rel. Berge v. Board of Trustees of Univ. of Ala., 104 F.3d 1453 (4th Cir. 1997).


225	The statute was a general conversion statute, creating an action in tort for the owner of any personalty who suffered deprivation of or interference with the possession of that property.  Ala. Code § 6-5-260.


226	104 F.3d at 1463.


227	Without further analysis of this question, the court of appeals merely asserted that “the shadow actually cast by the Act’s preemption is notably broader than the wing of its protection.”  Id.


228	ProCD, Inc. v. Zeidenberg, 86 F.3d 1447 (7th Cir. 1996).


229	“One function of § 301(a) is to prevent states from giving special protection to works of authorship that Congress has decided should be in the public domain, which it can accomplish only if ‘subject matter or copyright’ includes all works of a type covered by sections 102 and 103, even if federal law does not afford protection to them.”  Id. at 1453 (emphasis in original).


230	See Lipscher v. LRP Publs., Inc., 266 F.3d 1305, 1311 (11th Cir. 2001) (even non-copyrightable factual information was within subject matter of copyright); Wrench LLC v. Taco Bell, 256 F.3d 446, 454-55 (6th Cir. 2001) (holding that ideas and concepts are within “subject matter of copyright,” because “the scope of the Copyright Act’s subject matter is broader than the scope of the Act’s protections”); National Basketball Ass’n v. Motorola, Inc., 105 F.3d 841, 848-49 (2d Cir. 1997) (holding that “where the challenged copying or misappropriation relates in part to the copyrighted broadcasts of the [uncopyrightable] games, the subject matter requirement is met as to both the broadcasts and the games”); ProCD, 86 F.3d at1453 (“‘subject matter of copyright’ includes all works of a type covered by sections 102 and 103, even if federal law does not afford protection to them”) (emphasis in original); Keane v. Fox Television Stations, Inc., 297 F. Supp.2d 921, 944-45 (S.D. Tex. 2004) (preempting state protection for ideas for television show, even if they were too amorphous or were lacking in originality necessary to qualify for copyright protection); Entous v. Viacom Int’l, Inc., 151 F. Supp.2d 1150, 1159 (C.D. Cal. 2001) (“While ‘ideas’ do not enjoy copyright protection, courts have consistently held that they fall within the ‘subject matter of copyright’ for the purposes of preemption analysis.”); Fischer v. Viacom Int’l, Inc., 115 F. Supp.2d 535, 540-41 (D. Md. 2000) (“subject matter of copyright ... may, in fact, extend to include uncopyrightable material, such as ideas,... particularly when those ideas are embodied in, or intermingled with, copyrightable material”); Endemol Entertainment B.V. v. Twentieth Television, Inc., 48 U.S.P.Q.2d 1524, 1526-27 (C.D. Cal. 1998) (ideas for television program were within scope of copyright, even if not entitled to copyright protection).


231	See, e.g., DirecTV, Inc. v. Hoverson, 319 F. Supp. 2d 735, 740 (N.D. Tex. 2004) (claim by satellite broadcaster under state statute for interception of communications was not preempted, since “communications” are not within subject matter of copyright; “[t]he mere fact that plaintiff may be communicating content that is copyrightable, and the author of that content may have intellectual property rights under copyright law, is not sufficient” for preemption);   Southwest Airlines Co. v. FareChase, Inc., 318 F. Supp. 2d 435, 440-41 (N.D. Tex. 2004) (claim for misappropriation of uncopyrightable information, including airline’s schedules and fares, is not preempted); Lattie v. Murdach, 42 U.S.P.Q.2d 1240, 1243 (N.D. Cal. 1997) (“ideas do not come under the subject matter of copyright, and claims based upon them are not preempted;” noting, however, that “fact that [plaintiff’s] materials are a compilation that contain no original arrangement, selection or coordination does not necessarily prevent them from falling under [subject matter of] copyright”); Mayer v. Josiah Wedgwood & Sons, Ltd., 601 F. Supp. 1523, 1532 n.16 (S.D. N.Y. 1985) (“state laws that protect ideas, as distinct from their expression, are without the subject matter of copyright”).


The Southwest Airlines decision relied for its conclusion on a passage from Feist Pubs., Inc. v. Rural Tel. Serv. Co., 499 U.S. 340 (1990): “Protection for the fruits of such research ... may in certain circumstances be available under a theory of unfair competition.”  Id. at 354 (quoting M. Nimmer, Copyright, § 3.04, p. 3-23 (1990 ed.)).  But, needless to say, this statement – in an opinion which does not deal at all with the issue of preemption – hardly indicates what those “certain circumstances” may be, and thus it cannot support the assertion that information is outside the “subject matter of copyright” as that term is used in § 301(a).


232	Dunlap v. G&L Holding Group Inc., 381 F.3d 1285 (11th Cir. 2004).


233	“[B]ecause ideas are substantively excluded from the protection of the Copyright Act, they do not fall with the subject matter of copyright.... [I]n order for a state-law claim to be preempted, it is necessary that the claim involve a work that is substantively eligible for copyright protection.”  Id. at 1295-96.


The Eleventh Circuit recognized, see id. at 1295 n.18, that at least two other courts of appeals – the Sixth Circuit in Wrench, see supra n. xxx, and the Fourth Circuit in Berge, see supra ns. xxx and accompanying text – have reached the contrary conclusion, by holding that ideas are within the “subject matter of copyright.”  Although the Eleventh Circuit distinguished Murray Hill, it offered no explanation of why Wrench and Berge were wrongly decided, other than to assert that Berge’s conclusion was reached “with no analysis and no legal support.”  Id.  Nor did the court even acknowledge the contrary conclusions by the Second Circuit in the NBA case, see supra n. xxx, or by the Seventh Circuit in ProCD, see supra id., that material which was denied protection by § 102(b) might nonetheless fall within the subject matter of copyright.  Perhaps most remarkable, the Eleventh Circuit did not even cite, much less distinguish, its own precedent in Lipscher, see supra id., where three years earlier it had held that “even if [plaintiff’s] publications are not copyrightable [because they consist of factual information], they are nevertheless within the subject matter of copyright.”  Lipscher, 266 F.3d at 1311.


234	See supra ns.xxx and accompanying text.


235	Id. at 1297.  The court seemed to find it additionally significant that because of the “simplicity” of the plaintiff’s idea, there were only a limited number of forms of expression in which that idea could be embodied, and thus under the merger doctrine, even the expression could not be protected.  Id. at 1295.  Not only is it not obvious that there might not have been numerous ways to describe and explicate the idea; this observation seems irrelevant, since the plaintiff was not seeking protection for his expression, but only for his idea.


236	See supra n.xxx {208} and accompanying text.


237	See United States v. Moghadam, 175 F.3d 1269, 1274 (11th Cir. 1999) (“[W]e decline to decide ... whether the fixation concept of Copyright Clause can be expanded so as to encompass live performances that are merely capable of being reduced to tangible form, but have not been.  For purposes of this case, we assume arguendo, without deciding, that the above described problems with the fixation requirement would preclude the use of the Copyright Clause as a source of Congressional power for the anti-bootlegging statute.”) (footnote omitted), cert. denied, 529 U.S. 1036 (2000).


238	See Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53 (1884) (concluding that photographs were protectable as “writings”).  See also Subcomm. on Patents, Trademarks & Copyrights of the Sen. Comm. on the Judiciary, 86th Cong., 1st Sess., Study No. 3, The Meaning of “Writings” in the Copyright Clause of the Constitution (1960), reprinted in Copyright Soc’y of U.S.A., Studies on Copyright, Vol. 1 (Arthur Fisher Mem. Ed.) (1963) (noting liberal interpretation given to “Writings” by Congress and courts).


239	See United States v. Martignon, 346 F. Supp. 2d 413, 423 (S.D. N.Y. 2004) (“While the category of ‘writings’ has expanded over time, it has never moved into the realm of unfixed works.  The Framers of the Constitution created a system whereby only fixed works were entitled to Copyright protection....”).  See also KISS Catalog Ltd. v. Passport Int’l Prods., Inc., 350 F. Supp. 2d 823, 831 (C.D. Cal. 2004) (“If ‘writings’ continues to exist as a constitutional limit, live performances cannot be within the scope of that term.”).  But see 3 Paul Goldstein, Copyright § 15.6.1, at 15:51 (2d ed. 2001 Supp.) (“There is little doubt that the performances subject to protection [by the federal anti-bootlegging statute, see infra n. xxx] are ‘writings’ in the constitutional sense for, beyond literalism, there is nothing in the mechanical act of fixation to distinguish writings from nonwritings.”).


240	See H.R. Rep. No. 94-1476, at 52, reprinted in 1976 U.S.C.C.A.N. 5659, 5??? (“As a basic condition of copyright protection, the bill perpetuates the existing requirement that a work be fixed....”).  See also Copyright Act of 1909, § 4, 17 U.S.C. § 4 (“The works for which copyright may be secured under this title shall include all the writings of an author.”).


241	See, e.g., Ala. Code § 13A-8-81 (1975); Ariz. Rev. Stat. § 13-3705 (1977); Fla. Stat. ch. 540.11 (1975); 720 Ill. Comp. Stat. 5/16-7 (1975); Kan. Stat. Ann. § 21-3748 (1976); La. Rev. Stat. Ann. § 14:223 (1990); N.J. Stat. Ann. § 2C:21-21 (1991); N.M. Stat. Ann. § 30-16B-2 (1978); N.C. Gen. Stat. § 14-433 (1973); Or. Rev. Stat. § 164.869 (1993); 18 Pa. Cons. Stat. § 4116 (1972); S.C. Code Ann. § 16-11-915 (1976); Tex. Bus. & Com. Code Ann. § 35.93 (1989); Wash. Rev. Code § 19.25.030 (1991); W. Va. Code § 61-3-50 (1976). And, a California statute specifically confers rights on the authors of works which have not been fixed.  See Cal. Civ. Code § 980(a)(1) (2004) (recognizing the exclusive ownership of the “author of any original work of authorship that is not fixed in any tangible medium of expression”).


242	See, e.g., Estate of Ernest Hemingway v. Random House, Inc., 23 N.Y. 2d 341, 346 (1968) (“‘the underlying rationale for common law copyright (i.e., the recognition that a property status should attach to the fruits of intellectual labor) is applicable regardless of whether such labor assumes tangible form’”) (quoting Nimmer, Copyright, § 11.1 p. 40).  See also Zacchini v. Scripps-Howard Broad. Co., 47 Ohio St. 2d 224, 228 (1976) (“These statutory requirements [in the Copyright Act of 1909, giving protection only to a “writing”] do not restrict the common law protection for unpublished works....  It has been suggested, for example, that non-tangible oral expression should be protected by the common law, even though these are outside the statute.”), rev’d on other grounds, 433 U.S. 562 (1977); King v. Mister Maestro, Inc., 224 F. Supp. 101 (S.D. N.Y. 1963) (finding that Martin Luther King’s “I Have A Dream” speech was not “published,” and was entitled to common law copyright protection); Columbia Broad. Sys., Inc. v. Documentaries Unlimited, Inc., 42 Misc. 2d 723 (N.Y. Sup. Ct. 1964) (finding that broadcaster did not lose common law copyright protection against unauthorized recording of his news announcement).


243	17 U.S.C. § 301(a) (emphasis added).


244	Id. § 102(a).


245	Any doubt that unfixed works are not preempted is made clear by § 301(b):


“Nothing in this title annuls or limits any rights or remedies under the common law or statutes of any State with respect to –


(1) subject matter that does not come within the subject matter of copyright as specified by sections 102 and 103, including works of authorship not fixed in any tangible medium of expression....” [17 U.S.C. § 301(b) (emphasis added)]


246	See supra ns. xxx and accompanying text.


247	“A work is ‘fixed’ in a tangible medium of expression when its embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.”  17 U.S.C. § 101.


248	The owner of a copyrightable work has the exclusive right to “reproduce the copyrighted work in copies or phonorecords....”  17 U.S.C. § 106(1).  Of course, here the work is not copyrightable.


249	Prof. Goldstein asserts – but without citing any authority, and also while recognizing that there are arguments to the contrary – that “an actor, singer or musician whose performance is being simultaneously fixed, but is not being transmitted, will have no rights under the [1976] Act against someone in the audience who copies his performance.”  Paul Goldstein, Copyright (2d ed.),  § 2.4, at 2:39.  In the absence of contrary authority, I would take the opposite position, as being consistent with the goals discussed in the text.


250	In fact, as part of the Uruguay Round Agreements Act, Pub. L. No. 103-465, 108 Stat. 4809 (1994), Congress enacted two “anti-bootlegging” provisions, creating quasi-copyright protection against the unauthorized fixation, transmission or distribution of a live musical performance.  This legislation provides both for civil remedies, see 17 U.S.C. § 1101, and enforcement through criminal prosecution, see 18 U.S.C. § 2319A.  However, unlike the core copyright statute, there are no duration limitations under these federal statutes.


Since these newly-created prohibitions are not contained in the Copyright Act, they do not form the basis under § 301 for the preemption of any state protection.  Indeed, the civil portion expressly provides that “[n]othing in this section may be construed to annul or limit any rights or remedies under the common law or statutes of any State.”  17 U.S.C. § 1101(d).  Therefore, parallel state protection – which may well be of both a different scope and a different duration than these federal rights – still remains available.  Because of this continued, and potentially inconsistent, state protection, and also because this statute does not extend protection to similar uses of unfixed works other than musical performances (for example, these provisions do not extend to the unauthorized recording of an extemporaneous dance, pantomime act or comedy sketch), the absence of incentives to fix the work, which step would be necessary to obtain federal protection, still exists; thus, the analysis in the text, criticizing the availability of state protection, remains valid.


Three reported decisions have considered challenges to the constitutionality of the federal anti-bootlegging statute.  Compare United States v. Moghadam, 175 F.3d 1269, 1280 (11th Cir. 1999), cert. denied, 529 U.S. 1036 (2000) (upholding constitutionality of § 2319A; declining to decide whether fixation is constitutionally required in order to obtain protection under the Copyright Clause, and holding “that the Copyright Clause does not envision that Congress is positively forbidden from extending copyright-like protection under other constitutional clauses, such as the Commerce Clause, to works of authorship that may not meet the fixation requirement inherent in the term ‘Writings.’”), with KISS Catalog Ltd. v. Passport Int’l Prods., Inc., 350 F. Supp. 2d 823, 829-37 (C.D. Cal. 2004) (holding that § 1101 was unconstitutional, because it failed to satisfy the fixed duration requirement of the Copyright Clause; because it is a “copyright-like” statute, it also could not be enacted pursuant to the Commerce Clause) and United States v. Martignon, 346 F. Supp. 2d 413 (S.D. N.Y. 2004) (holding that § 2319A was unconstitutional; it fails to satisfy both the writings and fixed duration requirements of the Copyright Clause, and because it is a “copyright-like” statute, it also could not be enacted pursuant to the Commerce Clause).  See generally Merschmann, Note, Anchoring Copyright Laws in the Copyright Clause: Halting the Commerce Clause End Run around Limits on Congress’ Copyright Power, 34 Conn. L. Rev. 661 (2002).


251	“[S]ection 301(b) explicitly preserves common law copyright protection for one important class of works: works that have not been ‘fixed in any tangible medium of expression’.... [Unfixed works] would continue to be subject to protection under State statute or common law until fixed in tangible form.”  H.R. Rep. No. 94-1476, at 131, reprinted in 1976 U.S.C.C.A.N. 5659, 5747.


252		Under the Supremacy Clause..., the enforcement of a state regulation may be preempted by federal law in several circumstances: first, when Congress, in enacting a federal statute, has expressed a clear intent to pre-empt state law ...; second, when it is clear, despite the absence of explicit preemptive language, that Congress has intended, by legislating comprehensively, to occupy an entire field of regulation and has thereby “left no room for the States to supplement” federal law ...; and finally, when compliance with both state and federal law is impossible ..., or when the state law “stands as an obstacle to the accomplishment and execution of the full purposes and objectives of Congress.”  Capital Cities Cable, Inc. v. Crisp, 467 U.S. 691, 698-99 (1984) (citations omitted).


See also Crosby v. National Foreign Trade Council, 530 U.S. 363, 372 (2000) (restating this test, and noting that “[w]e will find preemption where it is impossible for a private party to comply with both state and federal law”).


253	See Bowers v. Baystate Technologies, Inc., 320 F.3d 1317, 1335 (Fed. Cir.) (“The test for preemption by copyright law ... should be whether the state law ‘substantially impedes the public use of the otherwise unprotected’ material.”) (Dyk, J., concurring in part, dissenting in part), cert. denied, 539 U.S. 928 (2003).


247	“This Constitution, and the Laws of the United States which shall be made in Pursuance thereof ... shall be the supreme Law of the Land....”  U.S. Const., Art. VI, cl. 2.


248	Wendt v. Host Int’l, Inc., 50 F.3d 18, 1995 WL 115571 (9th Cir. 1995)(unpub.), appeal after remand, 125 F.3d 806 (9th Cir. 1997), rehearing en banc denied, 197 F.3d 1284 (9th Cir. 1999), cert. denied, 531 U.S. 811 (2000), discussed supra ns. xxx and accompanying text.


249	“Plaintiffs are using California law to stop Host from displaying a copyrighted work in Kansas City and Cleveland.  Why California should set the national standard for what is a permissible use of a licensed derivative work is beyond me.”  197 F.3d at 1288 (9th Cir. 1999) (Kozinski, J., joined by Kleinfeld and Tashima, JJ., dissenting from order rejecting suggestion for rehearing en banc).


250	As argued above, it should.  See supra ns. xxx and accompanying text.


251	Capital Cities Cable, Inc. v. Crisp, 467 U.S. 691 (1984).


252	In Teleprompter Corp. v. Columbia Broad. Sys., Inc., 415 U.S. 394 (1974) and Fortnightly Corp. v. United Artists Television, Inc., 392 U.S. 390 (1968), decided under the Copyright Act of 1909, the Court had held that such retransmission was not actionable, since the cable companies’ behavior was passive (akin to viewing the program), and did not constitute a “performance.”


253	See 17 U.S.C. § 101 (defining “perform”); id. § 106(4) (copyright owner of motion pictures and other audiovisual works has exclusive right to perform the work publicly).


254	Id. § 111.


255	Id. § 111(c)(3).


256	The source of this prohibition was the Oklahoma constitution and implementing statutes.  467 U.S. at 694.


257	The Court’s opinion made no mention of § 301(a) as a basis for preemption, relying solely on a “conflicts preemption” analysis.


258	In fact, at least three interests were adversely affected by state law – the interests of the copyright owners in being able to distribute (license) their works and obtain royalties therefor, of the cable companies in being able to perform (retransmit) those works, and of the public in being able to view the works.


259		Of course, it is possible for cable systems to comply with the Oklahoma ban by simply abandoning their importation of the distant broadcast signals covered by the Copyright Act.  But such a loss of viewing options would plainly thwart the policy identified by both Congress and the FCC of facilitating and encouraging the importation of distant broadcast signals.  Id. at 711.


260	Orson, Inc. v. Miramax Film Corp., 189 F.3d 377 (3d Cir. 1999) (en banc), cert. denied, 529 U.S. 1012 (2000).


261	Pa. Feature Motion Picture Fair Business Practices Law, 73 Pa. Stat. § 203-7.


262	“[T]he state may not mandate distribution and reproduction of a copyrighted work in the face of the exclusive rights to distribution granted under § 106.”  189 F.3d at 386.


263	Section 301(a) provides that “all legal and equitable rights that are equivalent to any of the exclusive rights within the general scope of copyright ... are governed exclusively by this title....”  17 U.S.C. § 301(a) (emphasis added).  Here, the “rights” involved were those of the copyright owners to control the distribution of their works – which federal law granted, and which state law limited – and arguably of the second-run movie distributors, to obtain distribution rights at an earlier stage than they would have had absent the state statute.  The Third Circuit stated that “[a]lthough both [statutory preemption and conflict preemption] may be applicable, because our analysis more closely parallels that used in cases applying conflict principles, we proceed on that ground.”  Id. at 383.


264	Cf. Online Policy Group v. Diebold, Inc., 337 F. Supp.2d 1195, 1205-06 (N.D. Calif. 2004) (dismissing action by website operators, for tortious interference with their contractual relations with their Internet service providers, based on defendant’s complaints to those ISPs, of plaintiffs’ allegedly infringing activities; allowing state law claim would act as obstacle to accomplishment of Congress’ goals in enacting Digital Millennium Copyright Act.


265	Rodrigue v. Rodrigue, 218 F.3d 432 (5th Cir. 2000), cert. denied, 532 U.S. 905 (2001).  See generally Ciolino, How Copyrights Became Community Property (Sort Of): Through the Rodrigue v. Rodrigue Looking Glass, 47 Loy. L. Rev. 631, 633 (2001) (characterizing opinion as “egregiously wrong”); Reid, Comment, Rodrigue v. Rodrigue: Another Copyright and Community Property Case Worth-y of Controversy, 75 Notre Dame L. Rev. 1183 (2000) (analyzing dist. ct. decision).


266	La. Civ. Code art. 2338.


267	Id. art. 2369.2.


268	17 U.S.C. § 201(a).


269	218 F.3d at 439-40.  The court correctly noted that § 301 operates only when the state law governs rights that are “equivalent to any of the exclusive rights within the general scope of copyright,” 17 U.S.C. § 301(a).  But, because the court concluded that the Copyright Act was silent on the right to receive economic benefits from ownership of the copyright, it held that a state law which gave half of those benefits to the author’s former spouse was not “equivalent to” any of the statutorily conferred rights.


In order to reach this conclusion, the Fifth Circuit was forced to give a tortured reading to the language of § 201(a).  The court stated that although § 201(a) “vests” the bundle of five rights which are specified in § 106 in the author, that former provision did not give him all of the attributes of “ownership,” 218 F.3d at 435-36.  It reached this conclusion, notwithstanding the fact that § 201 is captioned “Ownership of Copyright,” and that the second sentence of § 201(a) provides that “[t]he authors of a joint work are coowners of copyright in the work.” (emphasis added).  And, this conclusion is contrary to the Supreme Court’s statement that “[t]he Copyright Act of 1976 provides that copyright ownership ‘vests initially in the author or authors of the work.”  Community for Creative Non-Violence v. Reid, 490 U.S. 730, 737 (1989) (citing to 17 U.S.C. § 201(a)).


Even more bizarre, the court reached the remarkable conclusion that “none of these [five] rights [in § 106] either expressly or implicitly include the exclusive right to enjoy income or any of the other economic benefits produced by or derived from copyrights.”  Id. at 435.


It is foolish to suggest that the Copyright Act confers no right on the copyright owner to exploit his copyright commercially.  Thus, for example, does it make sense to say that the Copyright Act gives him the right to distribute copies of the work, but that the statute is genuinely silent on whether he has the right to obtain economic benefits therefrom?  What will he do, merely display the copyright certificate in a frame on the wall of his living room?  That conclusion is also inconsistent with the language of the Act.  For example, § 106 provides that the owner of copyright “has the exclusive rights to do and to authorize any of the following....” (emphasis added); the logical assumption is that the copyright owner will normally obtain some financial reward for giving that authorization.  And, § 201(d) allows the owner of copyright to transfer any of the rights specified in § 106, in whole or in part – and presumably for consideration.


The court also asserted that “[o]ur conclusion is buttressed by the explicit clarification in § 301(b)(3) ... that the preemptive effect does not extend beyond the subject matter of the Act.”  Id. at 440.  As discussed above, see supra ns. xxx and accompanying text, that provision, which is merely the mirror side of § 301(a), in fact adds nothing.


270	The outcome was similar to one previously reached by a California court, albeit on somewhat different grounds, in Worth v. Worth, 241 Cal. Rptr. 135 (1987).  See generally Polacheck, The “Un-Worth-y Decision: The Characterization of a Copyright as Community Property, 17 Hastings Comm. & Ent. L. J. 601 (1995); Roberts, Note, Worthy of Rejection: Copyright as Community Property, 100 Yale L. J. 1053 (1991).


271	“The author-spouse alone holds the elements of usus and abusus – a combination that comprises the exclusive rights to possess, use, transfer, alienate, and encumber the copyright as he sees fit – free of any management, consent, or participation of the non-author spouse.”  Id. at 437.


272	Id. at 435.


273	The court of appeals relied on the Supreme Court’s statement in Hisquierdo v. Hisquierdo, 439 U.S. 572 (1979) – that “[s]tate family and family-property law must do ‘major damage’ to ‘clear and substantial’ federal interests before the Supremacy Clause will demand that state law be overridden,” id. at 581 – for the proposition that preemption is less appropriate where the state has legislated with respect to marital rights and property.  But, in fact, in Hisquierdo, the Court held that benefits payable to an employee under the federal Railroad Retirement Act of 1974 were not subject to division under California’s community property law.   Indeed, Justice Blackmun’s opinion noted that “on at least four prior occasions this Court has found it necessary to forestall such injury to federal rights by state law based on community property concepts.”  Id. at 582.  Rodrigue made no attempt to distinguish Hisquierdo.


274	The grant of a transfer or license of copyright may be terminated by the author or, if he has died, by his heirs, during a five-year period, beginning at the end of 35 years from the date of the execution of the grant.  17 U.S.C. § 203.


275	The court recognized, but then gave short shrift to, two incentives which arguably might be diminished by application of Louisiana’s law – to create new works and to exploit existing works.  As to the latter possibility, the court concluded that even after a divorce, most authors would want to continue to maximize the economic value of their copyrights, even if those benefits had to be shared with a former spouse, “rather than cutting off their noses to spite their faces by letting copyrighted works languish.”  218 F.3d at 442.


As to the former possibility – the disincentive to creation – the court simply asserted that “we decline to assume globally that the commercial and economic interests of spouses during marriage are so at odds that one spouse would be disinclined to create copyrightable works merely because the economic benefits of his endeavors would inure to the benefit of their community rather than to his separate estate.”  Id. (emphasis in original).  Apart from the fact that this conclusion was the product of intuition rather than evidence, the court failed to account for the strong disincentive, flowing from the prospective application of its rule.  After this decision, an author, particularly one in a “fragile” marriage, who was mindful of the rule announced by this court, might well be more reluctant to create new works, cognizant of the fact that he or she would continue to have to share half of the economic benefits with a former spouse, even if the marriage were terminated.


Furthermore, the court completely ignored the post-divorce disincentive problem – one which becomes particularly acute in a situation like Rodrigue’s.  Many of his paintings were based on a common character, mostly notably the so-called “blue dog,” which was first developed during the marriage and thus became “community property” under the court’s holding.  An entirely new painting, created after the divorce, but based on that character, would most likely be a derivative work.  Even if the court’s Solomonic solution did not require Rodrigue first to get permission from his former wife to create that work – and that is not clear – he would certainly be aware that he probably would have to pay her half of the sales price of that new painting.  Thus, Rodrigue’s incentive to create new works based on pre-divorce themes, as opposed to having to develop new characters, would be substantially altered.


276	See, e.g., Carson v. Dynergy, Inc., 344 F.3d 446, 457 (5th Cir. 2003) (concluding that “there is no colorable claim that conflict preemption applies [to a conversion claim for the refusal to return a tangible copy of a copyrighted work] as Texas’s protecting rights in physical property in this way does not ‘obstruct[] the accomplishment of the full purposes and objectives of’ the Copyright act.’” (quoting Brown v. Ames, 201 F.2d 654, 659 (5th Cir. 2000)); Gulfstream Park Racing Ass’n v. Tampa Bay Downs, Inc., 294 F. Supp. 2d 1291, 1304-05 (M.D. Fla. 2003) (rejecting preemption claim; state laws regulating wagering and telecasts of horseraces “do not stand as an obstacle to the accomplishment of Congress’ full purpose and objectives” in enacting copyright laws).


277	See supra n.1.
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